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Von: i G Thomaschewski, Isolde

Gesendet: : - Dienstag, 22. April 2014 07:49
An: : Druckerei
Betreff: i WG: Flashreport Verfahrensordnung

- Anlagen: : 15th Draft Compared with the 16th Draft (WORD) (20152394 1).DOCX;
- : ST16351-RE02.DE12.DOC

Guten Morgen,

bitte diese Mail mit den Anlagen (doppelseitig/heften) ausdrucken und an mich.
Danke und Liebe GriiRe
|. Thomaschewski
ns4 -
/”‘&\3 - : -
e—--Urspriingliche Nachricht-—--
Von: Karcher, Johannes
Gesendet: Donnerstag, 17. April 2014 07:56 /
An: Weis, Hubert - ALHI -
Cc: Ernst, Chnstoph UALHIB -; Walz, Stefan
Betreff: Flashreport Verfahrensordnung

Lieber Herr Weis,

~ bevor ich heute Mlttag in den Osterurlaub starte, mochte ich Ihnen eine weitere Ausgabe meiner spannenden
»Fortsetzungsgeschichte” mit einem kurzen Uberblick Uber den Sachstand zur Verfahrensordnung des Einheitlichen
Patentgerichts lbersenden und in diesem Rahmen einige Kernpunkte ansprechen, die auch in der Commumty bei
Veranstaltungen und den Diskussionen auf den Fluren entsprechenden Raum einnehmen.:

Grundiage der Diskussion lst der als Anlage beigefﬂgte 16. Entwurf der VerfahrensordnUng, der Ende Januar 2014
von der Expertengruppe unter Vorsitz von Kevin Mooney (DE-Teilnehrmier Dr. Grabinski vom BGH und Prof. Tilmann)
: unter Auswertung der schriftlichen Anhorung der Nutzer (Juni bis Anfang Oktober 2013) vorgelegt worden ist und
. aunmehr in meiner Rechtsgruppe im zustdndigen Team 1 - Verfahrensordnung auf der Ebene der MS beraten wird.

L Aktu‘ell

AktueH bin ich gestern zurlick von einer Veranstaltung mit den schweduschen Nutzern in Stockholm zum Entwurf der

Verfahrensordnung Die Stimmung war interessiert und freundlich, so dass die schwedische lndustne von ihrer

_traditionell eher zuriickhaltenden Einstellung zu einer deutlich unterstiitzenden Haltung gefunden hat. Man geht

davon aus, dass das neue System kommt. Es waren auch eine Reihe von Richterinnen und Richtern anwesend, die
 sich ebenfalls fur das neue System sehr Interessierten. Der Entwurf eines Ratifikationsgesetzes einschlieBlich der

' nationalen Folgednderungen ist in SE kiirzlich ins Parlament emgebracht worden. Mit einer Verabsch!edung wird

Ende Mai/im .!um gerechnet '

Am 10.4. 2014 habe :ch eine zweute Sitzung der Rechtsgruppe in Berlin abgehalten, auf der wir
Ergdnzungsvorschldge der in der Arbeitsgruppe vertretenen Mitgliedstaaten beraten haben. Uber diese fachhchen
Einzelpunkte konnte weitgehend Einvernehmen erzielt werden, so dass ich insofern beginnen kann,
Formuherungsvorschlage zu erarbelten, um dxese der Arbertsgruppe fur dre ndchste Sitzung zur Beratung
vorzulegen _

Neben diesen technischen Punkten gibt es eine Reihe von groReren Frageﬁ, die auf der ersten Sitzung am 18.2.2014
Gegenstand einer ersten Diskussion waren, fiir die aber noch keine abschlieRenden Losungen gefunden wurden. Aus

T ; : : . |
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- ’,dem Krels‘dneser Fragen,mochte lch nachfolgend unter il emlge Punkte hervorheben, dlE auch in der aﬂgememen

ate nte Jnach Artikel 83

ge ausnehmen, dass es
Das opt-out wird mit

, _ en der Nutzer dass zu Begmn
des neuen Systems eine'so gro@e Zah! von Opt-Out—Antragen gestellt wrrd 'dass eszu Verzogerungen bei der -
Emtragung kommen kann. Das befurchtete Szenario. besteht darm, dass vor Emtragung des opt-outs eine: Klage beim
EPG emgerelcht wird, die die Zustanchgkeit des EPG begrunden wurde Em opt-out wurde mangels rechtzemger
Emtragung mcht mehr um Zuge kommen : » :

~ “Uep belm Europalschen Patentamt gestellt werden konnen, dlese am Tag‘
J dem Gencht ubergeben werden und dann (gesammelt) in das Reguster embezogen werden

. fzwe: hexmlsche Richter + ein dntter deutsch ,préch:g'er auslandlsc ge) u tretern herstenen
¢ R : - 2 B f i : B . E gt e
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- Gleich‘zé“itig ﬁegt hierin ein Schutz des Beklagten, der vor der DE-Lokalkammer Deutsch verwenden kann.
Andererseits besteht ein Interesse daran, den Gerichtsstandort Deutschland fir ausléndische Verfahrensbeteiligte
“attraktiv zu gestalten. Dem wiirde eine groRziigige Moghchkelt entgegen kommen Englisch als Verfahrenssprache
zuzulassen,

Die Expertengruppe tendierte zu einer Losung, dem Kldger die Wahl zwischen der Verfahrenssprache des Sitzlandes
und einer zusétzlich vom MS§ zugelassenen weiteren Sprache (Eng!isch) einzuréumen. :

!m Hinblick auf eine bessere pohtxsche Akzeptanz hat die Expertengruppe dann. aber die folgenden zwei Altematwen
vorgeschlagen; »

o Alternative 1 ‘ R
Die MS, die eine weitere EPO Sprache als, Verfahrenssprache zulassen, kénnen glelchze:t;g festlegen unter welchen
Bedmgungen diese weitere Sprache anzuwenden ist.

o Alternativez

. Die Landessprache des Lokalkammersutzes kommt nurdannzum Zuge, wenn der Beklagte in diesem MS seinen

_~Wohnsitz hat und die Klage vor keiner anderen Kammer anhéingig gemacht werden kann (nur lokale Verletzung in
-&inem MS). Sobald eine Verletzung auch in einem anderen teilnehmenden MS vorliegt ((iberregionale Verletzung)
kann der Kldger auf die zusatzliche Verfahrenssprache {regelmaRig Engiisch) ubergehen -

In der Diskussion im zustandigen Team Verfahrensordnung der Rechtsgruppe zeichnet sich eine Uberwiegende

- Unterstlitzung der Alternative 2 ab. Die Alternative 1 sieht sich der Kritik ausgesetzt, dass sie zu einem.
unvorhersehbaren und uneinheitlichen Sprachenregime fihren wiirde, das den an ein einheitliches Verfahren zu
stellenden Anforderungen nicht gerecht wiirde und damit keine ausreichende Rechtssicherheit bote.

Fir DE ware die erste Alternative attraktiv, um die betroffenen Interessen jeweils optimal zur Geltung zu bringen:
Schutz der Beklagten, Attraktivitit des DE-Standorts und Beriicksichtigung der Sprachkapazitéten in den deutschen,
Lokalkammem Um dem Einwand der Unibersichtlichkeit einer Bestimmung der Parameter durch den betr. MS zu
entgehen, kénnte man erwégen, die moglichen Parameter eines Einsatzes der zusitzlichen Sprachen | in einer
abschlieRenden Liste bereits in der Verfahrensordnung aufzufithren, aus der die MS auswahlen kdnnen (z.B.
Begrenzung weiterer Sprache auf einzelne Kammern, Moglichkeit sch riftliche Unterlagen auf Englisch emzuretchen,
Méglichkeit mindlicher Beitrége auf Englisch, Vorbehalt der Absetzung der schriftlichen Entscheidung in'der
helm:schen Sprache etc.). , ~ .

x Unterlassungsverfugungen (Aﬁ:ikevl 62 ff. UEP, Regel 118 VerfO)

Uber diesen Punkt haben wir bereits gesprochen. In aller Kiirze noch einmal zusammengefasst, sieht die Lage wie
folgt aus: Das Ubereinkommen sieht in Artikel 63 Regelungen zur. Unterlassungsverfiigung in der Hauptsache vor,
Hier wird dem Gericht ein gewisser Ermessensspielraum (,may grant”) eingerdumt, der aber wegen des in Artikel 25
UEP bestehenden Rechts aus dem Patent auf Unterlassung einer Verletzung eng auszulegen ist und dem Gericht
lediglich eine Handhabe geben soll, in atypischen Sonderfillen / Missbrauchsfillen die ,Notbremse” ziehen zu
kénnen. Da diese atypischen Flle naturgemaR kaum typisierbar sind, gibt es auch keine das Ermessen
konkretisierenden Bestimmungen, auch nicht in der Verfahrensordnung. Es soll dem Gertcht vorbehalten bleiben,
Anwendungsfille in seiner Rechtsprechung herauszuarbeiten :

Insbesondere glbt es beider Unterlassungsverfugung in der Hauptsache auch keine VerhaltnismaRigkeitsprifung.

Anders bei einer einstweiligen Verfugung, bei der in Artikel 62 Absatz 2 UEP eine Abwagung der beteiligten

Interessen vorgesehen ist. Das ist aber gerechtfertigt, weil in der Situation der Ellmarsnahme das Gericht sich noch

keine abschlieRende Uberzeugung iber das Vorliegen einer Verletzung gebildet hat, so dass auch das

_Beklagteninteresse im Rahmen einer Abwégung bei der Entschexdung uber den Erlass einer Malnahme regelmasng
- emzubez:ehen und gegen das Klagermteresse abzuwdégen ist. -
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Regel 118 Absatz 1VerfO enthait keme weijtere Konkretmerung desin Art:kei 63 fir den Er!ass der
Unterlassungsverfugung emgeraumten Ermessens sondern verwelst nur au diese Grundlage im Uberemkommen In
Rege! 118 Absatz 2. Verfo kommt eine zusatzhche Moghchkent hmzu, dle rtikel 12 der Durchsetzungsr:chthme
entstammt. Hier geht es um Entschadlgung statt Unterlassung Die dort aufgefuhrten Voraussetzungen ~darunter -
dnejemge, dass keine vorsatzhche oder fahrlassuge Rechtsveﬂetzung vorliegen darf - miissen allerdings kumulativ-

- erfullt semiso dass: ein sofcher Fall kaum praktlsch vorkommen durfte. Zummdest w;rd das Unterlassungsanspruch
mchtkernsthaft relatnv:ert : : . B

Druck auch fur dne Unterlassungsverfugung in der Hauptsache eme Abf' “agung emzufuhren und in dleser Wexse das
,,may grant” in Artlkel 62 UEP u konkretlsxeren err werde lCh weiter gegensteuern

* .,;Procedural‘appeélS*”(Artikel 73:AbSatz;2‘~b). ii UEP','Régél 220 Vérfo)'

Das Uberemkommen sieht in. Artlket 73 vor, dass grundsatzhch nur dle lnstanz beendenden Entscheldungen sowie
_ elmge im Einzelnen ausgewahlte Beschlusse wie z. B. emstwelhge MaBnahmen mit einem Rechtmittel vor dem -
Berufung ’"encht angegnffen werden konnen. Prozessleltende Verfugung ly ‘konnen grundsatzhch nlcht gesondert

'keltsverfahren (,,Brfurcatuon") s:nd smmer noch sehr stark und Wirken snch an vxelen Ecke 50 auch hier -

o :Meiné Pﬁognose wiire, dass es bei diesem Punkt auf den von der Mehrheit unterstiitzen Ansatz hinauslauft.

ll ~We|teres Vorgehen

4
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: Anderungen sind mit der Expertengruppen abzustxmmen um s;cherzustellen dass durch die Anderungen keine

neuen Probleme entstehen.

Grundlegendere Fragen werden eme Fortsetzung der Beratungen auch nach der Sommerpause erfordern (ein oder:
zwei Sitzungen).

Nach Fertigstellung einer uberarbelteten Fassung 16' der Verfahrensordnung soll Im Herbst einé mindliche

- Anhérung der europaischen Nutzer stattfinden. Ich bin mit der ERA im Gesprich, die ihre Raumlichkeiten und

- logist:sche Unterstutzung fiir eine solche Veranstaltung anbietet. Finanzierung der Veranstaltung durch BMJ scheint

mogllch Als Termin steuere ich Ende Oktober an.

Nach der mundllchen Anhorung muss Anderungsbedarf in der Arbeltsgruppe beraten werden und — wo erforderlich
- eine Einigung Gber Erganzungen herbeigefiihrt werden.

Ende dieses Jahres / Anfang 2015 kénnte ein erster Gesamtentwurf stehen, der dann dem Vorbereutenden
Ausschuss vorgelegt werden kann. »

Lo,

frohe Ostern und beste GriiBe

Johannes Karcher
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{ Introductory remarks , , , Formatiert: Block _
' Formatierte Tabelle

The present document contains a draft set of provisions for the Rules of the Unified Patent Court
(hereinafter "UPC" or "Court") and the Statute of the Court (hereinafter “Statute”).

Basic principles of procedural law are already laid down in Part.III of the Agteement on a UPC
(hereinafter " Agreement"), for instance proportionality and fairness, case management, right to be
heard, publicity, stages of the proceedings etc. The Agreement also contains general provisions on
languages, parties, representation, means of evidence, experts, and defines the powers of the UPC
to order provisional measures (in particular preliminary injunctions), to issue orders to preserve
evidence (saisie-contrefacon), corrective measures etc,

HoweQer; in several places in the Agreement, references are made to the Rules which shall spell
out procedural details. This is a tried and tested legal technique: only the basic principles have been
included in the Agreement, many procedural details being left for secondary legal instruments.

In accordance with Article 41(2) Agreement, the Rules of the UPC shall be adopted by the
Administrative Committee, on the basis of broad consultations with all stakeholders and following
an opinion of the European Commission on the compatibility of the Rules with Union law.

The Contracting Member States, having signed the Agreement, have set up a Preparatory
Committee in charge of preparing the practical arrangements for the early establishment and
coming into operation of the Court. The Contracting Member States acknowledge the importance
of appropriate Rules for the Court and of their uniform application, which are vital to guarantee that
the decisions of the Court are of the highest quality and that proceedmgs are orgamsed in the most

efficient and cost effective manner. R&les /

A small Drafting Committee of expert judges and lawyers was dppomted in 2012 to take this work
. forward.

The eighth draft prepared by the Drafting Committee was the subject of wide technical consultation
with professional and industry bodies. -A list of respondents who commented on that draft is set out
below.

The fourteenth draft was the subject of further technical comment by professmnal dnd mdustry

bodies. -A further list of respondents is set out below.

The aim of the Drafting Committee remains to assist the Preparatory Comm1ttee to complete the«
draft Rules following a formal pubhc consultation. :

Comments on the eighth draft of the Rules were received from the following.

Joachim Feldges ~ Modiano & Partners
BDI ' Association des Praticiens Buropéens des Brevets

L_LIVE_EMEA1:20152394v1
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EGA » - . Association of Intellectual Property Law Firms in Sweden

Matina Tavassi - Intellectual Property Lawyers Association (UK)
Gabriella Muscolo Researchiin'Motion =

IP - Federation - The Danish Association of the Pharmaceutical Industry
Dr. Peter Guntz - Association des Avocats de Proprieté Industrielle
ICC - France - Dutch/Belgian Respondents I :
Confindustria Dutch/Belgian Respondents I

Interpat & EFPIA European Patent Lawyers Association I

CCBE - 'Buropean Patent Lawyers Association Il

EPA Expert Group . ' Licensing Executives Society (Bntam & Ireland)
Thomas Bopp epi

TEVA ‘GSMA

Watson/Arrow ‘ Confederation of Swedish Enterprise

‘EPI - Preliminary Comments

Comments-on the fourteenth draft were received from the following.

D.Musker : Alan Johnson (EPLAW)

W Tilmann " Graham Burnett-Hall (EPLAW)

Mathias Brandi-Dohmn (EPLAW) “ Jochen Buhling (EPLAW)

Christoph Lénz , Cordula Tellmann (EPLAW)

P.V. Plesner (EPLAW) . Christian Gassauer (EPLAW)

Catherine Mateu (EPLAW) ~ Nicholas Fox

Josef Talas (EPLAW) Intellect

Nokia " ~ Mateu & Tellmann (EPLAW)

Tankred Thiem (EPLAW) ' Debré & Cattoor (EPLAW) .

Pauline Debré (EPLAW) Blumenroder & Talas (EPLAW) ey
IPLA ' - NokiaIl. ’

Wouter Pors (EPLAW) : McCombie & Thiem (EPLAW)

Steven Cattoor (EPLAW) .

Participants in the formal public consultation :
Comments on the fifteenth draft were received from the following.

Peter Delange ' - . The Institute of Profess:onal Representatlve

Patentanwaltskammer : before the Buropean Patent Office -

Rudolf Teschemacher : Mathys & Squire .

AIPPL - © © Judge Dr. Tamas Csoti, Metropolitan
Christian Koster , . - Tribunal Budapest, Hungary . '
Casalonga o Eight UK Patent Attorney Firms

Intel Corp. : . . Stibbe Lawyers -
Bundespatentgerichts Intellectual Property Owners’ Association
KONINKLIJKE Phillips N.V. ‘Association de Praticiens Europeens des
cMS Brevets

The Law Society of Scotland , Purdue Pharma L.P.

Google Inc. : S Axel Horns

European Patent Lawyers Association =~ Withers & Rogers LIP

3.
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Eli Lilly & Company

- TEVA Europe '
L’ Association  Francais - des Edlteurs de

Cohausz & Flofack
GlaxoSmithKline
Qualcomm Europe Inc..

Logiciels et Solutions Internet

Digital Furope

- Hungarian Chamber of Patent Attomey
Ericsson AB

Chartered Institute of Patent Attorneys

The Licensing Executives Society (Britain &
Ireland

Compagnie . Nationale des Conseils _en
. Propriete Industrielle

IP Federation

Blackberry Limited

The Procter & Gamble Company
The Association of the
Pharmaceutical Industry

F Hoffmann — La Roche AG

The European Federation of Pharmaceutical

British

J apanese Group of AIPPI
The .~ Association = of = Danish Industrlal

Property Executives
Pfizer Limited
Japanese Intellectual Property Association

The Association of Finnish Patent Attorneys
Novo Nordisk A/S

The Bio Industry Association

Judge Gabriella Muscolo

LIF Sweden

Pharma Industry Finland

The Danish Association  of Pharmaceutical
Industries .

Carpmaels & Ransford

H Lundbeck A/S

The British Association of the International

Industries and Associations

Danish' Association of Intellectual Property

Attorneys
Dr. Jozsef Talas

The Confederation of Swedish Enterprise, the

Federation of Intellectual Property Attomev
Microsoft Corporation -

Finland Chamber of Commerce

E’studio Legale Pino

AIPPI France

Swedish - Association for the protection of

Preu Bohlig & Partner

intellectual  property and ~the Swedish

Vertex Pharmaceuticals Incorporated

Federation of business owners

The  Association of Danish Intellectual
Property Attorneys

Verband der Chemischen Industrie e.V.
VanDoorne Advocaten

Glykos Finland Limited
Harrison Goddard Foote LLP

. The _Association _of  IP - Professionals in

Confederation of Finnish Industries

Jones Day ‘

Haseltine Lake LLP

Industry Coalition . on_the UPC Rules of
Procedure
The  British
Association

Generic  Manufacturers

- Tony Pluckrose

Max Planck Institute for Intellectual Prot)ertv

Swedish Industry

The German Association for the Protection of and Competition Law

Intellectual Property Confederation of Danish Industry
GSMA Rolls-Royee PLC '

Ordine dei Consulenti in Proprieta Industrxale

Bristows LLP

Bird & Bird LLP

EIP Europe LLP
Arm Holdings PI.C

Centro Studi Anticontraffazione

Ficpi International
Bundesrechtsanwaltskammer

Dyson Technology Ltd Field Fisher Waterhouse LLP

Mario Franzosi Simon Roberts

Information. Technology British Patent Attomey Advocates

Telecommunications & Electronics Potter Clarkson LLP

Association (Intellect) : European Generic Medicines Association
-4 -
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Nokia Corporation

Intellectual Property Lawyers’ Association
UK}

Dimitris Xenon

Ficpi International

Regimbeau ‘
Federation of German Industries

International Chamber of Comment-Frame
Associazione Ttaliana dei  Consulenti - ed
Esperti .in' Proprieta  Industriale di- Enti o

Imprese
Japanese  Pharmaceutical = Manufacturers

Association ;
Anja Peterson — Padberg ‘
Assiciation -~ des Avocats. de - Propriete
Industrielle ‘
Groupe de Travail de Institute de Recherche

en Propriete Infellectuelle
Council of Bars and Law Societies of Europe
Business Europe ' S
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| Abbreviations

EPC: EurOpean Patent Convention

Regulatidn (EU) No 1257/2012: Regulation (EU) No 1257/2012 of the European Parliament and |

of the Council of 17 December 2012 implementing enhanced cooperation in the area of the creation
of unitary patent protection (OJEU L 361, 31.12.2012,p. 1)

Regulation (EU) No 1260/2012: Regulation (EU) No 1260/2012 of the Council of 17 December
2012 implementing enhanced cooperation in the area of the creation of unitary patent protection
with regard to the applicable translation arrangements (OJEU L 361, 31.12.2012, p. 89)

Regulatlon (EU) No 1215/2012: Regulation (EU) No 1215/2012 of the European Parliament and ':

of the Council of 12 December 2012 on jurisdiction and the— _recognition and enforcement of
judgments in civil and commercial matters ’

Levels for the various procedural fees have not been included

References to persons in these Rules may apply to legal persons as well as natural per.sons ~Words
zmportmg the masculme gender shall include the feminine and vice versa.

For all written pleadings, parties will have to make use of forms available on-line (see Rule 4).

Where a Rule lists the contents of pleadings, the sign * indicates that a form will be available to

guide parties.

-6 - .
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Rule375-—Admand-scope—129

Rule 376 —Costs-eligible for legalaid— 120
; 3 e ‘ » v
oS .;5 e & £e8

‘JR:H]E g ; é ;,;FZ'F]h; E.m“; fa;llegz;l E.“; 11 gg E}
Rule381—Appeal-—332
Rule-382—Reecovery-132

129
T3=

PREAMBLE 2415 .
APPLICATION AND .INTERPRETATION OF THE RULES 2516
Rule 1 — Application of the Rules 2516

Rule 2 — Supplementary protection certificate 2516 :
Rule 3 = Power of staff of the Registry and a sub-registry to perform functions of the Registry
2516 : :

Rule 4 Lodging of documents 2516

Rule 5= Lodging of an Application to opt out and withdrawal of an opt—out* 2637 :
‘Rule 6 — Service and supply of orders, decisions, written pleadings and other documents 28-19
Rule 7~ Language of written pleadings and written ev1dence 2819

Rule 8 - Party and party's representative 2928

Rule 9 — Powers of the Court 29208 :
PART 1 = PROCEDURES BEFORE THE COURT OEFIRST INSTANCE 2920

Rule 10 — Stages of the proceedmgs (inter partes proceedings) 2920

Rule 11 = Settlement 3021

CHAPTER 1 — WRITTEN PROCEDURE " 3123

SECTION 1 — INFRINGEMENT ACTION 3122

Rule 12 — Exchange of written pleadings (infrin ement action 3122

'STATEMENT OF CLAIM3122

Rule 13 — Contents of the Statement of claxm 3122

Rule 14 — Language of the Statement of claim 3324

Rule 15 — Fee for the infringement action = 3425 :

Rule 16 — Examination as to formal requirements of the Statement of claim 3425
Rule 17 — Recording in the register (Court of First Instance, infringement action 35%6

Rule 18 — Designation of the judge-rapporteur 3526 ;
PROCEDURE WHEN THE DEFENDANT RAISES A PRELIMINARY OBJECTION 3627

- Rule 19 — Preliminary objection 3627
Rule 20 — Decision or order on a Preliminaj ob'ection 37-28
Rule 21 = Appeal against decision or order on a Preliminary objection = 3728
. VALUE-BASED FEE FOR THE INFRINGEMENT ACTION 3728
‘Rule 22 — Value-based fee for the mfrmgement actlon 3728
STATEMENT OF DEFENCE 3728
Rule 23 — Lodging of the Statement of defence 3728
Rule 24 — Contents of the Statement of defence = 3728
Rule 25 - Counterclaim for revocation . 3830 V
Rule 26 — Fee for the Counterclaim for revocation 3930 .
Rule 27 - Examination as to formal requirements of the Statement of defence 3939

15-
L LIVE EMEAT1:15571909L  LIVE.EMEAI1:16175270v2

201290



1901.2-9516-31-260-2014

Rule 28 — Further schedule 4038
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Rule 29 — Lodging of Defence to the Counterclaim for revocation, Reply to the Statement of
defence and Rejoinder to the Reply 4031

Rule 29A - Contents of the Defence to the Counterclaim 4034

Rule 30 — Application to amend the patent = 4132 - .

Rule 31 = Value-based fee for.the dispute including the Counterclaim for revocatlon 4232
DEFENCE TO THE APPLICATION TO AMEND THE PATENT 4333

Rule 32 —Lodging of the Defence to the Application to amend the patent, the Reply t6 the Defence
and the Rejoinder to the Reply 4333

APPLICATION FOR ALLOCATING A TECHNICALLY QUALIFIED JUDGE TO THE.PANEL . 4333

Rule 33 — Application by a party for allocating a technically qualified judge 4333

Rule 34 — Reéquest by the judge-rapporteur for allocatmz a technically qualified judge 4333
LAST STEPS IN THE WRITTEN PROCEDURE - 4434

Rule 35 — Closure of the written procedure 4434

Rule 36 — Further exchanges of written pleadings 4434

Rule 37 — Application of Article 33(3) of the Agreement - 4434 '
COUNTERCLAIM FOR REVOCATION REFERRED TO THE CENTRAL DIVISION UNDER ARTICLE 33(3)(b)
OF THE AGREEMENT. 4534 '

Rule 38 ~ Written procedure when the central division deals thh a Counterclalm for revocation

under Article 33(3)(b) of the Agreement 4534
Rule 39 - Language of the proceedings before the central division 4535

Rule 40 — Accelerated proceedings before the central division 4535
ACTION REFERRED TO THE CENTRAL DIVISION UNDER ARTICLE 33( 3¥Xc¢) OF THE AGREEMENT

4535
Rule 41 — Written procedure when the central division deals w1th the action under Artxcle 33 3)( ¢)
of the Agreement 4635
SECTION 2 - REVOCATION ACTION 4636
Rule 43 — Action to be directed against the patent grogrxetor 4636
Rule 44 — Exchange of written pleadings (revocation action) 4636

STATEMENT FOR REVOCATION 4737

Rule 45 — Conténts of the Statement for revocation 4737

Rule 46 — Language of the Statement for reyocation 4737

Rule 47 — Fee for the revocation action 4837 -

Rule 48 — Recording in the register (Court of Flrst Instance, revocation action) . 4838
DEFENCE TO REVOCATION . 4938 ‘

Rule 49~ Lodging of the Defence to revocation -~ 4938 :

Rule 50 — Contents of the Defence to revocation and Counterclaim for infringement 4938
Rule 51 — Reply to Defence to revocation. . 4938 .

Rule 52 — Rejoinder to the Reply 4939 -

Rule 53 — Fee for the Counterclaim for infringement4939

DEFENCE TO THE APPLICATION TO AMEND THE PATENT AND DEFENCE TO THE COUNTERCLAIM FOR
INFRINGEMENT 5039

Rule 56 — Lodging of the Defence to the Counterclaxm for infringement -~ 5039

Rule 57 — Value-based fee for the revocation action 5040 -

Rule 58 — Value-based fee for the dispute including the Counterclaim for infringement . 5046

-16- :
L_LIVE_EMEAL:155719091._LIVE_EMEA1:16175270v2

21290



1901 2-9516-31-260-2014
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6957

Rule 136 — Stay of the Apphcatlon for a determination of damages 7054
Rule 137 — Reply of the unsuccessful party 7058

Rule 138 — Contents of the Defence to the Application for the determination of damages 70358
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PART 2 - EVIDENCE 7664
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designation of judge-rapporteur, single judge 8542 -
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" Rule 206 — Application for provisional measures = 9249
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- designation of judge—rapporteux, single judge 9481
Rule 209 — Examination of the Application for grovisiongl measures 9582
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' Rule 210 - Oral hearing 9582
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Rule 213 — Revocation of provisional measures - 9784

PART 4 - PROCEDURES BEFORE THE COURT OF APPEAL 9885
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Rule 221 — Application for leave to appeal 9885

Rule 222 — Subject-matter of the proceedings before the Court of Aggeal 9986

Rule 223 — Application for suspensive effect 9986

CHAPTER 1 — WRITTEN PROCEDURE 10087

"'SECTION 1 — STATEMENT OF APPEAL. STATEMENT OF GROUNDS OF APPEAL

10087 :

Rule 224 - Time periods for lodgmg the Statement of appeal and the Statement of ggounds of
appeal 10087

Rule 225 — Contents of the Statement of appeal 10087

Rule 226 — Contents of the Statement of grounds of appeal 10087

Rule 227 ~ Lariguage of the Staterment of appeal and of the Statement of grounds of appeal .
10188 :

Rule 228 — Fee for the appeal 10188

Rule 229 ~ Fxamination as to formal requirements of the Statement of appeal 10188
Rule 230 — Recording in the register (Court of Appeal) 10188

Rule 231 = Designation of the judge-rapporteur 10289
Rule 232 — Translation of file 10289 -

Rule 233 — Preliminary examination of the Statement of grounds of appeal 10289
Rule 234 — Challenge to the decision to reject an appeal as inadmissible 10389
SECTION 2 —~ STATEMENT OF RESPONSE 10390

Rule 235 — Statement of response 10399
Rule 236 — Contents of the Statement of response 10399

Rule 237 — Statement of cross-appeal 10399 .

SECTION 3 — REPLY TO A STATEMENT OF CROSS-APPEAL 1049+

Rule 238 — Reply to a statement of cross-appeal . 10494 -

SECTION 4 — REFERRAL TO THE FULL COURT 10494+

Rule 238A — Decision to refer’ 10493

CHAPTER 2 = INTERIM PROCEDURE 10592

Rule 239 — Role of the judge-rapporteur . 10592

CHAPTER 3 - ORAL PROCEDURE 10693

Rule 240 — Conduct of the oral hearing 10693

Rule 241 ~ Conduct of the oral hearing for an appeal of a cost decision - 10693
CHAPTER 4 — DECISIONS AND EFFECT OF DECISIONS = 10794

Rule 242 — Decision of the Court of ADDeal 10794 '

Rule 243 — Referral back 10794 -

. CHAPTER 5 ~PROCEDURE FOR APPLICATION FOR REHEARING 10895

Rule 245 — Lodging of an Application for rehearing 10895

Rule 246 — Contents of the Application for rehearing 10895
Rule 247 ~Fundamental procedural defects 10895

Rule 248 — Obligation to raise objections 10996
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Rule 250 — Fee for the rehearing 10996

Rule 251 — Suspensive effect 10996 - ' :

Rule 252 — Examination as to formal requirements of the Agphcanon for rehearmg 10996
Rule 253 — Agsignment of Application for rehearing to a panel 11097

Rule 254 — Examination of the Application for rehearing - 11094
PART 5~ GENERAL PROVISIONS 11198

CHAPTER 1 -‘GENERAL'PROCEDURAL PROVISIONS 11198

Rule 260 ~ Examination by the Registry of its own motion 11198

Rule 261 — Date of pleadings 1119¢

Rule 262 — Public access to the register 11198

Rule 263 ~ Leave to change claim or amend-case 11299

Rule 264 — An opportunity to be heard 11299

Rule 265 — Withdrawal 11299

Rule 266 — Preliminary references to the Courtof Justlce of the European Union 11299

Rule 267 = Actions pursuant to Article 22 of the Agzeementl 13186
CHAPTER 2 —~ SERVICE 114463 '

SECTION 1 — SERVICE WITHIN THE CONTRACTING MEMBER STATES OR BY
AGREEMENT = 11416}

Rule 270 - Scope of this Section - 114404

Rule 271 - Service of the Statement of claim 114163

Rule 272 - Notice of service and non-service of the Statement of claim 115102
SECTION 2 — SERVICE OUTSIDE THE CONTRACTING MEMBER STATES 117403
L le 273 — Scope of this Section 117103

ule 274 - Service outside the Contracting Member States 117103 o
SECTION 3 - SERVICE BY AN ALTERNATIVE METHOD 118183 ~
Rule 275 - Service of the Statement of claim b) an altematwe method oratan alternatxve glace
, 118403
SECTION 4 — SERVICE OF ORDERS, DECISIONS AND WRHTEN PLEADINGS 118164
Rule 276 = Service of orders and decisions 118404
Rule 277 — Decisions by default under Part 5, Chapter 11 118464
Rule 278 = Service of written pleadings and other do ocuments 119404
Rule 279 - Change of electronic address for service 119405
CHAPTER 3 — RIGHTS AND OBLIGATIONS OF REPRESENTATIVES 120106
Rule 284 — Duty of representatives not to misrepresent facts or cases 120%96
Rule 285 — Powers of attorney 120466 ‘
~ Rule 286 — Certificate that a representative is authorised to gractxce before the Court 120406
- Rule 287 — Attorney-client privilepe 120106 ’
Rule 288 - Litigation privilege 121467 g
- Rule 289 - Privileges, immunities and facilities 121407
Rule 290 — Powers of the Court as regards representatives . 122108
Rule 291 — Exclusion from the proceedings 122168 .
Rule 292 — Patent attorneys' right of audience 122108 .
Rule 293 — Change of a representative 122108
CHAPTER 4 - STAY OF PROCEEDINGS 124109
Rule 295 — Stay of proceedings 124369 :
_ Rule 296 = Duration and effects of a stay of Droceec_l_lggg 124189
Rule 297 — Resumption of pr roceedings 125410
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Rule 298 = Accelerated proceedings before the European Patent Office 123430
CHAPTER 5= TIME PERIODS . 126144 E
Rule 300 ~ Calculation of periods 1264+
'Rule 301.— Automatic extension of periods - 126344+
CHAPTER 6 — PARTIES TO PROCEEDINGS 1274142
SECTION 1 —PLURALITY OF PARTIES 127112
Rule 302 — Plurality of claimants or patents 127412
Rule 303 — Plurality of defendants* 127442 - =
Rule 304 — Court fees in the event of plurality of parties . - 127442
SECTION 2 — CHANGE IN PARTIES 127132 :
Rule 305 ~ Change in parties 12742 '
Rule 306 —~ Consequences for the proceedings 128413 _ :
SECTION 3 —DEATH., DEMISE OR INSOLVENCY OF A PARTY 128112
Rule 310 ~ Death or demise of a party 128113
Rule 31] — Insolvency of a party 128443
SECTION 4 — TRANSFER OF PATENT 129114
Rule 312 — Transfer of the patent or patent application during proceedings 129414
SECTION 5 —INTERVENTION 13044
Rule 313 — Application to intervene 130334 -
Rule 314 — Order on Application to intervene 130414
Rule 315 — Statement in intervention 13044
Rule 316 — Invitation to intervene .~ 131415

Rule 317 — No appeal against an order on the Application to intervene 13245
SECTION 6 — RE-ESTABLISHMENT OF RIGHTS 132436

Rule 320 — Re-establishment of rights 132416
CHAPTER 7 — MISCELLANEOUS PROVISIONS ON LANGUAGES 134117

Rule 321 — Application by both parties to use of the language in which the patent was granted as

language of the proceedings 134437

Rule 322 - Proposal from the judge-rapporteur to use of the language in which the patent was

granted as language of the groceedmgs 1354%

Rule 323 — Application by oneé party to use the language in which the patent was granted as

language of the proceedings = 135417

Rule 324 — Consequences where the language of the proceedings is chahged in the course of the

proceedings 136348

CHAPTER 8 ~CASE MANAGEMENT 138419

Rule 331 — Responsibility for case management 138419
Rule 332 — General principles of case management 138419

Rule 333 — Review of case management orders 13949
Rule 334 - Case management powers 1391209

Rule 335 - Varying or revoking orders 140120

Rule 336 — Exercise of case management powers ~ 140120

Rule 337 ~ Orders of the Court's own motion 14031214

Rule 340 — Connection — Joinder. . 14032+

CHAPTER 9 -~ RULES RELATING TO THE ORGANISATION OF THE COURT

143422

Rule 341 — Precedence 143122
Rule 342 — Dates, times and place of the sittings of the Court 1433122 .
Rule 343 — Order in which actions are to be dealt with - 143422
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Rule 344 — Deliberations . 144122 .
Rule 345 — Composition of panels and assignment of actions 144423
Rulé 346 —Application of Article 7 of the Statute = 145123

CHAPTER 10— DECISIONS AND ORDERS 147125

Rule 350 — Decisions 147425

Rule 351 — Orders 147125

Rule 352 = Binding effect of decisions or.orders subject to secuntv 148126
Rule 353 = Rectification of decisions and orders 148426

Rule 354 — Enforcement 149126

CHAPTER:11 — DECISION BY DEFAULT 151428 :

Rule 355 = Decision by default (Court of First Instance) 151428

Rule 356 — Application to set aside a decision by default 151428

Rule 357 = Decision by default (Court of Appeal) 151428

CHAPTER 12 = ACTIONS BOUND TO FAIL OR MANIFESTLY INADMISSIBLE

154429

Rule 360 = No need to adjudicate - 154426

Rule 361 — Action manifestly bound to fail - 154429
Rule 362 = Absolute bar to proceeding with an action 154429

:Rulé 363 = Orders dismissing manifestly inadmigsible clalms 154429

CHAPTER 13 - SETTLEMENT 156130

Rule 365 = Confirmation by the Coutt of a settlement . 156439
PART 6 — FEES AND LEGAL AID 157431 S

COURTFEES 157431

Rule 370 ~ Court fees 15743+

Rule 371 — Time periods for Qaying' court fees 158132
LEGALAID = 159332 '

Rule 375 Aim and scope 159432

Rule 376 — Costs eligible for legal aid 159133
Rule 377 — Conditions for granting legal aid 159433

~ Rule 378 - Application for legal aid 160433

Rule 379 - Examination and decision 161434
Rule 380 - Withdrawal of legal aid = 162135

Rule 381 — Appeal 162435
Rule 382 — Recovery 162435
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The Court shall conduct proceedings in accordance with the Agreement on a Unified Patent Court
(“the Agreement™), the Statute of the Unified Patent Court (“the Statute”) and these Rules. -In the

_ event of a conflict between the provxslons of the Agreement and/or the Statute on the one hand and
of the Rules on the other hand, the provisions of the Agreement and/or the Statute shall prevail.

The Rules shall be applied and interpreted in accordance with Articles 41(3), 42and42 and 52(1) of
the Agreement on the basis of the principles of propoftionality, flexibility, fairness and equity.

Proportionality shall be ensured by gwmg due consideration to the nature and complex1ty of each
action and its importance.

Flexibility shall be ensured by applying all procedural rules in a flexible and balanced manner with
the required level of discretion for the judges to erganizeorganise the proceedings in the most
efficient and cost effective manner. ‘

Fairness and equity shall be ensured by having regard to the legitimate interests of all parties.

In accordance with these principles, the Court shall apply and interpret the Rules i in a way which
shall ensure decisions of the highest quality.

In accordance with these principles, proceedings shall be conducted in a way which will normally
allow the final oral hearing on the issues of infringément and validity at first instance to take place
within one year whilst recognising that complex actions may require more time and procedural
steps and simple actions less time and less procedural steps. Decisions on costs and/or damages
may take place at the same time or as soon as practicable thereafter. -Case management shall be
organised in accordance with these objectives. Parties shall cooperate with the Court and set out
their full case as early as possible in the proceedings.

The Court shall endeavour to ensure consistent application and interpretation of these Rules by all«
first instance divisions and the Court of Appeal. Due consideration shall_also be given to this"
objective in any decision concerning leave to appeal against procedural orders. :

224 -
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APPLICATION AND INTERPRETATION OF THE RULES

Rule 1= Apphcatxon of the Rules

1. The Court shall conduct proceedings in accordance with the Agreement on a Unified Patent

Court (“the Agreement”), the Statute of the Unified Patent Court (“the Statute”) and these Rules—,

which include the Preamble to these Rules and the principles set out therein. In the event of a
conflict between the provisions of the Agreement and/or the Statute on the one hand and of the

Rules on the other hand, the provisions of the: Agreement and/or the-Statute shall-prevail.

2. Where these Rules provide for the Court to perform- any act other than an act exclusively
reserved for a panel of the Court, the President of the Court of First Instance or the President of the
Court of Appeal, that act may be performed by-.

(a) the presiding judge or the judge-repporteur of the panel to which the action has been assigneds;
(b) a single legally qualified judge where the action has been atsigned to a single judge;;

(c) the standing judge designated pursuant to-Rule 345.5.

Relation with Agreement: Article 8(7) '

Relation with éﬁaﬁStamte' Article JQQ

Rule 2 - Supplementary protectton certxﬁcate

1. Subject to paragraph 2, in these Rules with the exception of Rule 5 the expression “patent” and
“proprietor” shall whenever appropriate include, respectively, a supplementary protection
certificate as defined in Article 2(h) of the Agreement and granted in respect of the patent and the

propretorholder of such certificate.

2 References. in these Rules to the language in which the pétent was granted shall mean that
language arid not the language in Wthh a supplementary protectlon certificate in respect of the
patent was granted

Rule 3 — Power of staff of the Regxstry and a sub-registry to perform functmns of thef
Reglstry

‘Where these Rules refer to the Registry or Regxs trar and provide for the Reglstry to perform any act

that reference shall include the relevant sub-registry and that act may be performed by the Registrar ;

_ or by a member of staff of the Registry or relevant sub-registry.

Rule 4 — Lodging of documents

Wntten pleadmgs and other documents shall be lodged at the Registry in electromc form Parties+
shall make use of the official forms available on-line. The receipt of documents shall be confirmed
by the automatic tssue of an electronic receipt, Wthh shall mchcate the date and Iocal tlme of

ecexpt

<25- :
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2. Where it is not possible to lodge a document electronically for any reason a party may lodge the
document in hard-copy form. An electronic copy of the document shall be lodged as soon_as
practicable thereafter. : : : ~

Reldation with Agreement: Article 44 o : EER : “

1.(a) The proprietor of a European patent (including a European patent that has expired) or an-the«
applicant for a published application_ for a Buropean patent (hereinafter in this Rule 5, an
“application””) who wishes to opt out that patent or application from the exclusive competence of
the Court in accordance with Article 83(3) of the Agreement shall, subject to Rule 5.913, lodge an

*Apphcatlon with the Regxstry —Whefe—ehe—pa{em—er——appkeaaeﬂ—fs—emé—bwe—ef—mefe

Rule 5 = Lodging of an Application to opt out and withdrawal of an opt-out*,

2(b) Where the patent or application is owned by two or more proprietors or applicants, all

proprietors or avphcants shall lodge the Application.

(¢) The Apphcauon shall be made in respect of all of the Contracting Member States for wh1ch the
European patent is designated.

2.(a)_An Application to opt out a European patent or application pursuant to Rule 5.1 or an
Application to withdraw_an opt-out pursuant to Rule 5.8 shall extend to any supplementary
protection certificate(s) based on the European patent.

(b) Where any such supplementary protection certificate has been granted at the date of lodging the
Application, the holder(s) of the supplementary protection certificate(s) shall if different from the

proprietor(s) of the patent lodge the Application together with the proprietor(s).

(c) Where any such supplementary protection certificate is granted subsequent to lodging the

Application, the opt-out shall take effect automatically on grant of said supplementary protection
certificate(s), and the holder(s) of such supplementary protection certificate(s) based on the
European patent shall notify the Rezistrv of the details required under Rule 5.3.

(d) Rules 5.7 and 5.9 shall apply gnutatzs ‘mutandis in relation to actions cornmenced in respect of
any supplementary protectgon certificate.

(&) For the avoidance of doubt, it is not possible to opt out supplementary protection certificates

(whether granted by the authorities of a Contracting Member State or. otherwise) based on a
European patent with unitary effect.

3. The *Application to opt out shall contain: v , -

(a) the name of the proprietor or proprietors or applicant or applicants for the European patent (or
patents) or application (or applications) and of the holder or holders of any supplementary
protection certificate (or supplementary protection cettificates) based on the European patent (or
patents) in question, and all relevant postal and, where applicable, electronic addresses; and
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(bjb)‘where such proprietor(s), applicant(s) or holder(s) have appointed a representative, the name
- and postal address and electronic address for service of the regresentative;

©) details of the patent. (or patents) and/or apphcatlon (or applications) eeneemeé—mcludmg the
number (or numbersy;); and-in

(d)_details of any supplementary nrotecnon certificate (or supplementary protection certificates)+ :
granted based on the ease—efpatent (or patents%he—éeswmted—@en&aeﬁnﬂ—Membeﬁ—Sﬁtes)

concerneds, including the number (or numbers)

34, Rule 8 shall not apply to Applications made pursuant to this Rule 5. Where a representative is
appointed. such a representative may include professional representatives and legal practitioners as

defined in Article 134 EPC in addition to those referred to in-Article 48 of the Agreement.
5. The applicant(s) for an opt-out shall pay the fixed fee in accordance with Part 6. The Application« Formatiert: Block
shall not be entered in the register until the fixed fee has been paid. One fixed fee shall be payable

in respect of each European patent or application for which an Application to ogt out has'been filed,
including any supplementary protection certificate based on said patent or application.

4§,.‘_Subject t‘o‘Rule 535 the Registrar shall as soon as practicable enter the Application to opt outin
the register. -Subject to -Rule 5.57, the epteutopt out shall be regarded as effective from the date of
entry in the register. : , - ‘

»

57. In the event that an action has been commenced before the Court in respect of a patent (or
patents) and/or an application (or applications) contained 1 in an Application to opt out priot to the
date of entry of the Application in the register-the-Registrar-shall- notify the-

applicantofsuchaction
 as-seen-as-practicable-and, the Application for opt—out shall be ineffective in respect of the patent
(or patents) and/or apphcatxon (or applications) in questmn ‘

. 68. A proprietor or proprietors of a patent (or patents) aﬂélor an application (or apphcatxons) the
_ subject of an opt-out pursuant to this Rule may lodge an *Application to withdraw the opt-out in
respect of the patent{s) or application¢s) (or of one or more of the subjestpatents or applications, but

~ not in respect of different designations of the ept-eut:same patent or application). The Application
shall contain the particulars in accordance with Rule 5.23 and shall be accompanied by the fixed

fee in accordance with Part 6; Rule 5.5 shall apply muratis imutandis. Subject to the receipt of the
fixed fee the Registrar shall as soon as practicable enter the Application to withdraw in the register
and the withdrawal shall be regarded as effective from the date of entry in the register,

5,19 In the event that an action has been commenced before a court of a Contractmg Member State
in respect of a patent or app_hcauon contained in an Application to withdraw the opt-out, prior to
the entry of the Application in the register, the Application to_withdraw the opt-out shall be
neffective in respect of the patent or agghcanon in guestxon '

10. Where an application for a European patent subject to an opt-out pursuant to this Rule proceeds
to grant as a European patent with unitary effect, the proprietor or proprietors shall notify the
Registry. The OQt~£3ut shall be deemed to have been withdrawn and the Registrar shall as soon as
gracncable enter the w1thdrawal in'the reg;ster No fee shall be gayable pursuant to Rule 5.8.

iLA patent or application the subject of an Application to w1thdraw which has been entered on the+
register may not thereafter be the subject of a further Application to opt out. o
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812. The Registrar shall as soon as practicable notify the European Patent Office of the entries in
the register pursuant to -Rules 5.46 and 5.68. :

[913. An Application to opt out may be lodged with the European Patent Office after a date to be
announced by the European Patent Office and before the coming into effect of the Agreement. -The
Application shall be accompanied by the fixed fee provided for in Rule 5.35 and shall otherwise
. comply with any instructions for lodging the Application issued by the European Patent Office, -At
the date of entry into force of the Agreement in accordance with Article 5989 of the Agreement the
European Patent Office will transfer details of all such Applications (and of any pending
Applications) and all such fees to the Registrar-ead. The Registrar shall enter the Applications shall
‘be-treated-as-enteredreceived on the regxster aaée%fee&we—ﬁfemunder the said date of entry into
force of the Agreement ] )

_Relation with Agreement: Article 83(3) and (4)
*Note to Rule 5 ’

#The Drafting Committee would like to note, in response to certain written comments received,
that the provisions of Article 83 of the Agreement for opting out are clear and provide for:

(i) a complete ousting of the jéésiéée&e&juﬁsdiction of the UPC;

(if) such ouster is, subject to Rule 5.68, for the life of the relevant patehi/application andincluding
the time after the patent has expired, has lapsed or has been withdrawn; and

(iii) co?ers allrdesignations owned by the proprietor(s) in question. »
Rule 6 — Service and supply of orders, decisions, written pleadings and other documents ~ +- - - { Formatiert: Block, Ebene 1}
1. The Registry shall as soon as practicable serve, in accordance with Part 5, Chapter 2;; - orm: ‘
(a) orders and decisions of the Court on the parties};

(b) written pleadings of a party on the other party.

Where applicable, the Registry shail inform the pames of the opportunity to reply or to take any
other appropriate step in the proceedings and of any time period for so doing.

2. The Registry shall also as soon as practicable supply to the parties coples of documents referred
to in these Rules and lodged with pleadings and written evidence.

3. Where the postal or electronic address for service provided bya party pursuant to these Rules has
changed that party shall give notice m—w&&&g—to the Registry and to every other party as soon as
such change has taken place

Rule 7 - Language of written pleadings and written evidence “

1. Written pleadings and other documents, including written evidence, shélly be lodged in the
language of the proceedings; unless the Court or these Rules otherwise provide.

-28 - .
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" Rule 9 — Powers of the Court

(@ e)(tend,:even retrospectively, a time period referred to in these Rules or impoysed by the Court;

Rule 10 - Stages of the proceedings (inter partes proceedings)
Proceedings before the Court of First Instance shall consist of the followrng stages:

 (a) a writfen procedure;

2. Where these Rules or the Court require a pleading or other document to be translated it shall not
be necessary to provide a formal testament as to the accuracy of such translation unless the
accuracy is challenged by a party or such testament is ordered by the Court.

Rule 8 - Party and party's representative

1. A party shall be represented in accordance with Article 48 of the Agreement unless otherw1se4
provided by these Rules [Rules 5, 88 5 and 378.5]. :

2. For the purpose of all proceedings in relation to a patent, where these R&lesprev;éeRules provide
that a party perform any act or that any act be performed upon a party thatact shall be performed by
or upon the representative for the time bemg of the party.

3, Excegt where these Rules provide otherwise, a party shall not._communicate with the Court
without ‘informing the other party or parties. Where such communication is in writing, the
communication should be copied to the other party or gartxes unless these Rules provide that the
Court will supply a copy to the other party or Qames

4. For the purposes of proceedings under these Rules in relation to the grognetorgs) of a patent, the
person(s) shown in the reglster of the European Patent Ofﬁce as the proprietor(s) shall be treated as

such.

Relat_ion with Agreement: Article 48

1. The Court may, at any stage of the proceedmgs, of its own motion or on reasoned request by a
party, order a party to take any step, answer any question or provxde any clarification or evidence,
within time perxods to be specxﬁed :

2. The Court may disregard any step; fact evidence or argument which. a party has not faken or
submitted in dueaccordance with a time limit set by the Court or these Rules.

3 Subjeet to paragraph 4, on a reasoned request by a party, the Court may:

and

b) shorten any such txme perxod
4. The Court shall not extend-er-sherten the time periods referred to in Rule 198.1 and Rule 2241,
PART1- PROCEDURES BEFORE THE COURT OF FIRST INSTANCE

(b) an interim procedure, which may include an interim conference with the parties;
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(c) an oral procedure which, subject to Rules 116:1 and 117, shall include an oral hearing of the
pames where necessary; ‘

(d) a procedure for the award of damages, Wthh may include a procedure to lay open books;

(¢) proeeduresa procedure for cost erdessdecisions.
Relation with Agreement: Articles 52(1), 68 and 69

Rule 11 - Settlement

1. At any stage of the proceedings, if the Court is of the opinion that the dispute is suitable for a
settlement, it may propose that the parties make use of the facilities of the Patent Mediation and
Arbitration Centre (“the Centre”) in order to settle or to exploré a settlement of the dispute. -In
particular the judge—rapporteur shall atduring the interim procedure, in particular at an interim
conference in accordance with Rule 104(d), explore with the parties the possibility of a settlement
inclading through mediation and/or arbitration, using the facilities of the Centre.

2. Pursuant to Rule 365 the Court shall, if requested by the parties. by decision confirm the terms of
any settlement; or arbitral award (irrespective of whether it was reached using the facilities of the
Centre or otherwise), including a term which obliges the patent owner to limit, surrender or agree
to the revocation of a patent or not to assert it against the other party and/or third parties. ~The
parties may agree on costs to be awarded or may request the Court to decide on costs to be awarded
in accordance with Rules 150 to 156 mutatis mutandis,_ '

3. Save for the purpose of enforcing the terms of any such settlement agreement by any person no
opinion expressed, suggestion made, proposal put forward, concession made or document drawn
up for the purposes of settlement may be relied on as evidence by the Court or the parties in
proceedings before the Court or any other court unléss such matter was expressed to be made on an
open basis and freely disclosable to the Court or any other court.

Relation with Agreement: Articles 35, 52(2) and 79
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CHAPTER 1 - WRITTEN PROCEDURE
SECTION 1 - INFRINGEMENT ACTION
Rule 12 ~ Ex‘change of written pleadings (infringement action)

1. The wriiten procedure shall consist of-;

" (a).the lodging of a Statement of claim (by the clarmant) [Rule 13}—L

(b) the lodging of a Statement of defence (by the defendant) [Rules 23 and'243]; and, optionally
{c) the lodging of a Reply to-the Statement of defence (by the claimant) [Rule 293(b)1; and‘

(d) the lodging of a Rejoiinder to the Reply (by the defendant) fRule 293:(c)1. |

2. The Statement of defence may include a Counterclaim for revocation [Rule 25.1].

3.1 a Counterclaim for revocation is lodged:

(a) the claimant and any proprietor who becomes a party pursuant to Rule 25.3 (hereinafter in this.

Rule 12 and Rules 29 to 32, “the proprietor”) shall lodge a Defence to the Counterclaim for
revocation [Rule 29}, which may mclude an Apphcatlon to amend tbe _patent by the proprietor
[Rule 30]: '

(b)- the defendant may lodge a Reply to the Defence to the Counterclarm [Rule 54329(d)1; and

(¢)- the clarmant and the propnetor may lodge a Rejoinder to the Reply to the Defence to the

' Counterclalrn [Rule 523-29(e)1.

4. Ifan Apphcatron to amend the patent is Jodged by the proprietor, the defendant shall lodge a
. Defence to the Application to amend the patent in the Reply to the Defence to the Counterclaim,

the proprietor may lodge a Reply fo the Defence to the Apphcauon to amend and the defendant
may lodge a Rejoinder to such Reply [Rule 32].

5. The judge-rapporteur may allow the exchange of further written pleadings, within time penods
to be specxﬁed [Rule 36].

STATEMENT OF CLAIM
Rule 13 - Contents of the Statement of claim

1. The claimant shall 1odge a *Statement of claim with the dmsron chosen by him é[Artrcle 33 of
the Agreement}l which shall contain: : .

(a) the namesname of the claimant (and, where the claimant is a corporate entrtv, the locatron of its
egrstered office) and of the claimant's representatives;

(b) the name of the party agamst whom the Statement is. made (the defendanty) (and, where the
i 1 . egist .
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(c) postal andelectronic addresses for service on the clalmant and the names of the persons
authorised to accept services; »

(d) postal and where available, electronic addresses for service on the defendant and the hames of

the persons authorised to accept service, if known;

(e) where the claimant is not the proprietor or not the only proprietor of the patent (or patents)
concerned, postal and where available, electronic addresses for service on the -proprietor and the

names and addresses of the persons authorised to accept service, if known—{%ele%and—@-}ef :

the-Asreement];

(f) where the claxmant is not the proprletor of the patent (or patents) concemed or not the only

. proprietor, evidence to show the claimant is entitled to commence proceedings [Article 47(2) and

(3) of the Agreementkl;
(g) details of the patent (or patents) concerned, including the number (or numbers}-);

(h) where applicable, information about any prior or pending proceedings relating to the patent (or

patents) concerned before the Court including any action for revocation or a declaration of

non-infringement pending before the central dlvmon and the date of any such act10n, the European
Patent Office or any other court or authority;;

(i) an indication of the division which shall Hear the action [Article 33(1) to (6) of the Agreernent]

with an explanation of why that division has competence; where the parties have agreed in |

accordance with Article 33(7) of the Agreément, the indication of the division which shall hear the
action shall be accompanied by evidence of the deféndant's agreements;

(j) where applicable, an indication that the action shall be heard by a single judge [Amcle 8(7) of
the Agreement], accompanied by evidence of the defendant's agreement

(k) the nature 'of the claim, the order or the remedy sought by the ciaimant;;
(1) an indication of the facts relied on, in particular-;

(i) one or more instances of alleged mfrmgements or threatened infringements specifying
the date and place of eachs}

(ii) the identiﬁcation of the patent claims alleged to be infringeds;

(m) the evidence relied on [Rule 170.1}, where available, and an indication of any further evidence

which will be offered in supports;

(n) the Teasons why the facts relied on constitute infringementsan infringement of the patent

claims, including arguments of law and where appropnate an explanation of the proposed claim

interpretationi;

(o) an indica{tioﬁ of any order the claimant will seek during the inﬁerim procedure [Rule 104(eyh)]; °

(p) where the claimant assesses that the value of the infringement action exceeds [EUR***], an |

indication of the values; and

-32- ,
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lodged in a language other than the language of the proceedings.

(g)-a list of the documents, inclu‘ding any witness statements; referred to in the Statement of
Claimclaim, together with any request.that all or part of any such document need not be translated

-and/or any Application pursuant to Rule 262.2, ’

2. The claimant shall at the same time supply a copy of each of the documents referred to in the
Statement of Claimclaim,

3. The Judge-rapporteur shall decide on any request made pursuant to Rule 13.1(q) as soon as
practicable after his demgganon pursuant to Rule 18.

Rule 14 — Language of the Statement of clalm

1.- Without pre_yudlce to Article 49(3~)€)_,_(4) and (6) of the Agreement and subject to Rule 14.2 and

Rule 272.7, the Statement of claim shall be drawn up:

(a)~-inthe offlcial language or. one: of the official languages‘designated as language(s) of

proceedings pursuant to Article 49(1) of the Agreement or

(b) in one of the languages designated as language(s) of proceedmgs pursuant to Article 49(2) of

- the Agreement

ALTERNATI VE 1

2 Where-aA Contracting Member State hcstmg a local division ermay desxgnate more than one of

its official languages under Article 49(1) of the Agreement and notify the conditions under which
the panels of the division must or may use one of these languages as language of the proceedings.

‘The same applies to the official language(s) designated by Contracting Member States sharmg

eg_lonal division and to the official language(s) designated under Article 49(2).
ALTERNATIVE 2 »

" 2 Where a defendant has his domicile or principal place of business in a Contracting Member State+

shasinshosting a local or participating in a regional division has#or which several languages have
been designated-two-orrnore-languages-of proceedings pursuant to Article 49(1) and/or Asticle

492} of the-Asreément(2) of the Agreement, and where the action could not be brought pursuant

to Article 33(1)(a) of the Aggeement before any other local or regional division, the Statement of
claim shall be drawn up in the official language m—whiehof the—éefenéam—aeemaih—eeaéuets—ﬁs
business-ints Contracting Member State, or in case of a Conttactmg Memiber State having several

official regional languages in the official language of the repion in which the defendant has his
domicile or principal place of business. ,

_ In case of a Contracting Member State or a region havin several official languages, or in case of

multiple defendants having their residence or principal pl ace of business in different Contracting
Member States or different regions of a Contracting Member State having different languages, the
Statement of claun shall be drawn up in the language of choice of the claimant.?®

3.-Subject to Article 49(5) and Rules 321 t0 323 the language of the Statement of claim shall be the*
language of proceedings and without prejudice to Rule 16.5 the Registry shall return any pleading

.33. .
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Relation with Agreement: Article 49
*Note to Rule 14.2

Comments in the consultation made it clear that Rule 14.2 as originally drafted was not practicable,

and two alternatives have been proposed. The Committee was unable to agree on either, although a

narrow majority favoured Alternative 1, and it was resolved to provide both for consideration by
the Prep aratory Commiftee. :

The Committee itself, however, would prefer a s1mgle rule allowing the claimant to chose the
language of proceedmgs

Rule 15 — Fee for the infringement action
1. The ‘cla‘imant shall pay the fixed fee for the infringement action in accordance with Part-6.

. 2. Theé Statement of claim shall not be deemed to have been lodged until the fixed fee for the
infringement action has been paid, unless otherwise prov1ded {Rule 371].

Relation with Agreement: Articles 36(3), 70 and 71 k
Rule 16 — Examination as to forrﬁal requirements of the Statement of claim

1. The Registry shall as soon as practicable check whether one ormore of the patents concerned is
the subject of an.opt-out pursuant te Article 83(3) of the Agreement and Rule 5. -In the event of an
opt-out the Registry shall as soon as practicable inform the claimant who shall withdraw or amend
the Statement of claim as appropriate. :

2. In the event that the patent(s) concerned are not the subject of an opt-out the Registry shall, as
soon as practicable after the lodging of the Statement of claim, examine whether the requirements
of Rules-.13.1 (a) to (3%:k), 13.2, 14 and 15.1 have been complied with.

3. If the claimant has not comphed with the reqmrements referred to in paragraph 2, the Registry
shall as soon as practicable invite the claimant to:

(a) correct the deficiencies within 14 days_of service of such notification; and

(b) where applicable, pay the fee for the infringement action within said 14 days.

4. The Registry shall at the same time inform the claimant that if the claimant fails to correct the
deficiencies and/or to pay the fee within the time stated a decision by default may be given, in
accordance with Rule- 355.

5. If the claimant fails to correct the deficiencies or pay the fee, the Registry shall inform a judge of
the division who may reject the action as inadmissible by a decision by default. HeThe judge may
give the claimant an opportunity to be heard beforehand.

6. The claimant may make an application to set aside the decmon by default in accordance with
Rule 356.

234
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Rule 17 - Reeording in the register (Court of First Instance, infringement action) - ormatiert: Block, Nicht vom nachsten :

1 If the requirements referred to in Rule 16.2 have been comphed w1th the Regrstry shall as soon< Format:iert: Block
as practicables:

(a) record the date of receipt of the Statement of claim and attribute an action number to the files;
(b) record the fxle in the regrster and ‘
(c) inform the clalman_t of the acnon number of the file and the date of receipt;,

2. The P—resréeneef—ehe—@eer&ef—lirrst—lns%anee—er—saehpresxdlng judge of athe drvxsxon to-whemrthe
Pres-réer%—has—deiegafeeé—ﬂﬂs—ta‘;-k-shal] assign the actnon to a panel.

e-The following shall be-determme the
distribution of actlons between the sectlons of the central division;

(a) Where an actlon involves a single patent havmg a smgle classification. the Reglstry shall

allocate the action to the section appropriate to the classification of the patent according to Annex
. I of the Agreement. The presiding judge of that section shall assign the action to a panel.

(b) Where an action involves more than one patent and a majority of the patents have a single«
- classification appropriate to a single section according to Annex II of the Agreement, the Registry
shall allocate the action to that section. The presiding judge of that section shall assign the action to
. panel

3(c) Where neither paragraph (a) nor (b) applies. the Registry shall refer the action to the presiding
judge of the section appropriate to the classification of the patent first listed, according to Annex Il
of the Agreement. If the presiding judge of that section considets that the action should to be hieard
by his section, he shall agsien it to a panel. If he considers otherwise, he shall refer the action to the
presiding judge of either other section he considers appropriate, who shall likewise consider

whether the action should be heard in his section. If that presiding judge considers otherwise, he
shall refer the action to the President of the Court of First Instance. who shall allocate it to the

. section he considers apgrognate The gresrdmg judge of that section shall assxgn the action to a
 panmel. : r

4. The action shall be regarded as pendmghavmg commenced before the Court as from the date of:
receipt attributed to the Statement of claim. ' .

Relation with Agreement: Artzcle 7(2), Article 10

Rule 18 - Designation of the judge-rapporteur

The presiding judge of the panel to which the action has been assigned [Rule 17.2] shall designate* Formatiert: Block, Vom nachsten
one legal judge of the panel as judge-rapporteur. -The presiding judge may designate himself as Abeols trernen, Diesen Absatz nicht.

_ judge-rapporteur- The Registry shall as soon as practicable notify the clarmant and defendant of
the 1dent1ty of the Judge-rapporteur
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PROCEDURE WHEN . THE DEFENDANT RAISES A PRELIMINARY OBJECTION . :gsrg\uagert: Block, Nicht vom nichsten
. . ' ennen

Rule 19 — Preliminary objection

1. Within one month of service of the Statement of claim, the defendant may lodge a Prehmmary*
objection concerning:

(a) the jurisdiction and competence of fhe Courts;

(b) the competencé of the division indicated by the claimémt [Rule 13,1631
{c) the language 'of the Statement of claifn [Rule 14].

2. A *Preliminary objection shall contain: |

(a) particulars in accordance with Rule 24.1(a) tb (chh

(b) the decision or order souvgk‘lt by the defendants;

(c) the grounds upon which the Preliminary objection is baseds; and

» (d) where approp;iegte the facts and evidence relied on.

3. The Preliminary objection shall be drawn up-

(a) in the language of the proceedings [Rule 14.2131; or

basmess—(b) in one of the official languages of the Euronean Patent Offxce

4. If the action has been commenced before a regxonal division the defendant may by a Preliminary
objection request a transfer of the action to the central division pursuant to Article 33(2) of the
Agreement, ~The Preliminary objection shall in such a case contain all facts and evidence
supporting the existence of the same infringement in three or more regional divisions.

5. The Registry shall as soon as practicable invite the claimant to commient on the Preliminary
objection. Where applicable, the claimant may of his own motion correct any deficiency [Rule
19.1(b) or (c)], within 14 days of service of notification of the Preliminary objection. Alternatively
the claimant may submit written comments within the same period. The judge-rapporteur shall be
informed of any correction made or written comments submitted by the claimant. If the deficiency
referred to in Rule 19.1(b) is corrected and the claimant has indicated another division, which is

competent, the judge-rapporteur shall refer the action to the division indicated by the claimant.

6. The period for ‘lodging the Statement of defence [Rule 23] shall not be affected by the lodging of
a Preliminary objection, unless the judge-rapporteur decides otherwise.

7. The defendant’s failure to lodge a Preliminary objection within the time. périod referred to in
Rule 19.1 shall be treated as a submission to the jurisdiction and competence of the Court and the
competence of the division chosen by the claimants.

-36-
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Rule 20 - Decision or order on a Preliminary objection

1. As soon as practicable after the expiry of the period referred to in Rule 19 45, the

judge-rapporteur shall decide the Preliminary objection. ~The judge-rapporteur shall give the

parties an opportumty 10 be heard.- The decision shall include 1nstruct10ns to the parties and to the

Registry concemmg the next step in the proceedings.

2. Where the Preliminary objection 'is ‘to: be- dealt with  in -the main proceedmgs, the

Judge-rapporteur shall inform the parties.
Rule 21 — Appeal against decision or order on a Preliminary objection

1. A decision of the judge-rapporteur allowing the Preliminary objection may be appeaied pursuant
to Rule 220.1(2). -An order of the judge-rapporteur rejectmg the Preliminary objection may only be
appealed pursuant to Rule 220.2.

2. If an appeal is lodged, proceedings at first instance may be stayed by the Judge-rapporteur or the:

Court of Appeal on a reasoned request by a party

VALUE-BASED FEE FOR THE INFRINGEMENT ACTION : : . o ' -

Rule 22 - Value-based fee for the mfrmgement actlon

1. The value of the infringement action shall be determined by the Judge-rapporteur—whefe, taki ng
into account the value of the dispute isas assessed by ene—er-boththe parties—as—exceeding

-{-E-GPc’L’a‘—"-} by way of an order dunng the interim procedure.

2. Where the value of the infringement action exceeds [EUR***], the clmmant shall. pay a

- value-based fee for the infringement action, in accordance with Part 6 [Rules 370.2(b) and 371.4].

STATEMENT OF DEFENCE
Rule 23 — Lodging of the Sytatexnent of defence

The defendant shall lodge a Statement of defence w1thm three months of service of the Statement
of claim, : :
ée&ﬁéaﬁt—.

- Rule 24 Contents of the Statement of defence

4-The *Statement of defence shall contam .
(a) the names of the defendant and of the defendant's fepresentative—"'-

(b) postal and electronic addresses for service on the defendant and the names and addresses of the
persons authorised to accept servxceu :

{c) the action number of the files;

(d) an mdxcanon whether the defendant has Iodged a Preliminary objecnon [Rule— 19}~L

237 , :
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(e) an indication of the facts relied on, including any challenge to-the facts relied on by the
claimant;;

(f) the ev1dence relied on [Rule 170.1], where available, and an indication of any further evidence
which will be offered i in supports;

" (g) the reasons why the action shall fail, arguments of law—me}aémg—a{&assef&en—ﬂ%ﬂhe—pa{en{
{orpatents)coneernedis-{ere)-invalid and any argument arising from the provisions of Article 28 of

the Agreement and where appropriate any ‘challenge to the claimant's proposed claim
interpretations;

(h) an indication of any order the defendant will séek in respect of the infringement action vduring
the intefim procedure’[RuIe 104¢ex:): '

@) a statement whether the defendant disputes the claimant’s assessment of the value of the
infringement action and the grounds for such dispute; and :

(§) a list of the documents, including any witness statements, referred to in the Statement of
defence together with any request that all or part of any such document need not be translated:
and/or any Application pursuant to Rule 262.2. Rule 13.2 and .3 shall apply mutatis mutandis.,_

Rule 25 ~ Counterclaim for revocation

1.-If the Statement of defence.includes an assertion that the patent (or patents) alleged to be
infringed is (are) invalid the Statement of defence shall include - a *Counterclaim fos
revoestionagainst the proprietor(s) of the patent {or patents) for revocation of said patent (or
patents) in accordance with Rule 43. The Counterclaim for revocation shall contain:

(a) an indication of the extent to which revocation of the patent (or patents) is requesteds;

(b) one or more. grounds for revocation, which shall as far as possible be supported by arguments of
la, and where appropriate an explanation of the defendant’s proposed claim constructions;

(c) an indication of the facts relied on;;

(d) the evidence relied on, where available, and an indication of any further evidence which will be
offered in support; t

() an indication of any order the defendant will seek during the interim procedure [Rule 104(exk)L:

(f) where the defendant assesses that the value of the dispute including the Counterclaim exceeds
the value .of the infringement action by more than [EUR***] an indication of the value of the
dispute including the Counterclaims; '

(g) a staterment of his position, if any, on the options prowded for in Article 33(3¥mbrerte) of
the Agreement and Rule 37.4-;

-38-
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(h) a list of the documents, including any witness statements, referred fo in the Counterclaim for
revocation together with any request that all or part of any such documents need not be translated.
Rule 13.2 and .3 shall apply mutatis mutandis+; and

3.(i) insofar as the proprietor(s) of the patent (or patents) are not claimant(s).in the infringement -

proceedings, the information required by Rule 13.1(b) and (d) in respect of said proprietor(s).

" 2. Where the ¢laimant is not the proprietor or not the only proprietor of the:patent (or patents)<
concerned the Registry shall as soon as practicable serve a copy of the Counterclaim for revocation
on the relevant proprietor(s) in accordance with Rule 13.1(e) and shall supply a copy of each
document referred to in paragraph-2: 2. Rule 271 shall apply mutatis mutandis. The proprietor(s) in
question shall become-a party (parties) to the revocation proceedings and shall be treated as

defendanit(s) in all subsequent proceedings. The proprietor(s) shall provxde details pursuant to Rule
13:1(e) if not already provided by the claimant.

Rule 26~ Fee for the Countercla:m for revocation

The defendant shall pay the fee for the Counterclaxm for revocation in accordance thh Part» 6.
Rule 15.2 shall apply mutatis mutandis.

Rule 27 ~ Exammatxon as to formal reqmrements of the Statement of defence

1. The Régisti‘y shall, as soon as practicable after the lodging of the Statement of defences-:
(a) examine whether the reqmrements of Rule-24.1(a) to (d) have been complied with; and

(b) 1f the Statement of defence includes a Counterclaim for revocatlon, examine whether the
obhgatxon to pay the fee pursuant to Rule 26 has been complied with.

- 2. If the Registry considers that the Statement of defence or the Counterclaim for revocation does
not comply with any of the requirements referred to in paragraph 1, it shall as soon as practicable
invite the defendant to; .

(a) correct . the deficiencies - noted, within . 14 " days:
of service of such notification: and '

(b) where apphcable pay the fee for the Counterclalm for revocatxon, within said 14 days. <

3. The Regxstry shall at the samé time inform the defendant that if the defendant fails to correct the
deficiencies or pay the fec w1thm the time stated a decision by default may be given, in accordance
with Rule 355. :

4, If the defendant fails to correct the deficiencies or to pay the fee for the Counterclaim for
revocation, as appropriate, within said 14 days, the Registry shall inform the judge-rapporteur who
may nge a decision by default. He may give the defendant an opportunity to be heard beforehand.

5 The defendant may make an application to set aside the decision by default in accordar ce with
‘Rulc 356.

-39- , :
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Rule 28 - Further schedule ' «

As soon as practicable after service of the Statement of defence, the judge-rapporteur shall, after<
consulting the parties set a date and time for an interim conference (where necessarys— [Rule
101.13]) and set a date, and one alternative date, for the oral hearing.

DEFENCE AND APPLICATION TO AMEND THE PATENT AND REJOINDER TO THE REPLY

Rule 29 — Lodging of Defence to the Counterclaim for revocation, Reply to the Statement of:
defence and ReJomder to the Reply

1.(a) Within two months of service of a Statement of defence which includes a Counterclaim for
revocation, _the -the-proprieterclaimant shall lodge a Defence to the Counterclaim for revocation
and-the-elaimentincluding, any Application to amend the claims pursuant to Rule 30, and may
lodge a Reply to the Statement of defence.

(b) Within one month of service ofa Statement of defence whxch does not mclude a Counterclaim
for revocation, the claimant may lodge a Reply to the Statement of defence.

(c) Within one month of service of a Reply to the Statement of defence which does not include a
Counterclaim for revocation the defendant may lodge a Rejoinder to the Reply to the Statement of
defence. The Rejoinder to the Reply to the Statement of defence shall be limited to a response to the
matters raised in the Reply to the Statement of defence. : :

(d) Within one month of service of the Defence to Counterclaim the defendant may lodge a Reply
to the Defence to the Counterclaim together with any Defence to an Application to amend the
clalms pursuant to Rule 32, if applicable. :

(e} Within one month of the service of the Reply to the Defence to the counterclaim, the claimant;
the-proprietor- may lodge a Rejoinder to. the Reply togethier with any Reply to the Defence to an
Application to amend the claims pursuant to Rule 32, if applicable. The Rejoinder to the Reply to
the Statement of defence shall be limited to a response to the matters raised in the Reply to the
Statement of defence.

(f) Where the claimant is not the proprietor of the gatent, all references to the claimant in this Rule

29a29 regarding an Application to amend the patent shall be read as including the proprietor.

Rule 29A ~ Contents of the Defence to the esunterclaimCounterclaim , { Formatiert: Block, Ebene1 |

_+-The Defence to the Counterclaim for revocation shall contain-;

(a) an indication of the facts relied on, mcludmg any challenige to the facts rehed on by the
defendants;

(b) the evidence relied on [Rule 170.13, where avaxlable and an indication of any further evidence
which will be offered in supports; :

Z40 -
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(c) the reasons why the counterclaim for revocation shall fail, inclnding arguments of law and ‘any
argument as to why any dependent claim of the patent (or patents) is independently valid=;

(d) an indication of any order the claimant and the proprietor will seek in -fespect of the revocation
action at the interim conference [Rule 104(69}—3; ‘ _ \

(e) the claimant’s and the proprietor’s response to the defendant’s choice of option, 1f any, prov1ded
for in Article- 33(3)}a)-(b)-or-{e) of the Agreement and Rule 37.4; L

(f) the claimant’s and the proprietor’ s response to the defendant’s assessment of the value of the
dispute (mcludmg the Counterclaim) pursuant to Rule 25. l(f)—), and

(g) a list of the documents, mcludmg any witness statements, referred to in the Defence to the
Counterclaim together’ with any request that all or part of any such document shall- not be

translated—-kule—«l% and/or any Application pursuant to Rule 262.2. Rule 13.2 and .3 shall apply
mutatis imutandis,

Rule 30 - Applicat'ion to amend the patent

1. The Defence to the Counterclaim for revocation may include anl *Apphcanon by the proprietor
: of the patent to amend the patent which shall contain=:

(a) the proposed amcndmcnts of the clalms of the patent concerned and/or specxﬁcanon including
where applicable and appropriate one or more alternative sets of claims (auxiliary requests), in the
language in which the patent was granted; where the language of ‘the proceedings [Rule 14.23] is

not the language in which the patent was granted, the-clatmant proprietof shall lodge a translation:

of the proposed amendments in the laniguage of the procecdmgs, and where the patent is a
European patent with unitary effect in the language of the defendant’s domicile in a Contractmg

Member State or of the place of the alleged infringement or threatened infringement in
Contracting Member State if so requested by the defendant;

(b)an explanation as to why the amendments satisfy the requirement of Artlcles 84 and 123(2) and
(3) EPC and why the proposed amended clalms are valid; and infringed: and

{c) an mdxcatlon whether the proposals are conditional or unconditional; the proposed
amendments if condmonal must be reasonable in number in' the cucumsta nces of the case.

_ 2. Any subsequent request to amend the patent may only be admitted into the proceedings with the

penmssmn of the Court.

: Where other groceedmgs involving the gatent subject to an Application pursuant to Rule 30.1are

on-going, the claimant shall notify the Court in question that such an Application has been made
and provide the information required in Rule 30.1(a). : .

4] - ~
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1. The value of the dispute (including the Counterclaim for revocation) shall be determined by the«
judge-l apporteur%whefe, takmg into account the s&rd—value isas assessed by ene-et-beththe parties
ingementd , by way of an order atduring

the interim eeﬂfereﬂeegrocedur

2. Where the value of the dlspute mcludmg the Counterclalm for revocation exceeds the-value—of

: [EUR***], ‘the defendant
shall pay a value—based fee for the exeessdlsgut in accordance with Part 6 [Rules 370.2(b) and
3714

DEFENCE TO THE APPLICATION TO AMEND THE PATENT : : Formatiert: Block, Nicht vom néchsten |
Absatz trennen i :

Rule 32 ~ Lodging of the Defence to the Application to amend the patent, the Reply to the
Defence and the Rejoinder to the Reply - :

1. Within ene-menthtwo months of service of an Application to amend the claims, the defendants
shall lodge a *Defence to the Application to amend the claims setting out whether he opposes the ’
Apphcatlon to amend the claims and, if so, why: :

(a) the proposed amendinents are not allowable; and
(b) the patent cannot be mamtamed as requested.

2 Where appropriate in view of the proposed amendments, the Defence to the Apphcanon to
amend the claims may contain submissions in accordance with Rule 45(d) to (h) and alternative
non-infringement submissions.

3. The proprietor may lodge a Reply to the Defence to the Apphcatxon 10 amend the clarms within
one month of service of the Defence and the defendant may within one month of the service of the
Reply lodge a Rejomder to the Reply The Rejomder shall be limited to the matters raised in the
Reply

APPLICATION FOR ALLOCATING A TECHNICALLY QUALIFIED JUDGE TO THE PANEL - :grs:iagert: Block, Nicht vorn nichsten
SR : tz trennen 2

Rule 33 ~ Application by a party for allocatmg a technically quahfied judge _ - Formatiert: Block

1. Any party to the proceedings may lodge an *Application for allocating a techmcally qualified
Judge to the panel which shall contain an indication of the relevant field of technology.

2. The Application shall be lodged as early as possible in the written procedure. An Application
lodged after the closure of the written procedure [Rule 35] shall only be granted if justified in view
of changed circumstances, such as new submissions presented by the other party, and allowed by
the Court.. : . s

3. If the requirements of paragraphs 1 and 2 have been complied with, the President of the Court of
First Instance shall allocate a techmcally quahﬁed judge to the panel, after consulting the
Jjudge-rapporteur.

Rule 34 — Request'by the judge-rapporteur for allocating a technically qualified judge

-43-
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1. The judge-rapporteur may at any. time duﬁng the written procedure, after consulting the
presiding judge and the parties, request the Presxdent of the Court of First Instance to allocate a
technically qualified judge to'the panel. :

2. Where a technically qualified judge is allocated to the panel, the judge—rapporteur may at any
time consult the technically qualified judge..

LAST STEPS IN THE WRITTEN PROCEDURE

Formatiert: Block, Nicht vom néchsten
Absatz trennen

Formatiert: Block

Rule 35 — Closure of the written procedure

Following the exchange of written pieadings in accordance with Rule 12.1 and, where applicable,
in accordance with Rule 12.2 to 4, the judge-rapporteur shall-; '

(a) inform the parties of the date on Wthh he intends to close the written procedure, without
prcjudxcc to Rule 365 and

(b) where an interim conference is necessary ¢[Rules 28 and 101.1}%], confirm the date and the time
set for the i mtenm conference [Rule- 28] or inform the parties that an interim conference will not be
held.” :

Rule 36 — Further exchanges of written pleadings

Without prejudice to the powers of the judge-rapporteur pursuant to Rule 110.1, on a reasoned
request by a party lodged before the date on which the judge-rapporteur intends to close the written
procedure [Rule 35(a)], the judge-rapporteur may allow the exchange of further written pleadings;
within a period to be specified. Where the exchange of further written pleadings is allowed, the
written procedure shall be deemed closed upon expiry of the specified penod

Rule 37 — Application of Article 33(3) of the Agreement

1. As soon as practicable after the closure of the written procedure the panel shall decide by way of
order how to proceed with respect to the application of Article 33(3) of the Agreement. -The parties
shall be given an opportunity to be heard [Rule 264]._The panel shall set out in its order brief
reasons for its decision. -

2.- The Panel may by order take an earlier decision if ‘appropriate having considered the parties’
pleadings and having given the parties an opportunity to be heard {Rule 264].

- 3. Where the panel decides to proceed in accordance with Article 33(3)(a) of the Agxeemem the
judge-rapporteur shall request the President of the Court of First Instance to allocate to the panel a
technically qualified judge if not already allocated pursuant to Rules 33 and 34.

4. Where the panel decides to proceed in accordance with Article 33(3)(b) of the Agreement, the
panel may stay the infringement proceedings pending a final decision in the revocation procedure
and shall stay the infringement proceedings where there is a high likelihood that the relevant claims
of the patent (or patents) will be held to be invalid on any ground by the final decision in the
revocation procedure.

.44 -
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COUNTERCLAIM FOR REVOCATION REFERRED TO THE CENTRAL DIVISION UNDER
ARTICLE- 33(3)(b) OF THE 'AGREEMENT

Rule 38 — Written procedure when the central division deals with- a Counterclaim for

‘ revocation under Article 33(3)—Q(b) of the Agreement

When a Counterclalm for revocatxon is referred to the central dlvmon, it shall be dealt with as
follows:

(a) Rule17.2 and .3 shall apply mutatis mutandzs the President of the Court of First Instance shall
assign the Counterclaim for revocation to a panel of the central division in accordance with Article
7(2) of the Agreement and Annex II thereto. The parties may request that the Counterclaim be
heard by a'single legally qualified judge;

(b) Rule 18 shall -apply mutatis mutandis: the presiding - judge of the panel to. which the
Counterclaim for revocation has been ass1gned shall designate one legally qualified Judge of the
panel as judge-rapporteur,

(c)- The judge-rapporteur shall give any further directions necessary for the future conduct of the
written procedure before the central division;

- (d) Rule 28 shall apply muzatis mutandis: the judge-rapporteur shall after kconsulting the parties set

a date and a time for the interim conference (where necessary,—iRules 28 and 1013]) and set a date,
and one alternative date, for the oral hearing. ;

Rule 39 — Language of the prOceedings;before the central division

1. Where the language of the proceedings before the regionallocal division or the leealregional
division which referred the Counterclaim for revocation to the central division is not the language
in which the patent was granted, the judge-rapporteur may order that the parties Iodge, within a
period of 24-daysone month, a translation in the language in which the patent was granted of any

' _ written pleadings and such other documents lodged durmg the _written procedure as the

judge-rapporteur may direct.

2. Where appropmate, the Judge‘rapporteur may. specify in hxs order that only excerpts of pames
written pleadmgs and other documents shall be translated

3. Where the language of the proceedings before the regionallocal division or the leealregional
division is the language in which the patent was granted the pleadmgs served in accordanice with
Rules 24, 25, 29, 293, 30 and 32 shall stand. :

Rule 40 - Accelerated proceedmgs before the central division

The Judge-rapporteur shall accelerate proceedings before the central division where an Agp_hcatmn
for provisional measures has been lodged [Rule 2061:

ACTION REFERRED TO THE CENTRAL DIVISION UNDER ARTICLE-33(3)(c) OF THE AGREEMENT

45, -
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Rule 41 ~ Written procedure ‘when the central division deals with the actlon under
Article- 33(3)(c) of the Agreement

When an action is referred to the central dxvxsmn under Amcle 33(3)(c) of the Agreement it shal
be dealt with as follows: S

(a) Rule 17.2 and .3 shall apply mutatis mutandzs—{he—P;esadent—ef—ﬁae—Gew&—ef—Fﬁ&t—Iﬂ&é&aee—shaﬂ

assaga—éhe—ae&en—te—a—paﬂel—eﬁhe-een&al—éw&ea— ‘The pames may request that the action be heard
- by a single judge;’ ’ :

(b) Rule 18 shall apply mutatis mutandis: the presxdmg judge of the panel to which the action has
been assigned shall designate one judge of the panel as ]udge—rapporteur,

(c) dates already set under Rule 28 shall be conﬁrmed wherever possible;

(d) Rule 39 shall apply mutatis mutandis: the judge-rapporteur may order that the parties lodge-_a
translation in the language in which the patent was granted of any written pleadings lodged during
the written procedure; where appropriate, the judge-rapporteur may specify in his order that only
excerpts of parties' written pleadings and other documents shall be translated. —Otherwme thy
pleadings lodged during the written procedure shall stand=—;

" (e) The Judge-rapporteur shall give any ‘further directions necessary for the future conduct of the
written procedure before the central division.

SECTION 2 - REVOCATION ACTION
Rule 43 ~ Action to be directed against the patent proprietor -

Any action for the revocation of a patent shall be directed against the proprietoss proprietor(s) of :
the patent (or patents).

Relation with Agreement: ArticteArticles 47(5).and 65(1)

Rule 44 ~ Exchange of written pleadings (revocation actien)

1. The written procedure shall consist of-; |

(a) the lodging of a Statement for revocation (by the claimant) [Rule 45{]; and

(b) the lodging ef a Defence te revocation (by the defendant) [Rule 493]; and optionally
(c) the lodging of a Reply to the Defence to revocation {by the claimant) [Rule 513};
(d')-' the lodging of a Rejoinder to the Reply (by the defendant) [Rule 521].

2. The Defence to revocation may include-: .

(a) an Appli(‘:ation to amend the patent (or patents); and

(b)a Counterclaum for mfrmgement by the proprietor(s) of the patent or-by-an-exclusive-licensee-of
the-proprietoi=(Or patents).

- 46 - .
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3.Ifan .Appvlication to amend the patent is lodged, the defendantclaimant shall lodge a Defence to
the Application to amend the patent-- (or patents). The defendant may lodge a Reply to the Defence

to_the Application. The claimant may lodge a Rejoinder to the Reply. The Rejoinder shall be
limited to a response to the matters raised in the Reply.

4. If a Counterclaim for infrinvgement is lodged, -the claimant shall lodge a Defence to the
Counterclaim for infringement [Rule 56], the defendant may lodge a Reply to the Defence to the
Counterclaim [Rule 56.3] and the claimant may lodge a Rejoinder to the Reply [Rule’56.4].

5. Rule 12.5 shall apply.

STATEMENT FOR REVOCATION s : : hd ( Formatiert: Block, Nicht vom néchsten |

Rule 45 — Contents of the Statement for revocation .

+-The claimant shall, subject to point (b), lodge a *Statement for revocation at the Registry in+7~  { Formatiert:Block
accordance with Article 7(2) of the Agreement and Annex Il thereto. “The Statement for revocation
shall contain;

(a) particulars in accordance with'Rule 13.1(a) to (h%);

(b) where the parties have agreed to bring the action before a Jocal dmsmn or aregional division ef
a-loeal-division-in accordance with Article 33(7) of the Agreement, an indication of the division
which shall hear the action, accompanied by evidence of the defendant's agreements;

(© where apphcable, an indication that the action shall be heard by a smgle Judge [Amcle 8(7) of
the Agreement], accompamed by evidence of the defendant's agreement, -

(d) an indication of. the extent to which revocation of the patent (or patents) is requesteds;

(e) one or more grounds for revocation, which shall as far as possible be sﬁpparted by arguments of
law, and where appropriate an e'x planation of the claimant’s proposed claim constructions;

) an mdlcauon of the facts relied ons;

(g) the evidence relied on, where avaﬂable, and an indication of : any further ev1dence which will be
offered in support;;

(h) an indication of any order the claimant will seek during the interim procedure [Rule 104(e3)L:
(i) where the claimant assesses that the value of the revocation action exceeds [EUR***], an‘
indication of the value: and . ‘

(j) 2 list of the documents, including any witness statements, referred to in the Statement for
‘fevocation together with any request that all or part of any such document need not be translated:

Rule12 and/or any Application pursuant to Rule 262.2. Rule 13.2 and .3 shall apply mutatis
- mutandzs - . -

AT ; ,
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" Rule 46 - Language of the Statement for revocation ‘ ' -

1. Subject to paragraph 2, the Statement for revocation shall be drawn up in the language in which
the patent was granted. - : ' :

2. Where the parties have agreed to bring the action before a local or a regional division in
accordance with Article 33(7) of the Agreement, the Statement for revocation shall be drawn up in

one of the languages referred to in Rule 14.1(a}d)-fb)iik-e)-or-(d)-) and (b).
Relation with Agreement: Article 49
Rule 47 — Fee for the revocation action

The claimant shall pay the fee for the revocation action in accordance with Rule 57.2 and Part- 6.
Rule 15.2: shall apply mutatis mutandis. ' :

Relation with Agreement: Articles 70 and 71

Rule 16 on Examination as to formal requirements of the Statement of claim shall apply+| | Formatierte Tabelle
‘ : L Formatiert: Schriftart: Kursiv

mutatis mutandis,

Rule 48 — Recording in the register (Coui‘t of First Instance, revocation action) - Formatiert: Block
+-Rule 17.1¢e)te-(e), .2 and .23 shall apply muzatis mutandis.

2-The Preﬁdeﬂ%ef—&h&%m%—eﬁ%t—hﬁaﬁee—shaﬂ—&ss*gﬂ—&he-ae&sﬂ

E' E ] g l y l i. . .

¢by-where-the-parties have-agreedmay request that the action be heard by a single judge-should-heas

> >3

The Registrar shall notify the European Patent Office that the patent (or patents) in question is (or

are) subject to an action for revocation.

Relation with Agreement: Articles 10 and 33 SR -

Rule 18 on Designation of judge-rapporteur s_haH apply ' *

Rules 19; gdther than Rule 19.4), 20 and 21 on Procedure when the defendant raises a
Preliminary objection shall apply mutatis mutandis,

48 _
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Statement for revocation.

Rule 51 — Reply to Defence to revocatlon

_The claimant may lodge a Reply to the Defence to revocation thhm one-menthtwo months of

. The defendant may Iodge a Rejoinder to the Reply to the Defence to Counterclaim within one

 Rule 152 ‘shall'apply mutatis mutandis. .

1901 .2-9516-31-260-2014

DEFENCETO REVOCATION ’ : - Formatiert: Block, Nicht vom néchsten
: S : : Absatz trennen :

Rule 49~ Lodging of' the Defence to revocation o : [ _ Sl

1. The defendant shall lodge a Defence to revocatlon within three months of service of the

2. The Defence to revocation may inelude;

(a) an Application to amend the patents;

(b) a Counterclaim for infringement

Rule 50 — Contents of the Defence to revocatron and Counterclarm for mfrmgement

1. The *Defence to revocation shall contain the matters referred to. in Rule 24 1(a) to (c) and
Rule-29(a) shall apply

2. Any Application to amend the patent shall contam the matters referred to'in Rule 30 (@) to (c)
Rule- 30.2 shall apply.

3. Any Counterclaim for infringement shall contain the matters referred to in Rule 13.1(k) to (q)
and where the defendant assesses that the value of the dispute including the Counterclaim for
infringement exceeds the value of the revocation action by more than [EUR***] an assessment of
the value of the dispute including the Counterclaim. -Rule 13.2 and .3 shall apply.

service of the Defence to revocation.

Rule 52 — Rejoinder to the Reply

month of the service of the Reply. The Rejomder shall be limited to a response to the matters raised
m the Reply.

e

Rule 53 — Fee for the Counterclaim for infringement

T'he‘defendant shall pay the fee for the Counterclaim for infringement in accordance with Part—_é.

Rule 27 on Examination as to formal reqmrements of the Statement of defence shall apply*
mutatis mutandis .

Rule 28 on Further schedule shall apply mutatis mutandts

-49. . '
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DEFENCE TO THE APPLICATION TO AMEND THE PATENT AND DEFENCE TO THE COUNTERCLAIM* ;‘b’sr:‘tzatt:':nrt' Block, Nichit vom nachsteni
nen

FOR INFRINGEMENT
Rule 32 on Lodging of the Defence to the Application to amend the patent shall apply mutatz Formatiert: Block
mutandis v Formatierte Tabelle
(Formatirtigock )
" Rule 56 — Lodging of the Defence to the Counterclaim for infringement { Formatiert: Block, Nicht vom néchsten |
| Absatz trennen
1. Within one month of service of a Counterclaun for infringement, the claimant shall lodge a Formatiert: Block

Defence to the Counterclaim for  infringement. The—period—may—be—extended—by—the
judge-rapporteuron-a-reasoned-request-by-the-claimant

2. The Defence to the Counterclaim shall contain the matters referred to in Rule 24.1(e) to (h) and
(j) and. a statement whether the claimant disputes the defendant’s assessment of the value of the
dispute (including the Counterclaim) pursuant to Rule 50.3 and the reasons for such dispute. -Rule
24.2 shall apply:

3. The defendant may lodge a Reply to the Defence to the Counterclalm for mfrmgement within
one month

4. The claimant may 1odge a Rejoinder to the Reply within one month of the service of the Reply.
The Rejoinder shall be limited to matters raised-in the Reply.

Rules 33 and 34 on Request for allocating a technicaily qualified judge shall apply where the<|- - - { FormatierteTabelle | .
revocation action is heard by local division or regional division

Rule 35 on Closure of the written procedure shall apply mutatis mutandis, ’ . Formatiert: Schriftart: Nicht Fett,
‘ I b Schriftartfarbe: Rot -

Rule 36 on Further exéhanges of written pleadings shall apply

(FormatiertiBlock ]
Rule 57 — Value-based fee for the revocation action

1. The value of the revocation action shall be determined by the Judge-rapporteur—Ewbefe, taking
into account the 'value of the dispute isas assessed by ene—or—beththe parties—as—exceeding
EURExED by way of an order atduring the interim eenufefeneegroccdur

2. Where thé value of the revocation action exceeds [EUR***] the claimant shall pay a value-based
fee for the revocation action in accordarice with Part 6 [Rules 370.2(b) and 371.4].

Rule 58 ~ Value-based fee for the dispute {including the Counterclaim for infringement} ;grmaﬁert: Block, Nicht vom nachsten |
. ‘ satz trennen 3

1. The value of the dispute including the Counterclaim forrinfringement shall be determined by the«
Judge-rapporteur—whefe, takmg mto account the s&td-value 1sas assessed by ene-er-beththe parties
e-FEVOER g 4, by way of an order atduring

the interim eenfefeneeprocedur

-50- .
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2. Where the value of the dxspute mcludmg the Counterclalm for infringement exceeds the-value-of
: eur;,[EUR**#], the defendant shall
pay a value-based fee for the e*ee%sdlsgute in accordance with Part 6 [Rules 370 -2 (b)) and

37141
.SECTION 3 - ACTION FOR DECLARATION‘OF NON-INFRINGEMENT T .
T ‘ . Absatz trennen .

Rule 60 — Declaration of non-infringement

1. A declarat_ion that the performance of a specific act does not; or a proposed act would not,*

constitute an infringement of a patent may be made by the Court in proceedings between the person

doing or proposing to do the act and . the patent proprietor or: licensee entitled to commence
SN infringement proceedingspursuant to Article 47 of the: Agreement, if the patent proprietor or.such
licensee has asserted that the act is an mfrmgement or, if no —such assertion has been made by the
patent proprietor or licensee; if=:

(a)-that person has apphed in writing to the proprietor or licensee for 4 written acknowledgment to
the effect of the declaration claimed, and has provided him with full pamculars in writing of the act:
in question; and

(b) the proprietor or licensee has refused or failed to g1ve any such acknowledgment within one
month.

2. The action for-a declaration shall be directed against the proprietor of the patent or the licensee
who has asserted an infringement or refused or failed to give an acknowledgement pursuant to

- paragraph l(b).
Rule 6l - Exchange of written pleadmgs (actlon for declaratmn of non-mfrmgement) k = :g;r:zageert: Block, Nicht vorn nachsten |
: nnen .
1. The written procedure shall consist of— ' - ‘ - Formatiert: Block

(a) the lodging of a Statement for a declaration of non-irifringement (by the claimant) [Rule- 62%1;

(b) the lodging of a Defence to the Statement for a declaratmn of non-mfnngement (by the
defendant) [Rules- 65-6611; and. optionally

(c) the lodgmg of a Reply to the Defence to the Statement fora declaration of non-mfnngement
[Rule 6731

(d) the 1odgmg of a Rejoinder to the Reply [Rule 67].
2 Rule 12 5 shall apply.
Rule 62 — Contents of the Statement fora declaratlon of non-infringement

1. The claimant shall subject to point (b), lodge at the Reglstry in accordance with Article -’3433(4),
Article 7(2) of the Agreement and Annex II thereto, a *Statement for a declaration of
non-infringement which shall contam '

(a) particulars in accordance with Rule 13. l(a) to (hd;) and particulars conﬁrmmg that th
- requirements of Rule 60 are met;

L_LIVE_EMEAI:15571909L__LIVE_EMEAI:16175270v2
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(b) where the parties have agreed to bring the action before a Jocal division or a regional division in
accordance with Article 33(7) of the Agreement, an indication of the division which shall hear the
action, accompanied by evidence of the defendant's agreements;

(c) where applicable, an indication that the action shall be heard by a single judge [Article 8(7) of
the Agreement], accompanied by evidence of the defendant's agreement;

(d) the declarauon sought by the claimant;;

{e) the reasons why the performance of a specmc act does not, or a proposed act would not,
constitute an mfrmgemen: of the patent or patents concerned; including arguments of law and
where appropriate on explanation of the claimant’s proposed claim constructions;

(f) an indication of the facts relied ons; ‘

(g) the evidence rehed on, where available, and an indication of any further evxdence whxch w111 be
offered in support;;

(h) an indication of any order the claimant will seek at the interim conference [Rule 104(eXs)];

@y where the clalmant assesses that the valuc of the declaratory action exceeds [EUR***] an
indication of the value;, and

(j) a list of the documents, including any witness statements, referred to in the Statement for a
declaration together with any request that all or part of any such document need not be translated-
Rule—13_and/or any Application pursuant to Rule 262 2. Rule 13.2 and .3 shall apply mutatis

mutandis.

Rules 46, 47 and 48 relating to the Svtatement for revocation shall apply mutatis mutandis “« | Formatiert: Block

{ Formatierte Tabelle s

Rules 16 and 17 on Examination as to. formal requirements of the Statement of claim and
Recording on the register shall apply mutatis mutandis

Rule 18 on Designation of the Judge-rapporteur shall apply mutatis-mutandis

Rules 19; (other than Rule 19.4), 20 and 21 on Procedure when the defendant raises a
Preliminary objectlon shall apply mutatis mutandis,

Rule 65 = Lodging of the Defence to the Statement for a declaration of non-infringement Formatiert: Block, Nicht vom néchsten |

The defendant shali lodge a Defence to the Statement for a declaration of non- 'infringement within+ Formatiert: Block
two months of servxce of the Statement for a declaration of non-mfrmgement The-period-may-be

.52.
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Rule 66 — Contents of the Defence to the Statement for a declaration of non-’infringement - Formatiert: Block, Nicht vom néchsten
Absatz trennen :

The *Detence to the Statement for a declaratzon of non-mfrmgement shall contain the matters*

13 2 and 3 shall gpplv mutatis mutandts

Rule 67 - Reply to Defence to the Statement for a declaration of non-infringement and+
Defenee-to-Counterelaim-and-Rejoinder to the Reply . ‘ Absatz trennen i

1. The claimant may lodge a Reply to the Defence -to the : Statement for: a- declaration of«
non- -infringement within one month,

2. The defendant may lodge a Rejoinder to the Reply w1thm one month of service of the Reply
The Rejoinder shall be limited to the matters raised in the Reply.

Rule 68 = Fee for the action for a declaration of: non-mfnngement

The claimant shall pay the fee for the action for a declaration of non-infringement [EUR***], in
accordance with Part 6. Rule-15.2 shall apply mutatis mutandis.

Rule 27 on Examination as to formal requirements of the Statement of defence shall apply+ [FormatierteTabelle
mutatis mutandis - . - 4

Rule 28 on Further schedule shall apply mutatis mutandis .

Rules 33 and 34 on Request for allocating a technically qualified Judge shaIl apply where the
actionis heard by a regtonal division or a local division

Rule 35 on Closure of the written procedure shall apply mutatis mutandis

Rule 36 on Further exchanges of written pleadings shall apply

hert Block, Keine

Formatiert: Block, Nicht vom niichsten |
g . s e . Absatz trennen '
1. The value of the action for a declaration of non-infringement shall be determined by the+ S

judge-rapporteur-where, taking into account the value of the dispute isas assessed by ene-er-boththe
parnes-&s—e-)eeeeel-mg—{EHPci*—*-} by way of an order atduring the interim ee&fer—eaeegrocedure.

2. W'here the value of the ‘dtspute exceeds [EUR***] the claimant shall pay a value-based fee for
* the action for a declaration of non-mfnngement in accordance with Part 6 [Rules 370.2(b) and
3714}

SECTION 4- ACTIONS WITHIN ARTICLE 33(5) AND (6) OF THE AGREEMENT

Rule 69 — Value-based fee for the action for a declaration of non-inftingement -

Rule 70 - Revocatmn aeﬂeasactlon and subsequent mfrmgement &etiensactmn in alocal or
regxonal dmsnon (Article 33(5) of the Agreement)

1 Where a clalmant has lodged a Statement for revocation {Rule 45}1 before the central lelSlOIl
and the defendant or a licensee entitled to commence proceedings pursuant to Article 47 of the

-53. .
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“Agreement subsequently initiates an infringemeént action in a local or regional division against the
claimant in respect of the same patent (or patents) the following procedures shall apply.

2. The Registry at the local or regional division shall proceed in accordance with Rules .16 and 17.
The Registry shall as soon as practicable notify the President of the Court of First Instance- of the
revocation action in the central division, the infringement action in the local or regional division
and any counterclaim for revocation in the mfrmgement action,

3. UnlessWhere a counterclaim for revocatlon is brought in’the mfrmgement action and there is
identity of parties as between the two actions, unless otherwise agreed by the parties, the President

of the Court of First Instance shall require the panel appointed in the central division to hear the
revocation action pussuant-te-Rule—48:2-to stay all further proceedings in the revocation action
pending a decision of the panel hearing the action for infringement pursuant to Article 33(3) of the
Agreement and Rule 37.

54: The panel hearing the action for infringement shall when exercising its discretion under
Article- 33(3) of the Agreement take into consideration how far the revocation action in the central
division was advanced prior to the stay referred to in Rule 70.3. '

85. Where the panel hearing the action for infringement decides to proceed in accordance with
Article 33(3)(a) of the Agreement, Rules 33 and 34 shall apply mutatis mutandis to the action for
infringement.

76. Where the panel hearing the action for infringement decides to proceed in accordance with
Article- 33(3)(b) or (¢) of the Agreement, Rules 37 %—-384 and 39.to 41 shall apply mutatis
mutandis.

Rule 71 - Actions for declaration of non-infringement within Article 33(6) of the Agreement

1. Where a claimant has lodged an action for declaration of non-infringement (Rule 60) before the
central division against the patent proprietor, or a licensee entitled to commence infringement
proceedings pursuant to Article 47 of the Agreement and the defendant proprietor or licensee

- subsequently initiates an action for infringement in a local or regional division against the claimant
in respect of the same patent or patents and wrth respect to the same alleged infringements the
following, procedure shall apply.

2. The Registry shall proceed in accordance with Rule 16 and 17. The Registry shall as soon as+
practicable notify the President of the Court of First Instance of the co-pending actions and the
dates attributed to them

3. If the date attributed by the Regrstry to the action for infringement pursuant to Rule 17.1(a) is
within three months of the date attributed to the -action for declaration of non-infringement the
President of the Court of First Instance shall require the panel of the central division to stay all

-54- o
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further proceedings in the action for a declaration. —If the date atiributed to the action fo

‘DECISIONS OF THE EUROPEAN PATENT OFFICE IN 'CARRYING OUT THE TASKS
REFERRED TO IN ARTICLE 9 QF-—REGULA@IONOF REGULATION (EU) 1}19

_ Wlberel. Subject to rule 85.2, where an action is brought égainst a decision of the European Patent+

infringement is outside the said three month period there shall be no stay but the presiding judges o
the central division and the local or regional division concerned shall consult to'agree on the future
progress of proceedings including the possibility of a stay of one action pursuant to Rule- 295(k).

Rule 72 - Actlon for declaration of non-infringement and action for revocation

An action for declaration of non-thmngemeﬁt may be lodged together with an action for revocation
of the patent (or patents) in questlon -Fees shall be pald in accordance w1th both Rules 47 and 57
and Rules 68 and 69.

SECTION 5 - ACTION FOR GGNLPENSA—’HGN—FOR—LIGENG—ES—QN—'EHE—BASI-S—OF
ARTICLECOMPENSATION FOR LICENCES ON THE BASIS OF ARTICLE 8 OFOE

Rule 80 - Compensatlon for alicence of right

1. The *Apphcatxon for appropnate compensatlon {Article 32(1)(h) of ‘the Agreement}l shal
contam

(a) particulars in accordance with Rule 13 1(a) to (d);

(b) information on the filing of the statement as referred to in Artlcle 8(1) of Regulation (EU
No-1257/2012; .

(c) the licence agreement referred o0 in Article 8(2) of Regulation (EU) No 1257/2012.

2 Rules 132, 133, 135 and 137 to 140 apply mutatis mutandis to. the procedure for appropnate :

compens ation.

3. The apphcant shall pay the fee for compensation in accordance with Part 6. -Rule 15.2 shal

1257/2012
Relation with Agreement: Articles 32(1)(i), 47(7) and 66

Rule 85 — Stages of the proceedings (ex parte proceedings)

Office in carrying out the tasks referred fo in Article 9 of Regulation (EU) No 1257/2012
(hereinafter "decision of the Office"), proceedmgs before the Court of First Instance shall consist
ofs .

-55- -
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ormatiert: Nicht GroBbuchstaben

ormatiert: Nicht GroBbuchstaben

{ Formatiert: Nicht GroBbuchstaben

ormatiert: Nicht Grofbuchstaben

)

ormatiert: Block, Nicht vom nachsten
bsatz trennen :

oﬁnahert. Nicht GroBbuchstaben
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(a) a written procedure, which shall include a possibility for interlocutory review by the European
Patent Office; ;

~(b)an interim procedure, which may include an interim conference; and

(ck) an oral procedure which, at the request of the claimant or at the instance of the Court, may !
include an oral hearing.

2. This Rule and Rules 88 (save as exnresslv provided for in Rule 97.2). 89 and 9110 96 shall not
apply to an expedlted action against a decision of the Office pursuant to Rule 97,

Rule 86 — Suspensnve effect : h Formatiert: Block, Nicht vom nachsten |
Absatz trennen . ]
An action against a decision of the Ofﬁce shall have suspensive effect. » Formatiert: Block

Rule 87 - Grounds for annulling or altering a decision of the Office : :gm:za:iert: Block, Nicht vom nach-_i\rg
o ‘ ; Absatz trennen :

An action against a decision of the Office may be brought on grounds of; Formatiert: Block

(a) infringement of Regulation (BU) No 1257/2012 or of Regulation (EU) No 1260/2012 or of any
rule of law relating to their applications;

) mfrmgement of the implementing rules of the European Patent Office for carrymg out the tasks
referred to in Article 9(1) of Regulation (EU) No 1257/2012

(c) mfnngement of an essermal procedural re:quxrementu
(d) misuse of power.

Rule 88 — Application to annul or alter a decision of the Office, RS : ‘:,
E s ) ; Ursfv

1. The claimant shall lodge an Application at the Registry, in accordance with Article 7(2) of the
Agreement and Annex Il thereto, to annul or alter a decision of the Office in the language in which
the patent was granted; within two months of service of the decision of the Office.

2. The *Application to annul or alter a decision of the Office shall contain;
(a) the names of the claimant and, where applicable, of the claimant's representative;

(b) where the claimant is not the proprietor of the European patent with: unitary effect, an
explanation and ev1dence‘that he is adversely affected by the decision of the Office and entitled to
start proceedings [Article 47(7) of the Agreement];

(c) postal and electronic addresses for service on the clalmam and the names and addresses of the
persons authorised to accept service;

(dY a reference to the contested decision of the Office;

(e) where applicable, information about any prior or pending proceedings relating to the patent
concerned before the Court, the European Patent Office or any other court or authority;

“(f) an indfcatio’n whether the action shall be heard by a single judge;

256 -
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(g) the order or the remedy sought By the claimant'

(h) one or more grounds for annulling or altermg the contested decxsmn, in accordance with
Rule- 87;

(i) the facts, evidence and argliments relied on=; and

(j)alist of the documents, including any witness statements, referred to in the Applicatioﬁ together
with any request that all or:part of any such document need not be translated: and/or any
ADDhcatlon pursuant to Rule 262.2. Rule 13.2 and 3 shall apply mutatis mutandis.

43 THe claimant shall pay the fee for the action against a decision of the Ofﬁce, in accordance withe
Part 6. Rule 152 shall apply mutatis mutandis.

54. Rulc 8 shall not apply.
Relation with Agreement Articles 32(1)(i), 33(9) 47( 7) 48(7) and 49(6)

Rule 89 — Exammatlon as to formal requlremeuts (ex parte proceedmgs) : . » Formatietrt: Block, Nicht vom néchsten |
: Absatz trennen ]

1. The Regxstry shall, as soon as practicable after an Application to annul or alter a decision of thes Formatiert: Block
* Office has been lodged, examine whether the requirements of Articles 47(7) and 49(6) of the
Agreement and Rule 88.1, .2(a) to (d) and 43 have been complied with.

2. 1f the Reglstry cons:ders that any of the requirements referred to in paragraph 1 has not been
comphed with, it shall invite the claimant to;

(@) correct the deficiencies noted, within ’1‘4, days;
from the date of service of such notification; and' y o

) where applicable, pay the fee for the action against a decision of the Office, within said 14 days+

3. The Regwtry shall at the same time inform the claimant that if the claimant fails to correct the
deficiencies within the time stated a decision by default may be given in accordarice with
Rule- 355.

4. If the claimant fmls to correct the deficiencies notcd Or 1o pay the fee for the action against a
decision of the Office, the Registry shall inform the President of the Court of First Instance who
'may reject the action as inadmissible by a dec1smn by default. He may give the claimant an

opportunity fo be heard beforehand.

5. The claimant may make an application to set aside the decision by default in accordance with
Rule 356, '

Rule 90 — Recordmg in the regxster (ex parte proceedmgs)

If the requirements referred to in Rule 89 1 have been comphed w1th the Regxstry shal] as Soon as
practlcable- _ ' ! ~

s i 57 _' : -
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(a) record the date of receipt of the Application to annul or alter a decision of the Office and
- attribute an action number to the file;;

(b) record the file in the registers;
(c) inform the claimant of the action number of the file and the date of receipt; and

(d) forward the Application to the European Patent Office, with an mé*eaﬁﬂgw n that the
" Application is admissible.

Rule 91 - Interlocutory revision by the European Patent Office

1. If the European Patent Office considers that the Application to annul or alter a decision of the
Office is well founded, it shall within one month of the date of receipt of the Application;

(a) rectify the contested decision in accordance with the order or remedy sought by the claimant

[Rule $324s3188.2(A); and
(b) inform the Court that the decision has been rectified.

2. Where the Court is informed by the European Patent Office that the contested decision has been
rectified, it shall inform the claimant that the action is closed. It may order full or partial
reimbursement of the fee for the action against a decision of the Office, in accordance with Part-6.

Rule 92 — Assignment to panel or to single judge, designation of judge-rappbrteur :

Where the action is not closed in accordance with Rule 91.2, the President of the Court of First
Instance shall, as soont as practicable after the expiry of the period referred to in Rule 91.1, assign
the action to a panel of the central division in-aecerdanee-with-Rule—7-2-or to a single judge if
requested by the claimant [Rule 88.2(f)]. Rule 18 shall apply. ’

Rule 93 - Examination of the Application to annul or alter a decision of the Office

1. In.the examination of the Application to annul or alter a decision of the Office, the
judge-rapporteur may invite the claimant to lodge further written pleadmgs within a time period to
be specified.

2. Where appropriate, the judge-rapporteur may, after consulting the claimant, set a date and time
for an interim conference.

3. Rule 35 shall apply mutatis mutandis.
Rule 94 ~ Invitation to the President of the European Patent Office to comment

The judge-rapporteur may, on his own initiative or on request by the President of the European
Patent Office, invite the President of the European Patent Office to’comment in wtiting on any
question arising in the course of proceedings under this Section. The President shall not become
party to the proceedings. The claimant shall be entitled to submit his observations on the
President's comments,

Rule 95 ~ Lex speciaiis for the interim procedure (ex parte procedure)

-58- :
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_ During the interim procedure, the judge-rapporteur shall invite the claimaht to indicate whether he
wishes that an oral hearing be convened. The judge-rapporteur may convene an oral hearing at his
own instance. Rules 111 to 118 shall apply mutatis mutandis. :

Rule 96 — Lex specialis for the oral procedure (ex parte procedure) B Ll

: Rules 110.3.111. 115 and 118.7 shail apply to the oral hearing and to the decision of the Court.

2. Ifan o;al hearing is not convened, the panel shall decide in accordance with Rule 117.

.59- f~ .
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Rule 97 = Application to annul a decision of the Office to refuse a request for unitary effect®

i. The proprietor of a patent whose request for unitgg- effect has been refused by the Office shall
lodge an Application at the Registry in accordance with Article 7(2) of the Agreement and Annex

10 thereto, to.reverse the decision of the Office, in the language in which the patent was granted,
within 10 davs of service of the decision of the European Patent Office.

2. The Application shall contain particulars in accordance with Rule 88.2(a), (¢), (d) and (f) to (1)

and the proprietor shall pay the fee for the action against the demsxon of the Office in accordance
with Part 6. Rule 15.2 shall apply mutatis mutandis.

3. If the requirements referred to in Rule 97.2 have been complied with, Rule 90 shall apply mutatis
mutandis.

4. The Registry shall'as soon as practicable forward the Application to the standing judge who may

invite the President of the European Patent Office to comment on the Application, but shall in any
event decide the Application within 10 days of the date of receipt of the Application.

5. A Statement of appeal by the proprietor of the patent or the President of the European Patent
Office against the decisions of the standing judge pursuant to Rule 97.4 may be lodged within 10
days -of service of the said decision. The Statement of appeal shall contain the particulars
previously lodged pursuant to Rule 97.2 and also the reasons for setting aside the contested
decision. The appellant shall pay the fee for the appeal in accordance with Part 6. Rule 15.2 shall

apply mutatis mutandis. . If the requirements of this Rule 97.5 have been complied with the
Registry. shall record the appeal in accordance with Rule 230.1 and shall as soon as practicable
assign the appeal to the standing judging of the Court of Appeal [Rule 345.5 and 345.81 who may

invite the other party to comment on the appeal but'shall in any event decide the appéal within 10
days of receipt by the Registry of the Statement of appeal.

6. The Registry shall as soon as practicable notify the Office of the decision on the Application or
on the appeal as the case may be.

* Note 1o Rule 97

As a result of the time limits imposed by Contracting Member States for validation of European

patents, it may not be possible to appeal from the decision of the standing judge pursuant to Rule
97.5 before said time limits expire. This should be addressed.

Rule 98 —~ Costs

The parties shall bear their own costs in any action pursuant to Rule 85 or Rule 97.

Z60 -
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VCHAPTERZ INTERIM PROCEDURE . .

Rule 101 - Role of the judge-rapporteur (Case management)

1. During the interim procedure, the judge-rapporteur shall make all necessary preparations for.the .

oral hearing. He may in particular, where appropriate, and subject to-the mandate of the panel, hold
an interim conference with the parties: which may be held on more than one occasion and may
exercise the powers provided for in Rule 334.

2. The Judge-rapporteur shall have the obhgatlon to ensure -a talr, orderly and efficient interim
procedure. .

3. Without prejudice to the principle of proportionality, the judge-rapporteur shall complete the
interim procedure within three months of the closure of the written procedure.

Relation with Agreement: Articles 43 and 52(2)
Rule 102 — Referral to the panel

1.The judge—rapporteur may refer any matter to the panel for decision and the panel may of its own

‘motion review any dec1sxon or order of the Judge-rapportcur or the conduct of the interim

procedure.

2. Any party bmay ireqL est that é. decision or ordef of the judge-rapporteur be referred to the pﬁnel for
an early review pursuant to Rule 333. Pending review, the decision or order of the judge-rapporteur
shall be effective. ' ' ’ ‘

-Rule 103 - Preparation for the interim confefenge

- Whether or not the judge-rapporteur decides to hold an interim conference, he may order the
parties; within time periods to be specified, in particular to;

(a) provide further clarification on specific points,—;
(b) answer specific questionss;

' ‘(c) pfdduce evidence—;

(e} lddge specific documents including each party’s summary of the orderé to be ksought at the
interim conference. .

INTERIM CONFERENCE .

Rule 104 — Aim of the inteﬁm_ confex;ence :

‘The interim conference shall enable the jﬁdge~rapporte\ir' to; - ' [
(a) identify main issues and determine which relevant facts are in dispute;,

1

(b) where appropriate, clarify the position of the parties as regards those issues and factss;

(c) establish a schedule for the further progress of the proceedings;;

-61-
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(d) explore with the partres the possibilities to setile the dispute or to make use of the facilities of
the Centres;

(e) where appropriate, issue orders regarding production of further pleadings, documents, experts
(including court experts), experiments, 1nspect10ns, further written evidence, the matters to be the
subject of oral evidence and the scope of questions to be put to the witnesses:;

(f) where appropriate, but only in the presence of the parties, hold preparatory dxscussxons with
witnesses and experts with a view to properly preparing for the oral hearing=; ’

(g) make any other decision or order és he deems necessary for the preparation of the oral hearing
including, after consultation with the presiding judge, an order for a separate hearing of wrtnesses
and experts before the-panel—; :

(b) set a date for any separate hearing pursuant to point (g) of this Rule and confirm the date for the
oral hearing=; ‘

(i) decide the value of the particular dispute which value may, in exceptional cases, differ as
between the parties depending upon the parties’ individual circumstances.

Relation with Agreement: Article 52(2)

Rule 105 ~ Felephone-eenferenee-and-videoHolding the interim conference

1. The interim conference may be held by telephone conference or by video conference.

2. On request by a party and subject to the approval of the judge-rapporteur, the interim conference
may be held in Court. If the interim conference is held in Court, it shall be open to the public unless
the Court decides to make it, to the extent necessary, confidential in the interests of ‘one or both
parties or third parties or in the general interests of justice or public order.

3. The judge-rapporteur may hoid the interim conference in émy language sasteredagreed by the
parties' representatives. '

4. Following the interim conference, the judge-rapporteur shall issue an order setting out the
decisions taken.:

Rule 106 - Recording of the interim conference

Jf-theThe interim conference is-held-in-court-it-shall be epente-the-publie-and-shall-be-faudio /
widee}recorded. The recording shall be made publiely-available at the premises of the Court to the
parties or their representatives after the heanng—s&bjeet—ée—aﬂy—eféeﬁef—{hejadge-ﬁappeﬂe&r—ma{
eeﬁam—mfemr&%m&—be—kep%—eeﬂﬁée&tﬂ%

Relation with Agreement: Articles 44 and 45

-62-
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PREPARATION FOR THE ORAL HEARING

Rule 108 = - Summons to the  oral hea_ring

The judge-trapporteur shall summon the parties to the oral hearing which shall take place before the+
panel on the date(s) set under Rule 28 and/or Rule 41(c) and Rule 104(h). -If no date(s) have been

- set underRule—104da)-the judge-rapporteur shall set a date for the oral hearing.~ At least two
months' notice shall be given, unless the parties agree to a shorter time period.

Rule 109 - Simultaneous interpretation dﬁring oral hearings l . ' B

1. At the latest one month before the oral hearing including any separate hearing of Witnesses and
experts a party. may lodge an *Application -for smultaneous interpretation which shall contain;

(a) an indication of the language to or from which the party requests smultaneous interpretation
during the oral heanng,;

(b) the reasons for the Requests;
(c) the field of technology concerneds;
(d) any other information of relevance for the I\'{equesrt.’

2. The judge-rapporteur shall decide whether and to what extent simultaneous interpretation is
appropriate and shall, instruct the Registry to make all necessary arrangements for simultaneous
_interpretation. -In the event that the judge-rapporteur refuses to order simultaneous interpretation
the parties may request arrangements to be made, so far as practically possible, for simultaneous
interpretation at their cost.

3. The judge-rapporteur may decide on his own motion to order sxmultaneous interpretation and
- shall instruct the Registry and inform the parties accordingly. .

4. A party wishing to engage an interpreter at its own expense shall inform the Registry at the latest
two weeks before the oral hearing. . ,

' Reldtion with Agreetﬁent: Article 51( 2)

Rule 110 Closure of the interim procedure

1. As soon as the judge-rapporteur consxders that the state of preparauon of the fﬂe 1§ adequate, he
shall inform the presiding judge and the parties that the interim procedure is closed in view of the
oral hearing. : ‘ : L

2. Where final dates have been set pursuant to Rules 103 and 104 the interim procedurc shall be
deemed closed on the last date set. ~

3 The oral procedure shall start immediately after the interim procedure is closed. The presiding
judge shall, in consultation with the Judge-rapporteur, take over the management of the action.

Formatiert: Block, Ebene 1 :
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CHAPTER3—ORALPROCEDURE
Rule 111 Role of the presndmg judge (Case management)
The presiding judge shall
' (a) bave all authority to ensure a. faif, orderly and efficient oral procedure; and
(b) ensure that the action is ready for decision on the merits at the end of the ora] hearing.
Rule 112 — Conduct of the oral hearing ' '

1. The oral hearing shall be held before the panel and shall be under the control of the presiding
judge.

2. The oral hearing shall consist of-
(a) the hearing of the parties' oral submissibns;;

(b) if ordered during the interim procedure, the hearmg of witnesses and experts under the control
of the-presiding judge.

3. The presiding judge and the judges of the panel may provide a preliminary introduction to the
action and put questions to the pames to the parties’ representatwes and to any witness or expert.

4.-Under the control of the presiding judge, the parties may put quesnons to the witness or expert.
The presiding judge may prohibit any question which is not designed to adduce adnnss1ble
evidence. .

5. With the consent of the Court a witness may give evidence in a language other than the language
of proceedmgs

Relation with Agreemeﬁt: Articles 52(3) amdand 53(1#a)
Rule 113 — Duration of the oral hearing

1. Without prejudice to. the application of the principle of proportlonahty, the presiding judge shall
endeavour to complete the oral hearing within one day. The presiding judge may set time limits for
parties' oral submissions in advance of the oral hearmg

2. Oral tesnmony ‘at the oral hearing or at any separate hearing shall be limited to issues identified
by the judge-rapporteur or the presiding judge as having to be decided on the basis of oral evidence.

3. The presiding judge may, after comultmg the panel l1m1t a party's oral submmlons if the panel
 is sufficiently informed. .

Rule 114 ~ Adjournment where the Court consxders that further evidence is required

In exceptional cases the Court may, after hearing the parties' oral subrmssxons decide to adjoum
proceedings and call for further ev1dence

64 .
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Rule 115~ The -oral’ hearmg ‘ . : . . + Formatiert: Block, Nicht vom nichsten |
: i : Absatz trennen’. :

'The oral hearing and any separate hearing of witnesses shall be open to the public unless the Court« | Formatiert: Block
decides to make a hearing, to the extent necessary, confidential in the. interests of one or both
parties or third parties or in the general interests of justice or public-order. -The hearing shall be

faudio /videotrecorded. Rule-+06The recording shall appLy»mutaﬁs—mu—tandﬁbe made available to
the parties or their representatives at the premises of the Court after the hearing

Relation with Agreement: Article 45
Rule 116 — Absence of a pafty from the oral heaﬁng

1. A party which does not wish to be preseafrepfesented at the oral hearing shall: inform the
Registry in good time. Where both parties have informed the Registry that they do not-wish to be
presentrepresented at the oral hearing, the Court may decide the action in accordancc with:Rule
117.

2. The Court shall not be obliged to delay any step in the procedure, including the decision on the
merits, by reason only of the absence of a party from the oral hearing. . :

3. A party absent-fremthat is not regresented at the oral hearing shall be treated as relying only on
its written case and not wishing to contest any new submlssxcn that the other party may be allowed
to.make at the oral hearing. ’

4. If due to an exceptional occuirence a party is prevented from sttendinsbeing represented at the
oral hearing, the Court shall upon a reasoned request of that party, adjoum the oral heanng

Rule 117 - Absence of both parties from the oral hearing -

Where both parties have mformed the Registry that they do not wish to be pfesemrepresented at thes
oral hearing the Court shall take a decision on the merits on the basis of the pleadings and evidence
submitted by the parties and the court expert, if applicable, and otherwise in accordance with Rules
118 and 350 to 354.

Rule 118 = Decision on the merits

1. Subject to-the following provisions-of this Rule-inln addition to the orders and measures referred
to in Articles 63, 64, 6667 and 80 of the Agreement the Court may, if requested, order the payment
of damages andor compensation according to Article ~68 and 32(1)(f) of the Agreement. The
amount of the damages andor the compensation may be Stated in the order or determined in

separate proceedmgs {Rules 125- 143)—%&@9&%&5&5@3&%—&&9&%}%&&%&6%%1

2-1a2. Without prejudice to the general discretion provided for in Aﬁicles 63 and 64 of the«
Asgreement, in appropriate cases and at the request of the party liable to the orders and measures

provided for in paragraph 1 the Court may order damages and/or compensation to be paid to the
injured party instead of applying the orders and measures if that person acted unmtentlonally and
w1thout neghgence, if execution of the orders and measures in questxon would cause such party

- 65- :
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~disproportionate harm and if damages aﬂé#or compensation to the injured party appear to the Court
"to be reasonably satisfactory.

3. If, while there are infringement proceedings before a local or regwnal division, a revocation
action is pending between the same parties before the central division_or an opposition is pending

before the European Patent Office, the local or regional division:

(a) may render its decision on the merits of the infringement claim, including its ordcrs under
the condition subsequent pursuant to Article 56(1) of the Agreement that the patent
(patents) is (are) not held to be wholly or partially invalid by the final decision in the
revocation procedure or a final decision of the European Patent Office or under any other
term or conditiony; or

(b)  may stay the infringement proceedings pending a decision in the revocation procedure or a
dec;smn of the Européan Patent Office and shall stay the infringement proceedings if itis of
the view that there is a high likelihood that the relevant claims of the patent (or patents) will
be held to be invalid on any ground by the final decision in the revocation procedure or of
the European Patent Office: where such decision of the European Patent Office may be
 expected to be given rapidly.

4. Where, in the decision on the merits of a é%feet—aetéeﬂ-er-a-eeuﬂ-teeela;m—feﬂevocation action, the
patent (or patents) is (are) found to be entirely or partially invalid; the Court shall revoke the patent
(patents) entirely or partially according to Article 65 of the Agreement.

5. Where the Court has made orders in accordance with paragraph 3(a) any party may apply to the
local orregional division within two months following a final decision of the central division or the
Court of Appeal or the European Patent Office as the case may be on the validity of the patent(s)
for orders consequential on such final decision [Rule 354.4}.

6. The Court shall decide in. principle on' the obligation to bear legal costs in accordance with
Article 69 of the Agreement. In advance of the decision, the parties shall submit a preliminary

estimate of the legal costs that they intend to seek to recover.
7-.(a) The Court shall give the decision on the merits as soon as possible after the closure of the oral

hearing. The Court shall endeavour to issue the.decision on the merits in writing within six weeks
of the oral hearing. |

8-In-exceptional-cases-the(b) The Court shall give reasons for its decision.

8. The Court may give its decision 1mmedtately after the closure of the oral hearing and provide its
reasons on a subsequent date.

9. The orders of the Court referred .to in paragraphs 1, 2 2 and 3(a) shall be enforceable on the
defendant only after the claimant has notified the Court which part of the orders he intends to
enforce and the said notice has been served on the defendant by the Registry. The Court may
subject any order or measure {0 a security to be given by the successful party to the unsuccessful
party as determmed by the Court in accordance with Rule 352.

Relation with Agreement: Artzcle 77

S 66 - :
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Rule 119 Intenm award of damages

The Court may order an-interim award of damages to the successful party in the decision on the
merits, subject to any conditions that the Court may order. Such award shall at least cover the
expected costs of the procedure for the award of damages and compensatlon on the part of the
successful party.

-67 -~ - : : '
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CHAPTER 4 - PROCEDURE FOR THE DETERMINATION OF DAMAGES -AND
COMPENSATION ‘

Rule 125 - Separate proceedings for determining the amount of damages ordered

The determination of the amount of damages ordered for the successful party may be the subject of
separate proceedings. —The determination shall include the determination. of the amount of
compensation, if any, to be awarded as a result of the provisional protection conferred by a
published European patent application {[Article 32(1)(f) of the Agreement, Article 67 EPC)] and
compensation to be paid pursuant to Rules 118.5, 198.2-18-5, 213.2 and 354.4. The expression
“‘damages” used in Chapter 4 shall be deemed to include such compensation and interest at the rate
and for the period that the Court shall decide.

Rule 126 — Start of proceedihgs for the determinaﬁon of damages -

Where the successful party (hereinafter “the applicant") wishes to have the amount of damages
determined, it shall no later than one year from service of the final decision on the merits (including
any final decision on appeal) on both infringement and validity (or in the case of assessmentan
award under Rules 118.5,°198.2, H8-5-213:2 or 354.4 from the date of the order for such
assessmentaward) lodge an Application for the determination of damages-ineluding, which may
include a request for an order to lay open books.

Relation with Agreement: Article 68

~ SECTION 1 - APPLICATION FOR THE DETERMINATION OF DAMAGES
Rule 131 — Contents of the Application for the determination of damages

1. The *Application for the determination of damages shall contain;

(a) particulars in accordance with Rule 13.1(a) to (d})

(b) the date of the decision on the merits and the action number of the file;;

(c) if required a request for an order to lay open books (Rules 141 to 143) in which case the
applicant shall provide the matters set out in Rule 141(b) to (e).

2. After any, procedure for the Iaymg open of books is complete, or, if that has not been requested-*
in the Application referred to in Rule 131.1 the apphcant shall indicate;

(a) the redress (damages, licence fees, profits) and the interest thereon requested by hims;

(b) an indication of the facts relied on, in particular calculations concerning lost proﬁts or profits
‘made by the unsuccessful partys;

(c) the evidence relied ons;
(d) a statement as to whether the decision on the merits is the subject of an appeals;

(e) his assessment of the value-of the-determinatienamount of damages_due to him.

- 68 - ‘
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Rule 132 ~ Fee for the Application for the determination of damages Formatiert: Block, Nicht vom néichsten |:
: Absatz trennen :

" The apphcant shall pay the fee for the determination of damages [EUR***Tin accordance with Part+ { Formatiert: Block
6. Rule 15.2 shall apply mutatis mutandis.

Rule 133 ~ Value-based fee for the determination of daniages

‘Where the value of the-determination-of-damages m—assesseé—bﬁhe—&pphe&&t—te—exeeeébased on
" the assessment under Rule 131.2(e) exceeds [EUR**#] the applicant shall pay a fee based on the
value-based-fee of that assessment for the determination of damages in accordance with-Part 6

[Rules 370.2(b) and 3714}z

Rule 134 ~ Exammatlon as to formal requlrements of the Application for the determmatlon
of damages

1. The Registry shall; as soon as practicable after the lodging’ of  the Apphcatlon for the
determination of damages, examine whether the requuements of Rules 126, 131.1 and .2(d) and (e)
and:132 have been complied with:

2:1If the Apphcatxon for the determination of damages does not comply thh the requxrements
referred to in paragraph 1, the Registry shall invite the applicant to correct the deficiencies noted
within a time period to be specified.

3.Rule 164 1t0.6 shall apply mutans mutandis.

Rule 135 — Recording in the reglster (Application for the determination of damages) and
service

1 If the requlrements referred to in Rule 131.1 and 2§d2 and (e) have been comphed Wlth the
‘Registry shall as soon as practicables:

(a) record the date of recelpt toof the Applxcanon for the determination of damagesu
(b) record the Apphcatlon in the registers;
(c) inform the apphcant of the date of recelpt, ot

(d) inform the panel which has given the decmon on the merits on mfnngement that an Apphcauon
for the determination of damages has been lodged '

- (e) serve the Application upon the unsuccessful party.

2. The panel which has g1ven the decision on the merits on infringement shall be the panel for the
determination of damages unless for any reason this is not possible or practical in which case the
 President of the-Court—at-First Instance-or-suchpresiding judge of athe division to—whom the

Pfeﬁée&Ha-&s—delege%eé—ehfs—mskconcemed shall appomt a fresh panel. Rules 17.2 and 18 shall

apply mutatis mutandis.

L69- ; ~
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Rule 136 ~ Stay of the Application for a determination of damages

Thie Court may stay the Application for a determination of damages pending any appeal on the
merits pursuant to Rule 295(g) on a reasoned request by the unsuccessful party. The applicant shall
be given the opportunity to be heard. If the Court continues the proceedings on the Apphcanon it
may order the apphcant to render a security according to Rule 352.

Rule 137 — Reply of the unsuccessful party

LI the‘ﬁnsuccessful party accepts the claim mede in the Application for the determination of
damages, it shall within two months inform the Registry. The judge-rapporteur shall make the
order for the determination of damages in accordance with the Application for the determination of
damages.” B '

2. If the unsuccessful party contests the claim made in the Application for the determination of
damages, it shall within two months of service of the Application for the determination of damages
or. where there was a procedure for the laying open of books, within two months of service of the
indication pursuant to-Rule 131.2, Iodge a Defence to the applieationApplication for the
determination- of damages

Rule 138 ~ Contents of the Defence to the eppheat*eﬂAQghcatmn for the determination of .

damages
The *Defence to the Application for the determination of bdamages shall contain; °

(a) the names of the unsuccessful party and of that party's representatives;
party party's rep

(b) postal and electronic addresses for service on the unsuccessful party and the names and !

addresses of the persons authorised to accept services:
(c) the action number attributed to the files;
-'(d) the reasons why the Application for the award of damages is contesteds;
(e) an indication of the facts relied ons; and
(f) the evidence relied on.

Rule 139 — Reply to the Defence for the determination of damages and. Re]omder to the
Reply

The applicant may within one month lodge a Reply to the Defence for the determination of !
damages, limited to the matters raised in the Defence. The unsuccessful party may lodge a °

Rejoinder to the Reply, limited to the matters rajsed in the Reply.

Rule 140 — Further procedure (Application for the determination of damages)

1. The judge-rapporteur may order further exchange of written pleadings, within time periods to be |

spec1ﬁed

-170 -
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2. The provisions of Part- 1, Chapters 2 (Interim procedure) and 3 (Oral procedure) shall apply
mutatis mutandis but with such reduced timetable as the judge-rapporteur may order. -He shall
decide on the obligation to bear the legal costs of the proceedings for the determination of damages
in accordance with Article 69 of the Agreement

SECTION 2~ REQUEST TO LAY OPEN BOOKS

‘Rule 141 ~ Contents of the Reqhest to lay open books
If the applicant has made a request pursuant to Rule 131 1(c), Rules 134 to0 136 shall apply mutatis

mutandis. The Request shall contain;

(a) particulars in accordance with Rule’131. l(a) and (b%);

£b(b) details of any information ordered by the Court and glven by the. other party pursuant.to Rule
191

{(c)a description of the information held by the unsuccessful party to which the applicant requests<

access, in particular documents relating to turnover and profits generated by the infringing products

or regarding the extent of use of the infringing process as well as accounts; and bank documents :
and any related document concerning the infringements;

(ed) the reasons 'why the applicant needs access to this informations;

(de) the facts relied ons: and

(ef) the evidence offered in support

~ Rule 142 - Defence of the unsuccessful party-and, Reply to the Defence and Re;omder to the

Reglg

1. If the unsuccessful party accepts the Request fo lay open books, it shall inform the Registry. The
judge-rapporteur shall make the order to lay open books in accordance with the Request to lay open
books. ; : - i o -

2. If the unsuccessful party contests the Request to lay open books, it shall within two months of
service of the Request to lay open books lodge a Defence to the Request to lay apen books.

3. The apphcant may within 14 days of service of the Defence to the Rgguest lodge a Reply to the
Defence to the Request to lay open books, limited to the matters raised in the Defence. The
unsuccessful party may within 14 days of service of the Reply lodge a Rejoinder, limited to the
matters ralsed in the Reply.

Rule 138 on Contents of the Defence to the application for the determmatlon of damages+*
shall apply mutans mutandis

Rule 139 - Reply to the Defence for the determination of damages shall apply mutatis
mutandis. ‘

Rule 140 on Further procedure (Application for the determination of damages) shall appl

o
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Rule 143 — Decision on the Request to lay open books . . - Formatiert: Block, Nicht vom nachsten
: Absatz trennen : :

1. The Court may-;

(a) order the unsuccessful party to open its books to the applicant within a time period to be+
specified and subject to such terms as the Court may deem appropriate having regard inter alia to
Article 58 of the Agreement and Rule 190.1; and 4: . : : '

(b) inform the applicant and specify a time period within which the procedure for the award of
damages shall be continued. '

2. Where the Request to lay open books is not allowable, the Court shall inform the applicant and
specify a time period within which the procedure for the award of damages shall be continued-

[Rule 131.2]. -
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. CHAPTER 5 - PROCEDURE FOR COST ORDERDECISION
" Rule 150 ~ Separate proceedings for cost erderdecision

1. A cost erderdecision may be the subject of separate proceedings following a decision on the .

- merits and, if applicable; a decision for the determination of damages. -The cost exderdecision shall

cover costs incurred in the proceedings by the Court such as costs for simultaneous interpretation
and costs incurred pursuant to Rules 180.3, 185.7, 188,201 and 202 and, subject to the Rules 152 to

156, the costs of the successful party= including Court fees paid by that gar_ty [Rule 151(d)l

2. The Court may order an interim award of costs to the successful party in the dec151on on the
merits [Rule 1197 or in a decision for the determination of damages, subject to any conditions that
the Court may decide.

Rule 151 - Start of proceedmgs for cost erderdecision

Where the successful party thereinafter "the applicant") wishes to seek a cost esderdecision; it shall
within one month of service of the decision lodge an *Application for a cost efdefdecxslon which
shall contain:.

(a) particulars in accordance with Rule 13.1(a) to (dyx):

(b) the date of the decision and the action number of the ﬁle,—;

(c)a statement as to whether the decision on the ments is the subject of an appeal if known at the

date of the Application;

(d) an indication of the costs for which compensation is requested, which may include recovery of

court fees and costs of representation, of witnesses, of experts, and other expenses; and

(e) the p_reliminag estimate of the legal costs that the party submitted pursuant to Rule 118.6.

_ Rule 152 — Compensation for representatmn costs re decision on the merits .

1. The successful party shall be entitled to recover reasonable and propomonate costs for
fepresentation.

2. The Administrative Committee shall adopt a scale of recoverable costs which shall set ceilings
 for such costs by reference to the value of the dispute. -The scale may be adjusted from time to time.

Rule 153 - Compenéation for costs of experts ,
The comp,ensation for costs of experts of the parties [Rule 181] exceeding the expenses referred to

. in Rule 180.1 shall be based on the rates that are customary in the- respective sector, with due

regard to the required expemse the comple)uty of the issue and the time spent by the expert for the
services rendered , ‘ o L

‘Rule 154 — Compensatmn for costs of witnesses . ' b

_ Where the Court has ordered the deposit of a sum sufficient to cover the expenses of a witness in+

accordance with Rule 180. 2 or of a party's expert m accordance with Rule 181 compensatxon may

73 . ,
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be requested for payments made by the Registry towards the ﬁxpenses incurred by a witness= 0r an
xgert

Rule 155 —~ Compensation for costs of interpreters and translators

1. The compensation for costs of interpreters shall be the rates ‘that are customary in the country of
the division in question, depending on the interpreter’s training and professional experience.

2. The compensation for costs of translators shall be the rates that are customary in the country of
the division in question, depending on the translator's training and professional experience.

Rule 156 — Further procedure

1. The judge-rapporteur may request the applicant to provide written evidence of all costs
requested in Rule 151(d). -The judge-rapporteur shall allow the unsuccessful party an opportunity
to comment in writing on the costs requested including any item of costs that should be apportioned
or borne by each party in accordance with Article 69(1) to (3) of the Agreement.

2. The judge-rapporteur shall decide in writing on the costs to be awarded or apportioned in
accordance with Article 69(1) to (3) of the Agreement.

3. The costs shall be paid within the period ordered by-the judge-rapporteur.
Rule 157 —~ Appeal agamst the eestscost decision

The decision of the judge raoporteur as to costs only may be appealed to the Court of Aoneal in
accordance with Rule 221,

Relation with Agreement: Article 69

Ihe—éeersaea—ef—the—yége—r&ppe&ear—as—&e-CHAPTER 6 ~SECURITY FOR COSTS
Rule 158 - Security for costs

1. At any time during proceedmgs, following a reasoned request by one party, the Court may order
the other party.to provide adequate security for the legal costs and other expenses incurred and/or

to be incurred by the requesting party. which the other party may be liable to bear. Where the Court

decides to order such security, it shall decide whether it is appropriate to order the security by
deposit.or bank guarantee. .

2. The Court shall give the parties an opportunity to be heard before making an order for security.
Rule 354 shall apply to the enforcement of Appeatthe order.

3. The order for security shall indicate that an appeal may be lodged in accordance with Rule+
22+ Article 73 of the Agreement and Rule 220.2 :

Relation with the Agreement’: Article 69(4)

Rule 159 ~ Security for costs of the Court

Except where deposits are rendered pursuant to Rule 180.2, the Court may order that either or both

parties provide adequate security (either by deposit or bank guarantee) to cover costs incurred
274 -
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and/or to be incurred‘in the proceedings by the Court, pending a cost decision pursuant to Rule
150.1. Rules 158.2 and .3 shall apply. o ' ’
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PART 2 - EVIDENCE
Rule 170 ~ Means of evidence and means of obtammg evndence
1. In proceedings before the Court the means of evidence shall include in particular the following:

(a) written evidence, whether printed, hand-written or drawn, in partxcular documents, written
thness statements, plans, drawmgs photographs;

(b) expert reports and reports on experiments carried out for the purposé of the proceedings;
(c) physical objects, in particular devices, products, embodiments, exhibits, models;

(d) electronic files and audio /'video recordings. |

2. Means of obtaining evidence shall include in particular the following:

(a) hearing of the parties; |

£b(b) requests for infortnation:

(¢) production of documents;

(d) summoning, hearing and questioning of witnesses;

(e) appointing, receiving opinions from, summoning and hearing and questioning of experts;

(D ordering inspection of a place or a physical object;

(g) conducting comparative tests and experiments:

(h) sworn statements in writing (writien witness statements).

3. Means of obtaining evidence shall further include [Article 59 and 60 of the Agreement]:
(a) ordering a party or a third party to produce evidence; : { Formatiert:Block ]
E ; ; . . » F l ! . 1 ‘ * ; '

H{(b) ordering measures to preserve evidence.

Rule 171 ~ Offertng ’of evidence

1. A party making a statement of fact that is contested or likely to be contested by the other party
shall indicate the means of evidence to prove it. In case of failure to indicate the means of evidence
regarding a contested fact the Court shall take such failure into account when deciding the issue in
question. »

2. A statement of fact that is not specxﬁcally contested by any party shall be held to be true as
between the parties.

276 -
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Rule 172 — Duty fo produce evidence : . - Formatiert: Block, Nicht vom néchsten |
: : : Absatz trennen : ’

1. Evidence available to a party regarding a statement of fact that is contested or likely to be< Formatiert: Block
contested by the other party must be produced by the party making that statement of fact.

2. The Court may at any time during the proceedings order a party rhaking a statement of fact t0 |
produce evidence that lies i the control of that party. If the party fails to produce the evidence, the |
Court shall take such failure into account when deciding on the issue in question. z

Relation with Agreement: Article 53

- : g8 :
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CHAPTER 1 - WITNESSES AND EXPERTS OF THE PARTIES
Rule 175 — Written witness statement »

. 1. A party seeking to offer witness evidence sayshall lodge a written witness statement ora wrltten
summary of the evidence to be given.

2. A written witness statement shall be signed by the witness and shall include a statement of the
witness that he is aware of his obligation to tell the truth and of his liability under applicable
national law in the event of any breach of this obligation. The statement shall set out the language
in which the witness shall give oral evidence, if necessary.

3. The written witness Statement or written summary‘ of the evidence to be given shall ‘set'out:

(a) any current or past relationship between the witness and the party offering the evidence: and
(b) any actual or potential conflict of interest that may affect the impartiality of the witness,

Rule 176 — Application for the hearing of a witness in pérsoh -

Where-Subject to the orders of the Court referred to in Rules 104(e) and 112.2(b) a party seeking to
offer oral ‘witness evidence. eannot—obtain—a—wiitten—witness—statement,—it—shall make an#
*Application for the hearing of athe witness in-person-which shall set out-

(a) the reasons why the Wimess' shallshould be heard in person-and;

(b) the facts which the party expects the witness to confirms=; and

(c) the language in which the witness shall give evidence.

Rule 177 ~ Summoning of witnesses to the dral hearing

1. Thé Court may efits-own-motien-order that a witness be heard in person-es; ‘

{a(a) of its own motion;

(b) where a written witness statement is challenged by the other party; or

(bc) on an application for the hearing of a witness%&«pefseﬁ [Rulé 176].

2. An order of the Court su_mmorﬁng a witness to the oral hearing shall in particular indicate;
(a) the name, address and description of the wimess;; | ‘

(b) the date and place of the oral hearings;

(¢) an indication of the facts of the action about which the witness is to be examineds;

(d) information about the reimbursement of expenses incurred by the witnesss;

{B-a statement ésr{e—whe&bef_tﬁg the witness will be questioned by the Court and the parties; and

T ‘
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(f) the language of the proceedings and the possibility of arranging simultaneous interpretation

between that language and the language of the witness, if necessary [Rule 109].

3. In its order summdning the witness, the Court shall also inform the witness of his duties and
rights as a witness under Rules 178 and 179, including the sancnons which may be 1mnosed ona

defaultmg witness, !

Rule 178 - Hearing of witnesses ’ S " «

1. After the 1dent1ty of the witness has been established and before hearing his evxdence, the
re51dmg judge shall ask the witness to make the following declaration:

"I solemnly, sincerely and truly declare and affirm that the evidence I shall give shall be the truth,
the whole truth and nothing but the truth."

2. The witness shall give his evidence to the Court.

3. The hearing of a witness who has signed a writien witness statement shall begin with the
confirmation of the evidence given therem The w1tness may elaborate on the evidence contained
in his written wxmcss statement. :

4. The presiding Judge and the judges of the panel 'may put questiohs to .the’ witness.

5. Under the control of the presiding judge, the parties rhay put questions to the witness. The

presiding judge may prohlblt any question which is not designed to adduce admissible evidence.

6. The Court may allow a witness to give evidence through electronic means, such as v1deo
conference. Paragraphs ltoSand7 shall apply.

7. With the consent of the Courta w1tness may give ev1dence in a language other than the language
of proceedings.

Rule 179 - Duties of witnesses

1. Witnesses who have been duly summoned shall obey the summorns and att end the oral hearing

2. Without prejudlce to paragraph 3; if 4 witness who has been duly summoned fails to appear
before the Court or refuses to give evidence or to make the declaration referred to in Rule 178.1, the
Court may impose upon him a pecuniaty sanction not exceeding [EUR***] and may order that a
further summons be served at the witness's own expense. The Court may send a Letter
Rogatoryletter rogatory to the competent national court pursuant to Rule 202.

3, Nobody shall be obliged to sign 4 written witness statement or to give evidence at an oral hearing
if he/she is a spouse, partner equal to a spouse under applicable national law, descendant, sibling or
parent of a party. A witness may. also refuse to answer questions if answering them would violate a
professional privilege or other duty of confidentiality imposed by the national law applicable to the
witness or expose him or his spouse, partner equal to a spouse under applicable national law,
descendant sxbhng or parent to criminal prosecunon under applicable national law.

L79 .
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4. The Court may decide to report to the competent authorities of the Contracting Member States
whose courts have criminal jurisdiction in case of the giving of false evidence on the part of a
witness. :

Rule 180 — Reimbursement of expenses of witnesses Formatiert: Block, Nicht vom néchsten |

Absatz trennen
Formatiert: Block .

1. A witness shall be entitled to reimbursement of; -
(a) expenses for travelling and stay; and
(b) loss of income caused by his hearing in person.

After the witness has carried out his duties and upon his request the chlstry shall make a payment
to the witness towards the expenses incurred.

2. Where a party has lodged an Application for the hearing of a witness in person, the Couit shall
make the summoning of the witness conditional upon the deposit of a sum sufficient to cover the
expenses referred to in paragraph 1.

3. Where the Court orders of its own motion that 2 witness be heard in person, the funds necessary
shall be provided by the Court.

Rule 181 — Experts of the partieé

1. Subject to the orders of the Court referred to in Rules 104(e) and 112.2(b) a party may providé
any expert evidence that it considers necessary. Rules 175 to 180.1 and .2 shall apply mutatis
mutandis to experts of the parties. :

2. An order of the Court under Rule 177 summoning the expert shall additionally set out that:

(a) an expert has a duty. to assist the Court impartially on matters relevant to his area of expertise
which overrides any duty to the party retaining him: and

(b) an expert is to be independent and ob:ecnve and shall not act as an advocate for any partv to the
proceedings.

Formatiert: Block, Ebene 1
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CHAI;TER 2~ COURT EXPERTS
Rule 185 - Appointment of a court expert

1. Where the Court must resolve a specific technical or other question in relation to the action, it
may of its own motion (and after hearing the parties) appomt a court expert. .

2. The pames may make suggestions regarding the identity of the court expert, his: techmcal or
other relevant background and the questions to be put to him.

3. The court expert shall be responsible to the Court and shall possess the ex;ﬁertise, independence
and impartiality required for being appointed as court expert. The parties shall be entitled to be

heard on the expertise, independence and impartiality of the court expert.

4. The Court shall appomt a court expert by way of order which shall in pamcular specxfy—
(a) the name and address of the expert appomtedu
(b) a short description of the facts of the actions;

(c) the evidence submitted by the parties in respect of the technical or other qﬁe‘stion;;‘

:(d) the questions put to the expert, with the appropriate Jevel of detail, mcludmg where appropnate ,
suggestions relatmg to any experiments to be carried outs; e

{e) when and under what conditions the expert may receive other relevant informations;
(f) the time period for the presentation.of the expert reports; |
(g) information about the reimbursement of expenses incurred by the éxpert;;' ,
(h) information abbut the sanctions which may be imposed ona defaulting eﬁper’t;_g_n_c_l
(i) his duties gnder Ruld 186, _ : » . . _

5. The expe‘rt shall receive a copy of the order, together with the documents and other evidence that
the Court considers to be neceesary for carrymg out his task:

6. The cxpert shall be requlred upon recelpt of the order to confirm in writing that he will present
the expert report within the time period specified by the Court.

7. The Court shall agree with the expert on a fee covermg his written expert report and his
‘participation in the oral hearing. The Court may reduce anythis fee agreed with-the-expertby an
equitable amount if the expert diddoes not deliver his report within the time period specified by the

Court or if the report did not have the quahty to be expected of the expert.

8. Ifan appomtcd court expert does not present his report within the time penod specified or, if

extended at the expert’s request, the extended period, the Court may appoint another expert in his

place. -The Court may hold the expert hable for all or part of the costs of appointing and
_ reimbursing another expett. L

9. The Registry shall maintain an indicative list of techniéal experts. -

.81 .
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Rule 186 — Duties of a court expert

1. The court expert shall present an expert report in wrmng within the time perxod specified by the+
Court [Rule 185.4(f)1. :

2. The court expert shall be under the superv1s1on of the Court and shall inform the Couirt of his
progress in carrying out his task.

3. The court expert shall give expert advice only on questrons whrch have been put to him.

4: The court expert shall not communicate with one party without the other party being present or
without the conserit of the other party. He shall document all communications with the parties in his
report.

5. The court expert shall not communicate the contents of his report to third parties.

6. The court expert shall attend the oral hearing and shall be-epesteanswer questions from the
Court and the parties.

7. The court expert has an overriding duty to assist the Court impartially on matters relevant to his
area of expertise. He is to be mdenendent and objective, and shall not act as an advocate for any

party to the proceedings.

Rule 187 ~Expert report -

Once the-final report of the court expert has been presented to the Court, the Court shall invite the
parties to comment on it either in writing or-during the oral hearing.

Rule 188 — Hearing of a court expertRulesexpert
Rules 178 to 180.1 rmd .3 shall apply mutatis mutandis to a court expert. -

Relation with Agreement.' Article 57

-82-
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CHAPTER 3 - ol O-
I-NFORMA%QNORDER TO PRODUCE EVIDENCE AND TO COMMUNICATE

INFORMATION

ORDER TO PRODUCE EVIDENCE

Rule 190 — Order to produce evidence

1. Where a party has presented reasonably available and plausible evidence in support of its claims
and has, in substantiating those claims, specified evidence which lies in the control of the other
party or a third party, the Court may upon a reasoned request of the party specifying such evidence,
order that party to produce such evidence. -For the protection of confidential information the Court
may_order that the evidence be disclosed to certain named persons only and be subject to
appropriate terms of non-dxsclosure , :

2. During the -written and mtenm procedurcs, a party may request such: an order to produce
evidence:

3. The Judge-rapporteur may make such order in the written procedure or in the interim procedurc

~having grven the other/thn*d party an opportunity to be heard.

4. An order to produce evidence shall in particular specify-:

(a) under whic_h conditions, in what form and within what time period the evidence shall be

‘produced:;

(b) any sanction which may be imposed if the evidence is not produc’ed according to the order.

5. Where the Coutt orders a third party to produce evxdencc, the interests of that third party shall be

. duly taken into account

6. An orderto produce evidence shall be subject to the provisions of Rules 179.3, 287 and 288, The

 order shall indicate that an appeal may be brought in accordance with Article 73 of the Agreement
~ and Rule 220.1.

1. If aparty faxls to comply with an order to produce evidence, the Court shall take such faﬂure nto
account when decxdmg on the issue in question.

Relatlon with Agreement: Article 59
ORDER TO COMMUNICATE INFORMATION
Rule 191 — Application for order to cdrmnunicate information

1 The Court may in response to a réasoned request of a party order the other party or any third

party to communicate such information in the control of that other party or third party as is

specified in Article 67 of the Agreement or such other information as is reasonably necessary for

the purpose of advancing that party’s case—. Rule 190.1 (second sentence), 190.5 and 190. 6 shall
ggly mutatis mutandis. »

;83- .
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- INSPECTION,

CHAPTER 4 -
INSPECHONO RDER TO PRESERVE EVIDENCE QSAISIE) AND ORDER F()R

ORDER TO PRESERVE EVIDENCE (Saisie)
Rule 192 — Application for preserving evndence

1. An Application for preservmg evidence may be lodged bya party (W1thm the meaning of Article
47 of the ‘Agreement) (hereinafter "the applicant”) at the division where the applicant has
commenced infringement. -proceedings on the merits. —If ‘the application  is lodged before
proceedings on the merits have been started it'shall be lodged at:the division where the applicant
intends to start proceedings on the merits;

2. The *Application for preserving evidence shalll contain;
(a) parﬁculars in accordance with Rule 13.1(a) to (%)

(b) a clear indication of the measures requested [Rule 196.11; including the exact location(s) (where

they are known or suspected with good reason) of the evidence to be preserveds;
(c) the reasons why pfeﬁap’ethe proposed measures are needed to preserve relevant evidence;: and

(d) the facts and, if available, evidence relied on in support of the Application.

Where main proceedings on the merits of the case have not yet been started before the Court, the

 Application shall in addition contain a concise description of the action which will be started before

the Court, including an indication of the facts and evidence which wilimay be relied on in support,

3. Where the applicant requests that measures {o preserve evidence be ordered without hearing the
other party (hereinafter "the defendant'), the Application for preserving evidence shall in addition
set out the reasons for not hearing the defendant having regard in particular fo Rule 197,
applicant shall be under a duty to disclose any material fact known to it which might influence the
court in deciding whether to make an order without hearing the defenidant. The application shall not
be entered on the register until notice has been given to the defendant pursuant to Rule 197.2.

4. Where the Application for preserving evidence is lodged after main proceedings on the merits of
the case have been started before the Court, the Application shall be drawn up in the language of
the proceedings. Where the Application is lodged before main proceedings on the merits of the
case have been started before the Court, Rule 14 shall apply mutatis mutandis.

5. The applicant shall pay the fee for the Application for preservmg evxdence [EUR***] in
accordance with Part 6. Rule 15.2 shall apply mutatis mutandis.

' Relation with Agreement: Article 60

Rule 193 — Examination as to formal requirements, recordmg in the reglster, assxgnment to+
panel desxgnatmn of Judge-rapporteur, single judge
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1. Where main proceedings on the merits of the case have not yet been started before the Court, the
Application for preserving evidence shall be dealt with in accordance withRulewith Rule 16
(formalities examination by Registry), Rule 17.1(a) to (¢) and .2 (date of receipt, recording in the
register, action number, assignment to panel) and Rule 18 (designation only of judge-rapporteur by
presiding Judge)

2. Where main proceedings on the merits of the case have already been started before the Court, an
Application for preserving evidence shall immediately be examined by the Registry in accordance
with Rule 16 and forwarded to the panel to which the action has been assigned or to the smgle
judge to whom the action has been aSSIgned- [Rules 17.2 and 194.3 and 4].

3. The—;udge—m-ppeﬁeaf—er—smg%e _]udge deciding on an Application for preservmg evidence shall
have all necessary powers of the Court.

Rule 194 - Examination of the Applicatidn for preserving evidence ’ - ormatiert: Block, Ebene 1
1. The Court shall have the discretion to: IR -

(a) inform the defendant about the Application and invite him to lodge, within a time period to be
specified, an *Objection to the Apphcanon for preserving evidence which shall contain-;

(1) the reasons why the Apphcatlon shall fail;;

. (ii) the facts and evidence relied on, in particular any challenge to the tacts and evidence
relied on by the applicants;

(iii) where main proceedings on the merits of the case have not yet been started before the
Court, the reasons why the action which will be started before the Court shall fail and an
indication of the facts and evidence rehed on in support;

(b) summion the parties to an oral hearmg,

(c) summon the applicant to an oral hearmg w1th0ut the presence of the defendant;
(d) decide the Application without having he_'ard the defendant.

2 In exercising its discretion, the Court shall take into account

(a) the urgency of the actlon

(b) whether. the reasons for not hearmg the defendant [Rule 192.3 and Rule 197] appear
well-founded,_1

(c) the probability that evidence may be dcstroyed or otherwise cease to be available [Rule 1971.

3. The presiding judge may dec1de that he or the judge-rapporteur or other single judge or the
standing judge may decide on the Apphcanon

4.- In cases of extreme urgency the applicant may apply w1thout formality for an order to preserve
evidence to the standing judge -designated -in accordance with Rule 345.5. The standing judge shall
decide the procedure to be followed on the Application.

- 86 -
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5. If the Court decides to inform the defendant about the Application the Court will first give the
applicant the possibility to withdraw the Application. -In the eventof such withdrawal the applicant
may - request that the Court shall ‘order that the the Apphcatxon and its- contents  shall' remain
confidential.

6. If the patent the subject of the Application is also the subject of a Protective Letter pursuant to
" Rule 207 the applicant may withdraw the Application pursuant to paragraph 5.

Rule 195 ~ Oral hearing

1. Where the ‘Court decxdes to summon the pames to an oral hearmg, the date for the oral hearing
shall be set as- soon as possible after the date of recelpt of the Application for preserving evidence.

2. Rules 111 to 116 shall apply mutatis mutandts Where the applicant is absent from the oral
hearing without a reasonable excuse; the Court shall reJect the Application for preserving evidence.

3. The decision of the Court on the Apphcauon for preserving evidence shall be given in writing as
soon as possible after the closure of the oral hearing. If the Court deems appropriate, the decision
may be given orally to the parties at the end of the oral hcarmg but shall as soon as pract1cab1e
. thereafter be given in writing. : :

Relanon with Agreement Article 60 '
vRule 196 - Deexs&eﬂOrder on the Application for preserving ewdence : .
‘1. The Court rhay order, in particular, the following: »
(2) preserving ev1dence by detailed description, with or without the takmg of samples;
l b) physmal seizure of allegedly mfrmgmg goods

. (¢) physical seizure of the m atenals and implements used in the production and/or dlsmbutlon of
_these goods and any related documents; :

(d) the preservation and chsclosure of dxg;tal medla and data and the disclosure of any gassword
neccssa.ry to access them.

For the protection of confidential information the Court may order that any of the above b (FormatiertiBlock |
disclosed only to certain named persons and subject to appropriate terms of non-disclosure.

2. An order to preserve evidence shall specify that, unless otherwise ordered by the Court, the
_ outcome of the measures to preserve evxdence may only be used in the proceedings on the merits of
the case. ~

3. The order to preselfve‘ evidence shall be enforceable imiﬁediately, unless the Court decides
otherwise. The Court may set conditions to the enforceability of the order, specifying in particular;

(a) who may represent the applicant when the measures to preserve evidence are being carried out
and under what conditionss; ,

(b) any security which shall be provided by the applicant.

-87- , : :
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If necessary, the Court may set penalties apphcable to the applicant if these condmons are not
observed.

4, The order to preserve evidence shall specify a person who shall carry out the measures referred
to in paragraph 1 and present a written Report on the measures to preserve evidence, all in
accordance with the national law of the place where the measures are executed, to the Court within
a time period to be specified. '

*5. The person referred to in paragréph 4 shall be a professional person or expert, who guarantees

expertise, independence and impartiality. Where appropriate and allowed under applicable national
law, the person may be a bailiff or assisted by a bailiff. In no circumstances may an employee or
director of the applicant be present at the execution of the measures.

6. The Court may order the applicant to provide adequate security for the legal costs and other
expenses and compensation for any injury incurred or likely to be incurred by the defendant which
the applicant may be liable to bear. The Court shall do so where the order to preserve evidence was
made without the defendant having been heard. -The Court shall decide whether it is appropnate to
order the security by deposit or bank guarantee.

7. The order to preserve evidence shall indicate that an appeal may be lodged Lin accordance with
- Article- 73 of the Agreement and Rule 220.1.

Relation with Agreement: Article 60(1)-(4)
Arsiole 7-Directive J00IHSIEC

Rule 197 ~ Order to preserve evidence without hearing the defendant -

1. The Court may order measures to preserve evidence {Rule 196. l}lkwithout the defendant having
been heard, in particular where any delay is likely to cause irreparable harm to-the applicant or
where there is a demonstrable ‘risk of ev1dence being destroyed or otherwise ceasing to be
available.

2. Where measures to preserve evidence are ordered without the defendant having been heard, Rule
195 shall apply mutatis mutandis 1o the oral hearing without the presence of the defendant. In such

cases, the defendant shall be given notice, without-delay-and-at-theJatest-immediately -aftesat the
time of the execution of the measures.

3. Within +0-wesling30 days after the execution of the measures, the defendant may. request a
review of the order to preserve evidence. The *Request for review shall set out;

(a) the reasons why the order to preserve evidence shall be revoked or modifieds; and
(b) the facts and evidence relied on.

4. The Court shall order an oral hearmg to review the order without delay. -Rule 195 shall apply.
The Court may modify, revoke or confirm the order. In case the order is modified or revoked the

Court shall oblige. the persons to whom confidential information has been disclosed to keep this

information confidential: [Rule 196. 1}]_

288
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Relation with Agreement: Article 60(6)

Avticle 7 Directive 200414 8/EC]

;

Rule 198 — Revocation of an order to preserve evidence i

1. The Court shall ensure that an order to preserve evidence is revoked or otherwise cease to have
effect, upon request of the defendant, without prejudice to the damages which may be claimed, if,
within a time period not exceeding 31 calendar days or 20 working days from the date of the order,
whichever is the longer, the applicant does not start proceedmgs on the ments of the case betore the
Court.

2. Where the measures to preserve evidence are revoked, or where they lapse due to any act or
omission by the applicant, or where it is subsequently found that there has been:no infringement-or
threat of infringement of the patent, the Court may order the applicant, upon request of the

defendant, to provide -the defendant appropriate. compensation for any injury caused by those -

measures [Rule 354.4].

Relation with Agreement: Article 60(8) and (9)

fArsicle 7 Directive 2004488C) -
ORDER FOR' INSPECTION

Rule 199 Order for inspection

1. The Court may, either of its own mouon (but only after hearmg the parnes) or on a reasoned
‘request by a party, order an inspection of products, devices, methods, premises or local situations in
situ. -For the protection of confidential information the Court may order that any of the above be
disclosed only to certain named persons and subject to appropriate terrm of non—dlsclosure in
accordance with Article 58 of the Agreement.

2. Rules 192 to 197 and Rule 198.2 shall apply musatis mutandzs. .

Relation with Agreement. Article 60

1
(
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CHAPTER 5 ~ OTHER EVIDENCE
Rutle 200 = Order to freeze assets

1. -Where a party has present'cd reasonably available and plausible evidence in support of its claim
that a patent has been or is about to be infringed the Court may, whether befdre or after proceedings
have been commenced, order a party not to remove from its jurisdiction any assets or particular
assets located therein nor to deal in any assets, whether located in-within its jurisdiction or not.

2. -Rules 1926192 ‘to 197 and 198.2 shall apply mutatis mutandis.
Relation with Agreement: Article 61 ‘
Rule 201 — Experiments ordered by the Court

1. Without prejudice to the possibility for parties or parties’ expcrts to carry out experiments, the
Court may, of its own motion (but only after hearing the parties) or on a reasoned request by a
party, order an experiment to prove a statement of fact for the purpose of proceedmgs before the
Court.

2. A party requesting to be allowed to prove a statement of fact by means of experiments shall
lodge a -request as soon as practicable in the written procedure or the interim procedure to carry out
-experiments which shall; :

(a) identify the facts intended to be established by’ the experiments, describe the proposed
experiments in detail and the reasons for carrying out the proposed experimentss;

(b) propose an expert to carry out such experimentss; and
(c) disclose any previous attempts to carry out similar experiments. -

3. Other parties to the proceedings shall be invited to state whether they dispute the facts intended
to be established by the experiments. ~They shall also be invited to comment on the request,
including the identity of the expert proposed and the description of the experiments.

4. Unless otherwise ordered by the Court the party requesting experiments shall initially bear the
costs of the experiment.

5. The order of the Court allowing the experxments shall spemfy the detailed experiments and;

(a) the name and address of the expert or experts who are to carry out the expenments as Court's
expert(s) and draw up the report on the experimentss;

(b) the time period for carrying out the experiments and, where appropriate, the exact time and
place where they are to be carried outy;

(c) if necessary, other conditions for carrying out the experiments;; and

(d) the time period for presentmg the report on the experiments and, where appropriate, directions
relating to the contents of the feport:

.90 -
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6. Where appropriate, the Court may order that the expenments be carried out in the prcsence of the

- parties and their experts.

7. Once the report on the experiments is presented to the Court, it shall invite the parties to
comment on it either in writing or durmg the oral hcarmg The expert(s) may be summoned to the
oral hearing.

Rule 202 - Letters rogatory

1. The Court may; of its own motion (but only after hearing the parties) or on a reasoned request by
a party, issue letters rogatory for the hearing of witnesses or experts by other competent courts or
authorities. Rule 180 shall apply.

2. The Court shall draw up letters rogatory in the language of the competent court or authonty or
shall attach to such letters a translation into that language.

-3, Subject to paragraph 4, the competent court or authority shall. apply national law as.to the

procedures to-be followed in executmg such requests and, in' particular; as to the appropriate
measures of compulsion. .

4, The Court shall be informed of the time When, and the place where, the entpﬁry or other legal '
measure is to take place. It may inform the parties, witnesses and experts concerned.

.91 , . .
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PART 3 -~ PROVISIONAL ME\ASURESL __________________________________
Rule 205 — Stages of the proceedings (summary proceedings) ‘ : -
Summary proceedings before the.Court of First Instaﬂce shall consist of the following stages:

(a) a written proceduré; 3@ ‘ |

(b) an oral procedure, which may include an oral hearing of the parties or of one of the parties.

Rule 206 — Application for provisional measures - o -

1. An Application for-provisional measures rhay be lodged by a party (hereinafter "the applicant")«
before or after main proceedings on the merits of the case have been started before the Court. =

P

2. An *Application for provisional measures shall contain;
(a) particulars in accordance with Rule 13.1(a) to (i)
(bya indication of the provisi_ohal measures which are being requested [Rule 211.13-L;

(c) the reasons why provisional measures are necessary to prevent a threatened infringement, to
forbid the continuation of an alleged infringement or to make such continuation subject to the
lodging of guarantees;; :

(d) the facts and evidence relied on in support of the Application including evidence to support the
claim that provmonal measures are necessary including the matters referred to in Rule 211.2 and
3;;and ;

(e) a ‘concise description of the action which will be staited before the Court, including an
indication of the facts and evidence which will be relied on in support of the main proceedmgs on
the merits of the case.

3. Where the applicant requests that provisional measures be ordered without hearing the other
party (hereinafter "the defendant") the *Application for provisional measures shall in addition
contam B

(a) the reasons for not hearing the defendant having regard in particular to Rule 197;; and

(b) information about any prior correspondence between the parties concerning the alleged
infringement.

4. The applicant shall be under a duty to disclose any material fact known to it which might
influence the Court in deciding whether to make an otder without hearing the defendant including
any pending proceedings and/or any unsuccessful attempt in the past to obtain prov1smnal
measures in respect of the patent (or patents).

5. Rule 14 shall apply mutatis mutandzs The applicant shall pay the fee for the Application for
provisional measures [EUR**#], in" accordance with Part 6. Rule 15.2 shall apply mutatzs
mutandis. - :

Relation with Agreement Articles 32( 1)(¢c) and 62

9. .
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Rule 207 ~ Protectlve letter

1.Ifa person entitled to start proceedings under Article 47 of the Agreement considers it likely that
an Application for provisional measures against him as a defendant may be lodged before the Court
in the near future, he may file a Protective letter.

2. The *Protective letter shall be filed with the Regrstry in the language_(_) of the patent(_) and shall

contam-

(a) the name of the defendant or detendants hlmg the Protective letter and of the defendant's
representatives;

(b) the name of the presumed applicant or apghcants for provrstonal measuress;

(c) postal and electronic addresses for service on the defendant ﬁlmg the Protective 1etter and the

names of the persons authorised to accept servrce,_\ ’

(d) postal and, where available, electronic addresses for service on the presumed applicant or.
applicants for provisional measures and the names of the persons authorised to accept service if-

knowns;

(e) where available, the number of the patent (or patents) concerned and, where applicat)le,
information about any prior or pending proceedings referred toin Rule 13. 1(h)-),

(D the statement that the letter isa Protectrve letter
The Protective letter may contain:

(g) an indication of the facts relied on, WhJCh may include a challenge to the facts expected to be
relied on by the presumed applicant or applicants and/or, where applicable, any assertion that the
patent (or patents) i is (are) invalid and the grounds for such assertions;

«(h) 'any available written evidence relied ons;

(i) the arguments of law, mcludmg the reasons why any Application for provrsronal measures
should be rejected :

3. The defendant or defendants ﬁlmg the Protective letter shall pay the fee for filing a Protecnve
letter [EUR***], in accordance with Part 6. -Rule 15.2 shall apply mutatis mutandis.

4. The Regrstry shall as soon as practicable examine whether the requirements of paragraphs~ 2(a)

to (f) and 3 have been complied with. If these requirements have been complied with, the Registry

shall as soon as practrcable—

(a) record the date of receipt and ass1gn a number to the Protective letters;
(b) subject to Rule 207.6, record the Protective letter in ther_egis'ter;;
(c) provide details of the Protective letter to all local and regional divisions; and

d) where an Application for provisional measures has aiready been lodged, inform the panel or the
single judge dealing with the Application about the filing of the Protective letter.

-93.- ;
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5.1If the defendant has not complied with the requ1rements of paragraphparagraph 2 the Registry
shall as soon as practicable invite the defendant to;

(a) correct the deficiencies within 14 days_of service of such notification; and

(b) where applicable, pay the fee referred to in paragraph 3.

6.- The protective letter shall not be pubiicly available on the register until it has been forwarded to
the applicant pursuant to Rule 207.7.

7. Where an Application for provisional measures is subsequently lodged- the Registrar shall
forward a copy of the protective letter to the panel or judge appointed under Rule 208 together with
the Application for provisional measures and shall forward a copy to the applicant or applicants as
soon as practicable.

8. If no Application for provisional measures has been lodged within six months from the date of
receipt of the Protective letter, the Protective letter shall be removed from the register unless the
person who has lodged the Protective letter has prior to the expiry of such period applied for an

- extension of six months and paid a fee for the extension [EUR***] in accordance with Part 6
Further extensions may be obtained on further payments of the fee.

8. Rule 15.2 shall apply mutatis mutandis.

Rule 208 — Examination as to formal requxrements, recording in the register, assxgnment to
" panel, designation of judge-rapporteur, single judge

1. The Application for provisional measures shall be examined by the‘Registry in accordance with

Rule 16. The Registry shall in addition examine whether any Protectlve letter relevant for the
Apphcatwn is recorded in the register.

2. Where main proceedings on the merits of the case have not yet been started before the Court,
Rule 17 (date of receipt, recording in the register, action number, assignment to panel) and Rule 18
(designation of judge-rapporteur by presiding judge) shall apply mutatis mutandis. In-urgent cases,
the presiding judge may decide that he or an experienced judge of the panel, acting as single judge,
may decide on the Application in accordance with Rules- 209 to 213 with a reduced time-table.

3. Where main proceedings on the merits of the case have already been started before the Court, the
Application for provisional measures shall immediately be forwarded to the panel to which the
action has been assigned or to the single judge. In urgent cases (where the action has not been
assigned to a single judge), the presiding judge may decide that he or the judge-rapporteur, acting
as single judge, may decide on the Apphcanon in accordance w1th Rules-209 to 213 with a reduced
time-table.

4. The single judge deciding on the Application for prov1sxonal measures shall have all necessary
powers of the Court.

Relation,with—draﬁ Statute: Article 19
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Rule 209 —‘Examination of the Applicétion for provisional measures _ * Formatiert: Block, Nicht vom néichsten |

1. Without prejudice to the Court's dcc1sxon on the Application for prov1s1onal measures, the Court+
shall have the discretion to-;

(a) inform the defendant about the Application and invite him to lodge; within a time period to be
specified, an *Objection to the Application for provisional measures which shall contain;

() the reasons why the Application sha]l fail;;

(ii) the facts. and evidence relied on, in particular any challenge to the facts and evidence
- relied on by the apphcant and

“(iii) where main proceedings on the. merits'of the case have not yet been started: before the
Court, the reasons why the action which will be started before the Court shall fail and the
facts and evxdencc relied on in supports;

(b) summon the parties.to an oral hearings;
© summon the apphcant to an oral hearing without the presence of the defendant.
2.In exermsmg its discretion pursuant to Rule 209 the Court shall in pamcular take into account;

(2) whether the patent has been upheld in an opposition procedure before the European Patent
Office or has been the subject of proceedings in any other courts;

(b) the urgency of the actions;

(c) whether the apphcant has requested provisional measures without hearing the defendant and
whether the reasons for not hearing the defendant appear well—founded,—, and . »

(d) any Protective letfer filed by the defendant; the Court shall in pamcular consider summoning
parties to an oral hearmg if a relevant Protectlve letter has been filed by the defendant.

3.In cases of extreme urgency the standing judge appointed in  accordance with Rule 345.5 may:
decide immediately on the Application for provisional measures and: the procedure to be followed
on the Application.

4. If the applicant has applied for provisional measures without hearing the defendant and the Court

decides not to grant provisional measures without hearing the defendant the applicant may

withdraw the Application and may request that the Court order that the Application and the
contents of the Application remain confidential. :

Rule 210 - Oral hearing

1. Where the Court decides to summon the parties to an oral hearing, the date for the oral hearing
shall be set as soon as possible after the date of receipt of the Application for provisional measures.

2. The Court may order the partiés to provide further information, documents and other evidence
before or during the oral hearing, including evidence to enable the Court to make its decision m

_95. _ ~ ,
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accordance with Rule 211. Part- 2 of these Rules on Evidence shall be applicable only to the extent
determined by the Court

3. Rules 111 to 116 shall apply mutatis mutandis. Where the applicant is absent from the oral
hearing without a, reasonable excuse, thc Court shall reject the Application for provisional
measures.

4. The decision of the Court on the Apphcatlon for provmonal measures shall be given in wrrtmg
as soon as possible aftér the closure of the oral hearing. If the Court deems appropriate, its decision
may be given orally to the parties at the end of the oral hearing, prior to providing its decision in

writing.

Rule 211 ——B_eeisienbrder on the Application for provisional measures
1. The Court may in particular order the following provisional measures:
(a) injunctions against a defendant;

(b) the seizure or delivery up of the goods suspected of infringing a patent right so as to prevent
their entry into or movement within the channels of commerce;

(¢) if an applicant demonstrates circumstances likely to endanger the recovery of damages, a
precautionary seizure of the movable and immovable property of the defendant, mcludmg the
blocking of his bank accounts and other assets;

(d)—make an interim award of costs. -

2. In taking its decision the Court may require the applicant to provide reasonable evidence to
satisfy the Court with a sufficient degree of certainty that the applicant is entitled to commence
proceedings pursuant to Article 47, that the patent in question is valid and that his rrght is being
infringed, or that such infringement is imminent.

3.In taking its decision eﬂ-&heApphea&eﬂ—fer—pfews*eﬂel—me&safes—&he-the Court shall havein the

exercise of its discretion te-weigh up the interests of the parties_and. in particular, take into account
the potential harm for either of the parties resultmg from the granting or the refusal of the
injunction.

44, The Court shall have regard to any unreasonable delay in seeking provisional measures.

5. The Court may order the applicant to provide adequate security for appropriate compensation fo
any injury likely to be caused to the defendant which the applicant may be liable to bear in the
event that the Court revokes the order for provisional measures. ~The Court shall do so where
interim measures are ordered without the defendant having been heard. The Court shall decide
whether it is appropriate to order the security by deposit or bank guarantee. -The order shall be
effective only after the secunty has been given_to the defendant in accordance with the Court’s
decxsron

5. The deeisionorder on provisional measures shall indicate that an appeal may be brought in

accordance with Article 73 of the Agreement and Rule 220.1.

- 96 -
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Relation with Agreement 60(9).

Relation with Agreement: Article 62(2) and (4)
Rule 212 ~ DecisienOrder on provisional measures without hearing the defendant -

1. The Court may only order pfovisional measures without the defendant having been heard in
cases where any delay is likely to cause irreparable harm to the applicant. Rule 197 shall apply
mutatzs mutandis. ,

2. Where provisional measures are ordered without:the defendant having been heard, Rule 210
shall apply mutatis mutandis to the oral hearing without the presence of the defendant. In such
cases, the defendant shall be given notice of the provisional measures w1thout delay and'at the
Iatest 1mmed1ately at the time of execution of the measures.

Relation with. Agreement: Article 60(5 ) and (6 ).

- Rule 213 ~ Revocation of provisionai measures

1. The Court shall ensure that provisional measures are revoked or otherwise cease to have effect,

* upon request of the defendant, without prejudice to the damages which may be claimed, if, within a

time period provided for in the Court’s order, not exceeding 31 calendar days or 20 working days,
whichever is the longer, from the date of the Court’s order, the apphcant does not start proceedmgs
on the merits of the case before the Court. o

2. thre provisional measures are revoked, or. where they lapse due to any act or omission by the

applicant, or where it is subsequently found that there has been no infringement or threat of

infringement of the patent, the Court shalimay order the applicant, upon request of the defendant,
to provide the defendant with appropriate compensation for any injury caused by those measures

[Rule 354.4].
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PART 4 - PROCEDURES BEFORE THE COURT OF APPEAL
Rule 220 - Appealable decisions

1. An‘appeal by a party adversely affected may be brought agamst-
(a) final decisions of the Court of First Instances;

(b) decisions terminating proceedings as regards one of the parties;;

(c) decisions-or-erdersOrders referred to in Articles- 49(5), 59, 60, 61, 62 or 67 of the Agreement.

2. Orders other than those referred in Rule 220.1 and Rule 97.5. shall be the subject of an appeal
together with the appeal of the decision or may be appealed with the leave of the Court within 15
days of service of the court’s decision to that effect. In the event of a refusal of the Court of First
Instance to grant leave within 15 days of its order, an annhcanon to the Court of Appeal may be
made pursuant to Rule 221.* : :

3. The Court of Appeal may hear appeéls against separate decisions on the merits in infringement
proceedings and in validity proceedings together.

Relation with Agreement: Article 73

[Examples of final decisions of the Court of First Instance: Rule 118 (decision on the merits), Rule
140 (decision on the award of damages), Rule 157 (decision oni-costs)] .

* .Note to Rule 220.2

Seme—membeesMember of the Drafting Committee believe-there-is-n-lackofclarityindo not agree
as to the construction of ‘Article 73(2)(b)(n) as-teand the proper meaning of “Court”. It is for the
Court of Appeal to resolve this. The

the-Asticleinprovisions of Rule 220.2, second sentence, Rule 221.1 referring to Rule 220.2 and the
references to Rule 221 and Rule 224 have been included provisionally so that a procedure exists if
the Court of Appeal decides that it may also grant leave to appeal. The members who construe

Article 73 as only allowing the Court of First Instance to grant leave to aggcal do niot agree to those
yx&amx&

Rule 221 ~ Application for leave to appeal

1. A party adversely affected by a decision eserder-referred to in Rule 157 or a refusal to grant
leave to appeal an order pursuant to Rule 220.2 may lodge an Application for leave to appeal to the
Court of Appeal within 15 ealeadar——days of service of the decision es-erder—of the Court refusing
Ieave to appeal.

' 2 The *Application for leave to appeal shall set out-:
(a) the reasons why the appeal should be heard:;
(b) where necessary, the facts, evidence and arguments retied on.

-98- .
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3.The President of the Court of Appeal shall assign the Application for leave to appeal to a—smgle
‘judgethe standing judge (Rule 345.5 and .8) who shall decide on granting 8ave to appeal.

-4. If Jeave to appeal a cost decisfon is gganted the standing judge shall decide the appeal.

* discretion, the Court shall in particular take into account;

- Rule 223 — Application for suspensive effect

4. In cases of extreme urgency the applicant may apply at any time without formality for an order

‘5 There shall be no susgenswe effect for an apgeal of an order pursuant to Rule 220 2.

1901 2-9516-31-260-2014

Rule 222 ~ Subject-matter of the proceedings before the Court of Appeal : « Fg;amatlem Block, Nicht vorn nachsten |
: : ' Absatz trennen i

1. Requests, facts, evidence and arguments submitted by the parties under-Rules- 221, 225, 226, Formatiert: Block
236 and 238 shall, subject to paragraph- 2, constitute the subject-matter of the proceedings before
the Court of Appeal. The Court of Appeal shall consult the file of the proceedmgs before the Court
of First Instance.

2. Requests, facts and evidence which have not been submitted by a party during proceedings
before the Court of First Instance may be disregarded by the Court of Appeal. When exercising

(a) whether a party seeking to lodge new submissions is able to Jjustify that the new submissions
could not reasonably have been made during proceedings before the Court of First Instanc’e :

(b) whethesthe re]evance of the new submissions afe-h&gh}y-feie%ﬁt—for the dec1s10n on the appeal,_,
(c) the posmon of the other party regarding the lodging of the new subtmssmns. :
Relation with Agreement: Article 73(4) - L

FArsiele A2 EPCY .

1A party may lodge an Application for suspensive effect in accordance thh Article 74 of the
Agreement

2. The *Apphcatlon for suspensive effect shall set out:
(a) the reasons why the lodgmg of the appeal shall have suspensxve effect
(b) the facts, evxdence and arguments relied-on. -

3. Rule 2213 shall apply mutatis mutandls —~The Court of Aggeal shall decide the Apphcatlon
w1thout delay.

for suspensive effect to the standing judge [Rule 345.5 and .8].- The standing judge shall have all
the powers of the Court of Appeal and shall decide the procedure to be followed on the apphcatxon

Relatton with Agreement: Article 74

299. .
L.LIVE EMEA1:15571909L LIVE EMEAL:16175270v2

104 | 290



1901.2-9516-31-260-201'4

CHAPTER 1 - WRITTEN PEOCEDURE .
SECTION 1- STATEMENT OF APPEAL, STATEMENT OF GROUNDS OF APPEAL { Formatiert:Block ]

Rule 224 — Time periods for lodging the Statement of appeal and the Statement of grounds of
appeal

1. A Statement of appeal shall be lodged by the appellant;
(a) within two months of service of a decision feferred to in Rule 220.1(a) and (b}): or

(b) within 15 ea%eﬂéar—days of service of a-decision-oran order referred to in Ru-}es-Rule 220.1(c)
and-2or a decision referred to in Rule 220.2 or in Rule 221.3.

2. The Statement of grounds of appeal shall be Iodged by the appeHant-
(a) within four -months of service of a decision referred to in Rule 220.1(a) and (b3); or

(bj within 15 ea%eﬁd-ar—days of service of a decision exreferred to in Rule 157 or an order referred to
in Rules-Rule 220.1(c) and-or a decision referred to in Rule 220.2 or in Rule 221.3.

Relation with Agreement: Article 73(1) and (2)

Rule 225 - Contents of the Stafement of appeal

The *Statemént of appeal shall contain;

(a) the names of the appéllant and of the appellant’s representative;;
(b) the names of the respondent and of the respondent's representatives;

(c) postal and electronic addresses for service on the appellant and on the respondent, as well as the
names of the persons authorised to accept services; :

(d) the date of the decision or order appealed against and the action number attributed to the file in
proceedings before the Court of First Instance;, and :

(e) the order or remedy sought by the appellant, including any order for expedition of Lhe aggeal :
pursuant to Rule 9.3(b) and the reasons justifying such order for expedition.

Rule 226 — Contents of the Statement of grounds of appeal

The *Statement of grounds of appeal shall contain-;

(a) an indication of which parts of the decision cr order are contesteds;
(b) the reasons for setting as1de the contested decision or orders; and

" (c) an indication of the facts and evidence on which the appeal is based in accordance with
Rule-222.1 and 2. :

[Rule 99 EPC]

- 100 -
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Rule 227 — Language of the Statement of appeal and of the Statement of grounds of appeal

1. The Statement of appeal and the Statement of grounds of appeal shall be drawn up-:

(a) without prejudice to Article S0(3) of the Agreement in the language of the proceedmgs before

* the Court of First Instance; or

b) where the parties have agreed in accordance with Article 50(2) of the Agreement, in the
language in which the patent was granted.~ Where the parties have agreed in accordance with
Article 50(2) of the Agreement, evidence of thie respondent's agreement shall be lodged by the
appellant together with the Statement of appeal.

Relationship with 'A-gre.ement: Article 50
Rule 228 — Fee for the appeal

The appellant shall pay the fee for the appeal [EUR***], in accordance w1th Part 6. Rule- 15. 2 shall
apply mutatzs mutandzs

“ Rule 229 — Examination as to formal t'equirements of the Statement of appeal

. 1. The Registry shall, as soon as practicable after the lodging of the Staternent of appeal, examme

whether the requirements of Rules 224.1, 225, 227 and 228 have been complied with.

2. 1f the appellant has not comphed thh the requirements referred to in Rules 225, 227 and 228, the
Registry shall invite the appellant 10:

(a) correct the deficiencies within 14 days; and
b where applicable, pay the fee for the appeal within 14 days.

If the appellant has not met the requirement of paragraph 1 or if the applicant faxls to correct the
deficiencies or pay the fee the Registry shall inform the President of the Court of Appeal who shall
reject the appeal as inadmissible by a decision by default. -He may give the appellant an
'opportunity to be heard beforehand.

Rule 230 — Recording in the register (Court of Appeal)

1 If the Statement of appeal comphes with the requ irements referred to in Rule 229 1 the Reglstry
shall; . .

(a) record the date of recexpt to the Statement of appeal and aan action number o the appeal file—;
(b) record the appeal file in the registers;

(¢) inform the appellant of the action number and the date of receipt:; and .

{d) serve the Statement of appeal on all parties to the proceedings at ﬁrst instance.

-101 - . ~ ~
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2. The President of the Court of Appeal shall assign the action to a panel. Unless-otherwise-agreed
byl : . ' » e

3. The panel the-mostsenioriudge-shall be-as soon as practicable decide whether to grant any order«
for expedition pursuant to Rule 225(e) having given the presidingjudgeparties an opportunity to be
heard.

Rule 231 —~ Designation of the judge-rapporteur ! Formatiett: Block, Nicht vom néichsten [
Absatz trennen ) i

Formatiert: Block

The presiding judge of the panel to which the action has-been assigned shall designate one judge of
the panel as judge-rapporteur. -The presiding judge may designate himself as the judge-rapporteur.
The Registry shall as soon as practicable notify the appellant and respondent of the identity of the
judge-rapporteur. :

Rule 232 — Translation of file

1. If the language of the proceedings before the Court of Appeal is not the language of the
proceedings before the Court of First Instance, the judge-rapporteur may order the appellant to
lodge, within a time period to be specified, translations into the language of the proceedings before
the Court of Appeal of-;

(a) written pleadings and other documents lodged by the parties before the Court of First Instance,
as specified by the Judge-rapporteur

(b) decisions or orders of the Court of First Instance.

2. If the appellant fails to lodge the translations under paragraph 1 within the period specified, the
Courtof Appealmayjudge-rapporteur shall reject the appeal by a decision by default in accordance
with Rule 357. The-panelle may give the appellant an opportunity to be heard beforehand.

3. The appellant may request that documented costs of translations be taken into account when the
Court fixes the amount of costs in accordance with Part 1, Chapter 5.

Relation with Agreement: Article 50(2) and (3)
Rule 233 ~ Preliminary examination of the Statement of grounds of appeal

1. The judge-rapporteur shall examine whether the Statement of grounds of appeal satisfies the
requirements of Rule 226. » :

2. If the Statement of grounds of appeal does not comply with the reqnirementé of Rule 226, the
judge-rapporteur shall give the appellant leave to amend the Statement of grounds of appeal within
such period as he may decide. -If the appellant fails to amend the Statement within such period the

Ceurt-of-Appeatjudge-rapporteur may reject the appeal as inadmissible. The-panelsmayHe shall
give the appellant an opportunity to be heard beforehand.

3. Grounds of appeal which are not raised within the period specified for the Statement of grounds
of appeal in Rule 224.2 shall not be admissible.

o-102 - . f
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Rule 234 - Challenge to the dec’isionlito reject an appeal as inadmissible

1. The appellant may challenge a decision to feject the appeal as inadmissible under Rules-224.1,

©229.2 or 233.2 within one month of servxce of the decision, without providing new grounds of

appeal.

2. The panel to which the action has been assxgned under Rule 230.2 shall decide any challenge
under paragraph 1.

3.Ifa dec1s1on to ICJGCt an appeal as madrmssxble is set aside, the appeal shall take its normal
course.

SECTION 2 -~ STATEMENT OF RESPONSE
Rule 235 —~ Statement of response

1. Within three months of service of the Statement of grounds of appeal pursuant to Rule 224.2(a),
any other party to proceedings before the Court of First Instance (hereinafter "respondent”) may
lodge a Statement of response, which shall be served on the appellant.

2. Within 15-calendas days of service of grounds of appeal pursuant to Rule 224.2(b), any other
party to proceedings before the Court of First Instance (hereinafter "respondent”) may lodge a
Statement of Response, which shall be served on the app_gllan

Rulek236 — Contents of the Statement off response
1. The *Statement of response shall contain:
(a) the names of the respondent and the respondent's representatives;

(b) postal and electronic addresses for service on the respondent and the names and addresses of the
persons authorlsed to accept serv1ce,4

(c) the action n_umber of the appeal files; and

' (d) a response to the grounds of appeal

2. The respondent may support the decision of the Court of First Instance on grounds other than
those given in the decision. -

Rule 237 — Statement of cross-appeal '

1. A party who has not lodged a Statement of appeal within the period referred to in Rule 224.1

may still bring an appeal by way of cross-appeal within the period referred to in Rule 235 if one of
the other parties has lodged a Statement of appeal. : -

2. A *Statement of cross-appeal shall be included m the Statement of response. It shall compl)} with
the requirements of Rules 225 and 226. Rules 229 and 233 shall apply mutatzs mutandis to the
Statement of cross-appeal.

3.A Statemen‘t of cross-appeal shall not be admissible in any other way or at any other time.
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4. A cross-appeal shall be treated as an appeal as far as the fee for the appeal is concemed.
Rule- 228 shall apply mutatis mutandis. :

5. If the Statement of appeal is withdrawn, any Statement of cross-appeal shall be deemed to be
withdrawn.
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efess—appea{——&&eThe appellant may, thhm two months of service of %he_y Statement of

responsecross-appeal under Rules 237,°235.1, lodge a *Reply to the Statement of cross-appeal
which shall contain 2 response to the grounds of appeal raised in the Statement of eross-appeal.

eress—appeal—-the’l‘he appellant may, w1thm 15 e&leﬁé&r—days of service of the Staternent of

responsecross-appeal under Rules 237 and 235.2, lodge a *Reply to the Statement of cross-appeal
which shall contain a response to the grounds of appeal raised in the Statement of cross-appeal.
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SECTION 4 - REFERRAL TO THE FULL COURT

Rule 238A — Decxsxon to refer

1. The panel to whxch the action has been assigned may refer it to the full Court of Appeal if the
panel considers, on a proposal from the presiding judge. the case to be of exceptional importance
and. in particular, where the decision in the action may affect the consistency and unity of the case
law of the Court. ‘

2. The presiding judge of the panel shall request that the President of the Court of Appeal and the
two judges of the Court of Appeal who are members of the Presidium to appoint the judges of the
Court of Appeal to the full Court. The appointees shall be the President of the Court of Appeal and
not less than ten (legal and technical) judges of the Court of Appeal to represent the initial two
panels of the Court of Appeal.:In the event that the Court of Appeal shall have more than two
panels the appointees to the full Court shall increase by five judges (legal and technical), for each

" additional panel.

3. Decisions of the full Court shall be bv no less than a three-quarters rnalontv of the judges of the
full Court.
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CHAPTER 2 - INTERIM PROCEDURE

Rule 239 ~ Role of the judge-rapporteur

1.- Upon the expiry of the periods specified in Rules 224 to 238 the ju.dge-rapporteu’r shall make all+
necessary preparations for the oral hearing. Subject always to the provisions of Rule 222, the

-judge-rapporteur shall, to the extent appropriate, have the powers and exercise the duties set out in

Rules 101 16 110 mutatis mutandis.

2—, As soon as the Judge-rapporteur considers that the appeal is ready for oral hearmg he shall.
sumimon the parties to the oral hearing. -AtExcept for appeals against the orders referred to in Rule
220.1(c) and 220.2. and subject to any order for expedition pursuant to Rule 230.3, at least two

“menthsmonths’ notice shall be given unless the parties agree to a shorter time period.- The interim

procedure shall be deemed closed and oral procedure shall start immediately on the giving of such
summons. ~The presiding Judge shall, in consultation with - the judge-rapporteur take over the
management of the action.

’
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CHAPTER 3 = ORAL PROCEDURE
Rule 240 — Conduct of the oral hearing v - .

Subject to Rule 241 the oral hearing shall be held before the panel and shail be directed by the
presiding judge. Subject always to Rule 222, Rules 111,112,115, 116 and117 shall apply mutatis
" mutandis. K ; ‘

Rule 241 =~ Conduct of the oral hearing for an appeal of va eosts-ordercost decision

The oral hearing for an appeal of a costs-erdercost decision pursuant to Rule 157 shall be heard by
 the standing judge [Rule 345.5}-alone and .8] who shall have all the powers of the Court of Appeal.
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CHAPTER 4 — DECISIONS AND EFFECT OF DECISIONS
Rule 242 ~ Decxslon of the Court of Appeal
1. The deeisionCourt of Appeal shall either reject the appeal or set the decision or order aside

totally or in part substituting its own decision or order, including an order for costs both in respect '

“of the proceedings at first instance and on appeal.
2. The Court of Appeal may: -
(a) exercise any power‘withi.n the compctence of the Court of First Instance;;

£3(b) in exceptional circumstances refer the action back to the Court of First Instance for decision

or for retrial {Rule 243]. .1t shall not normally be an excep_tional circumstance justifying a referral

back that the Court of First Instance failed to decide an issue which it is necessag for the Court of
Appeal to decide on appeal.

Relation with Agreement: Article 75

Rule 243 — Referral back

2-The decision referring aan action back to the Court of First Instance shall specify whether-t the<
same panel whose earlier decision or order is revoked shall deal further with the action or whether
another panel shall be appointed by the Presidentpresiding judge of the Geuﬁ-e#—Fﬁst
Instaneedivision concerned.

' 32, Where aan action is referred back to the Court of First Instance, the Court shall be bound by the
decision of the Court of Appeal and its ratio decidendi.

Relation with Agreemenz: Article 75
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CHAPTER 5 - PROCEDURE FOR APPLICATION FOR REHEARING
" Rule 245 - Lodging of an Application-for rehearing

1. An Application for rehearing may be lodged by any party adversely affected by a final decision
" (hereinafter "the final decision") of the Court of First Instance for which the time for lodging an
appeal has expired or of the Court of Appeal (heremafter "the petmoner")

2. The Application for rehearing shall be lodged at the Court of Appeal within the followmg
periods:

(a) where the Application for rehearing is based on the ground of a fundamental procedural defect,
within two months of the discovery of the fundamemal defect or of service of the final decision,
whichever is the later;

(b) where the Application for rehearing is based on an act which has been held, by a final court
decision, to constitute a criminal offence, within two months of the date on which the crunmal
offence has been so held or service of the final decision, whichever is the later;

(c) but in any event no later than ten years of service of the final decision.
Relation with Agreement: Article 81

Rule 246 — Contehts of the Application for rehearing

1. The *Application for rehearing shall contain;

(a) the names of the petitioner and of the petitioner's representatives;

(b) postal and electronic addresses for service on the petitioner and the names and addresses of the
persons authorised to accept service; and

(c) an indication of the decision to be reviewed.:

2. The Application for rehearing shall indicate the reasons for setting aside the final decision, as
well as the facts and evidence on which the Application is based.

Rule 247 —Fundamental procedural defects

A fundémentél procedural defect under Article 81(1) of the Agreement may have occurred, for
example, where:

(a)-_a judge of the Court of Appeal took part in the decision in breach of Article 17 of the
Agreement or Article 7 of the Statute;-; i

(b)-a person not appointed as a judge of the Court of Appeal sat on the panel which took the final
decisions; .

' (c)-a fundamental vmlanon of Article 76 of the Agrcement occurred in the proceedmgs which have
led to the final decxslon;_\ .

- 108 -
L_LIVE_EMEA1:15571909L_LIVE_EMEAL16175270v2

1901.2-9516-31-260-2014

113290



(d)-the Court of Appeal decided the appeal without deciding on arequest relevant to that decisioo;
o .

(e)a breach of Article 6 of the Convention for the Protection of Human Rxghts and Fundamental
’ Freedoms has occurred

Rule 248 — Obligation to raise obJectlons . ' : e

+ 1. An Application for rehearm_g_based on the ground of a fundamental p_rocedural defectise

only admissible where an objection in respect of the procedural defect was raised during the”
proceedings before the Court of First Instance or the Court of Ap'peal and dismissed by the Court,

Rule 249 — Definition of criminal offence

A criminal offence shall only be considered to have occurred if it is finally held to be such an
offence by a competent court or authority. A conviction is not necessary.

+Rule 105 EPC]
Rule 250 - _ Fee for the rehearmg o ' ' : - *

The peutloner shall pay the fee for the rehearing [EUR***], in accordance with Part 6. Rule- 15.2
shall apply mutatis mutandis. The court may waive payment of the fee in the circumstances
contemplated by Rule 245.2(a) or (b). . -

’ Rule 230 1 on Recording in the regxster (Court of Appeal) shall apply mutatis mutandis,

Rule 251 — Suspensxve effect

The lodging of an Application for rehearmg shall not have suspensive effect unless the Court of
Appeal decides otherwise. ~ :

Relation with Agreement: Article 81(2)
Rule 152 — Examination as to formal requirements of the Ai)plication for reltearing

1. The Registry shall, as soon as practxcable after the lodging of the Apphcanon for rehearing,
examine whether the requirements of Rules 245, 246 and 250 have been complied with.
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2. If the petitioner has not complied with the requirements referred (o in paragraph 1, the Registry
shall invite the petmoner to:

(2) correct the deficienéies within 14 days; and ‘
(b) where applicable, pay the fee for the rehearing within 14 days.

If the petitioner fails to correct the deficiencies or pay the fee the Registry shall inform the

President of the Court of Appeal who shall assign the case to the standing judge (Rule 345.5 and.8)

who may reject the Application for rehearing as madrmssxble 'He smayshall give the petitioner an
‘opportunity to be heard beforehand.

Rule 253 - Assignment of Application for rehearing to a panel

1. Immediately after the Application for rehearing has been recorded in the register, the Registry
shall serve a copy of the Application for rehearing on all other parties and shall ‘inform the
President of the Court of Appeal that a Request for fehearing has been lodged.

2. The President of the Court of Appeal shall assign the action to a panel consisting of three legally
qualified judges. He may order that judges of the Court who participated in taking the decision to
be reviewed shall not sit on the panel '

Rule 254 — Examination of the Apphcatlon for rehearing
1. After hearing the parties the panel may make;

(a) a decision to reject the Application for rehearing‘ as not allowable; such a decision shall be by a
majority vote of the judges on the panel;-itshall. It need not contain any reasons;

(b) a decision to allow the Application for rehearing; such a decision shall set aside or suspend the
decision under review, in whole or in part, and re-open the proceedmgs for a new hearing and
decisions, Where proceedings - are -re-opened, the' panel shall give directions for the future
proceedings before the Court'of Appeal.

Relation with Agreement: Article 81(3)
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PART 5 — GENERAL PROVISIONS |

CHAPTER 1~ GENERAL PROCEDURAL PROVISIONS

Rule 260 - Examination by the Registry of its own motion «

1. In any proceedings before the Court, the Registry shail, as soon as practicable in the proceedings,
of its own motion, examine whether an opt-out has effect for the patent or patents concerned.

2. Where the Registry notes that two or. more actions between-the-same-parties-and-concerning the
same patent or patents are initiated before several divisions; (whether or not between the same

parties), it shall as soon as practicable inform the divisions concerned. -

Relation with Agreement: Article 83(3) and (4)
Relation with-draft Statute: Articles 23 and 24 .
Rule 261 - Date of pleadings

All pleadings and documents lodged with pleédings shall bear a time and a date which shall b'e‘ the
time and date of receipt of pleadings in electronic form at the Registry. The time shall be the local
time of the Reg;st_ry The Registrar shall be responsible for time and date markmg

Rule 262 — Public acceess to the register

- 1. Without prejudice to Rule 207.6 written pleadings, written evidence, decisions and orders

lodged at or made by the Court and recorded by the Registry shall be available to the public for

_ on-line consultation, unless a party requests that certain information be kept confidential and the

Court makes such an order. Written pleadings and written evidence shall not be made ava:lable for
public access until 14 days after they are lodged.

2. A party may Iodge an Appl Catidn with the Court for an order that certain information should be
excluded from public access or restricted to certain named persons on the grounds set outin and in

- accordance with Article 58 of the Agreement

3 The *Apphcanon shall contain:

(a) details of the information alleged to be confidential or otherwise to be restrictéd;»;

(b) the grounds upon which the épplicadt claims the information should be restricted' and

(c) details of the persons to be prohxbxted from access to the 1nformatxon or conversely to be
allowed access.

4. The Court shall mvxte written comments from any othet party pnor to making any order

‘5 Pending a decision of the Court on the Apphcauon the mformatlon alleged to be confxdentlal

shall not be pubhcly access1ble on the register.
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6. The Registrar shall as soon as practicable take all such steps with regard to access to the register
as may be necessary to give effect to an order of the Court under this-Rule.

Relation with Agreement: Articles 10,45 and 58
Relation with-draft Statute: Article 24(2)
" Rule 263 ~ Leave to change claim or amend case

1. A party may at any stage of_the proceedings apply to the Court for leave to change its claim or to
amend its case, including adding a counterclaim. =Any such application shall explain why such
change or amendment was not included in the original pleadmg

2. LeaveSubject to Rule 263.3, Ieave shall not be granted if, all circumstances considered, the party
seekmg the amendment cannot satlsfy the Court that—

(a) the amendment in question could not have been made with reasonable diligence at an earlier
stage; and

(b) the amendment will not unreasonably hinder the other party in the conduct of its action.

3. Leave to limita claim in an action unconditionally shall always be granted.

4. The Court may re-consider fees already paid in the light of an amendment,
Rule 264 — An opportunity to be heard

Where these rules provide that a party or parties shall or may be given an opportunity to be heard
before the Court makes an order or takes some action the Court shall or may (as the case may be)
request the parties to provide written submissions within a specified period and/or shall or may
invite the parties to an oral hearing on a fixed date by the Court. ~The Court may also order that a
hearing: take place by telephone or video conference. Rules 105 and 106 shall apply mutatis
mutandis.

Rule 265 - Withdrawal

1. As long as there is no final decision in an action, a claimant may apply to withdraw his action.
The Court shall decide the application after hearing the other party (or parties).- The application to
withdraw shall not be permitted if the other party (or parties) has (have) a legitimate interest in the
action being decided by the Court.

2. If withdrawal is permitted, the Court shall

(a) give a decision declariﬁg the proceedings closeds;

(b) order the decisior{ to be entered on the register; and

(c) issue a cost erderdecision in accordance with Part 1, Chapter 5.

Rule 266 —~ Preliminary references to the Court of J ﬁstice of the European Union

-112- :
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1. At any stage - of the proceedings where a quesnon is raised before the Court and the Court
considers that a decision on the question by the Court of Justice of the European Union (“CJEU”) is

necessary before the Court can give judgment, the Court of First Instance may and the Court of

Appeal shall efrequest the CJEU to give a ruling thereon.

2. The Court shall in requesting a ruling follow the procedure set out in the Rules of the CJEU.

3. If the Court requests the CJEU to apply its expedited procedure the erdesrequest shall i in addition

set out-

(a) the matters of fact and law which establish its urgencys; and

.

(b) the reasons why an expedited ruling is appropriate

4. The Registrar.shall as soon as practicable forward the ef-derregues and any request to apply the
expedited procedure to the Registrar of the CJEU.

5. Unless otherwxse decided by the Court the proceedings shall be stayed until the CJ EU has. given
aruling on the questxon.

Rule 267 - Actmns pursuant to Article 22 of the Aggeement

Where an action for damages has been brought against a Contractmg Member State pursuant (o 0
Article 22 of the Agreement the President of the Court of Appeal shaH as soon as practicable
following a request from the competent authority in the Coniracting Member State provide the

-~ competent authority with copies of all pleadings, evidence, decisions and orders available to the
Court in its proceedings that are relevant to the action for glamages; : :
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SECTION 1 - SERVICE WITHIN THE CONTRACTING MEMBER STATES OR BY~
AGREEMENT

Rule 270 — Scope of this Section

1. The rules for service of the Statement of claim set out in this Section shall apply whenever the
defendant has provided an electronic address for the purpose of service of the proceedings under
Rule 271.1 or .2 or has an address for service for the purpose of any one of the modes of service
here provxded within the territory of any of the Contracting Member States. »

2. A Statement of claim, irrespective of where it is lodged, may be served in the manner here
provided on a defendant in the territory of any of the Contracting Member States.

3 For the purpose of Rules 270 to 275 the term Statement of claim shall where approprlate,

measafes—éka-}e%gé}—mean all orrmnatmg nleadtngs in actlons referred to in Arncle 32( i) of the

Agreement.
Rule 271 - Service of the Statement of claim

1. The Registrv may serve the Statement of claim on the defendant at an electronic address which
the defendant has provided for the purpose of service in the proceedings_and shall mform the

defendant of the rlghts under Rule 271.7. ,
2. Where; - ’ , -

elaimant(a) the defendant has provided the electronic address of a representative as an address at«
which the defendant may be served with the Statement of Claim; or

(b) a representative acting for the defendant has notified the Registry or the claimant that he accepts
service of the Statement of Clalm on behalf of the defendant at an electromc address the-Registey

{ey—ferthe Re istry _may- serve the. Statement of Claim at the electronic address of
representative. S ‘

3. For the purpose of serving a Statement for revocation {{Rule 413451 or of serving a Statement for«
declaration of non-infringement {[Rule 60%62], reference to representative under Rule 271.2(a) or
(b) shall: additionally. include professional representatives and legal practitioners as defined in
Article 134 EPC who are recorded as the appointed representative for the Europesn-patent-of
patents—with-unitary-effeet, the subject of the proceedings, in the regtster for unitary patent
protection (regulationRegulation (EU) No 1257/2012, Article 2(e3))) or in the register of the patent
office of a Contracting Member State.,

3-4. Where service by means of electronic communication cannot be effected, the Registry shall
serve the Statement of claim on the defendant by;

“114-
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. (a) registered letter with advice ef deliﬁery;

(b) fax;; or |

(c) any me;hod authorised by the Court under Rule 275.

4 5. Service under Rule 271 34(a) shall be effected at the following place:

(a) where the defendant is a company or-other legal person, at its statutory. seat, central
administration or principal place of business within the Contracting Member States.or at any place
within the Contracting Member States where the company:or other legal person has a place of
business-;

(b) where the defendant is an individual: at his usual or last known resxdence thhm the Contractmg
Member Statess; or, )

(c) for the purpose of serving a Statement for revocation {[Rule 41345] or of serving a Statement for
a declaration of ‘non-infringement {Rule 60%62], at the place of business of a professional
representative or legal practitioner as defined in Article 134 EPC who is recorded as the appointed
representative for the European-patent-with-unitary-effect, the subject of the proceedings, in' the
register for unitary patent protection (zegulatienRegulation (EU) No 125712012, Amcle 2(e)9~11___

- of the patent office of a Contractmg Member State.

56. Subject to Rule 272.2 and Rule 272.3-, a Statement of claim served in accordance w1th
paragraphs 1-Z-and 3105 i is deemed to be served on the defendant—

. (a) where service takes place by means of electronic communication or by fax, on the day when the ,

relevant electronic message was sent or the transmission of the fax was completed (GMT+1); ot

(b) where service takes place by registered letter with advice of delivery such letter shall be deemed
to be served on the addressee on the tenth weskingday following posting unless it has failed to
reach the addressee or has in fact reached him on a later date. -Such service shall be deemed
effecnve even if acceptance of the letter has been refused.

1. Where the defendant would be entitled to refuse service if Article 8 of Regulation (EC) No
1393/2007 on the service in the Member States of judicial and extrajudicial documents in civil or
commercial matters (“the EU Service Regulation”) were ap glicable and where he has notified the
refusal to the Register within one week of the attemgted service together with an indication of the

language(s) he understands, the Registry shall inform the claimant. The claimant shall provide to

the Registry translations of at least the Statement of ¢laim and the information required in Rule

13.1(a) to (p) in a language provided for by Article 8{1)(a) or (b} of the EU Service Regulation. The

Statement of claim shall not be deemed served in accordance with this Chapter, and time limits

shall not run_ until service of said translations by the Registry upon the defendant in accordance
with these Rules. : ' :

Rule 272 — Notice of sérvice and non-service of the Statement of claim .

1. The Registry shall inform the clalmant of the date on whlch the Statement of clalm is deemed
served under Rule 271.56.
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2. Where the Registry has served the Statement of claim by registered letter with advice of delivery
and the Statement of claim is returned to the Registry for any reason, the Registry shall inform the
claimant, ‘ : ' :

3. Paragraph 2 shall apply mutatis mutandis where the Registry has served the Statement of claim
by fax and the fax appears not to have been received.
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